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PART I 


THE FOURTH YEAR OF ADMINISTRATION OF THE LANHAM 
TRADE-MARK ACT OF 1946* 


Walter J]. Derenberg 


INTRODUCTION 


The submission of this fourth progress report practically coincides with the 
introduction in the Senate by Senator Wiley of S. 1957, which seeks to amend the 
Trade-Mark Act of 1946 in numerous important respects.’ S. 1957 may be cor- 
rectly referred to as “the Coordinating Committee bill,” since it represents the result 
of several years combined efforts of all major bar and patent law associations, as 
well as other interested organizations, such as the U. S. Trade-Mark Association, 
the National Association of Manufacturers, and many others, to clarify and amend 
those sections of the Act which have already proven ambiguous or inadequate, and 
to eliminate some provisions of substantive importance which are deemed contrary 
to the interests of trade-mark owners. This bill, which counts the American Bar 
Association among its sponsors, will, according to Senator Wiley, not receive Con- 
gressional committee action before 1952; but hearings thereon are scheduled to be 
held during the early part of next year. 

In the meantime, there have been numerous new and important developments 
in the field of trade-mark law and unfair competition, many of which constitute 
jurisdictional and substantive problems of first impression either created or brought 
to the fore by the provisions of the Lanham Act as presently worded. 

Contrary to the first three years of administration, the vast majority of these 
problems originated outside the Patent Office and its Trade-Mark Division. It seems 
that on problems of registrability, the basic policies adopted by the Patent Office 
during the first three years have been generally adhered to and, at the present 
time, the Office as well as the trade-mark bar is awaiting judicial confirmation or 
disapproval of these basic policies. For this reason, the present report will present 
a somewhat briefer resume on those problems of registrability which were reviewed 
at some length in previous reports, and will shift the emphasis of the discussion to 
certain interesting and novel aspects of trade-mark law and litigation which have 
received initial judicial consideration during the past year. 


I. PROBLEMS OF REGISTRABILITY 

It may be noted at the outset that, numerically, a record number of registra- 
tions was granted during the fiscal year, July 1, 1950 to June 30, 1951, the total 
number of new registrations amounting to 17,868.* To a certain extent, the issuance 


* A progress report submitted to the Section of Patent, Trade-Mark and Copyright Law 
of the American Bar Association at its Annual Convention at New York City, September 15, 
1951. Reprinted by special permission from 90 U. S. P. Q., Part II. 

1. §. 1957, 82nd Cong., Ist Sess., introduced August 6, 1951. Cf. Statement by Sena- 
tor Wiley accompanying the bill, Cong. Rec., August 6, 1951, ». 9678. 

2. With regard to applications for republication under Section 12(c) of the New 
Act, there has been, of course, a considerable slackening; only 1,589, affidavits under Section 
12(c) were filed during the fiscal year, as compared with 20,819 during the year before. 
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of this record number of new registrations may be the result not only of greater 
administrative efficiency, but may well reflect a more uniform practice and interpre- 
tation by the Trade-Mark Division in the handling of many problems which, during 
the first three years, had caused considerable inter-Office discussion and differences 
of opinion. 


I. The Principal Register. 


1. Trade-Marks and Trade Names Distinguished. 

This is particularly true, for instance, with regard to the ever-recurring distinc- 
tion between registrable trade-marks on the one hand and mere trade names on the 
other. While the distinction is frequently difficult of application, the Court of Cus- 
toms and Patent Appeals has now definitely sustained the Office in its refusal to 
register, under the Act of 1946, trade names which do not perform ‘the function of 
trade-marks. In In re Lyndale Farm,} the court affirmed the Commissioner’s deci- 
sion denying registration to the words “Lyndale Farm, Floydada, Texas,” used on a 
placard attached to a crate for cattle. The court remarked that “the use here 
involved does not so much distinguish appellant’s cattle as it identifies appellant as 
the source of the shipment while the crate and its contents are in transit.” In a 
dictum, the court expressed the view that a trade name, which has become distinc- 
tive, may be registrable on the Principal Register under Section 2(f) of the new Act. 
However, it seems clear from the above-quoted language of the court that this state- 
ment had no applicability to the facts of the instant case, and that where a trade 
name performs the sole function of identifying the applicant’s business or its location 
rather than its goods, the name would seem to be ineligible for registration even 
under Section 2(f). 

The same basic policy of denying registration to mere trade names performing 
no trade-mark function has been applied to service marks. Thus, registration as a 
service mark was refused to the phrase “Incentive Bank of America” when an appli- 
cant submitted specimens displaying this name in the following form: 


“Incentive Bank of America 1516 South Wabash—Chicago 5, IIl.’’4 


2. The Corporate Name Clause. 


A most unusual situation arose in what will probably be one of the last opposi- 
tion proceedings to be decided on the basis of the Act of 1905. In Tidy-House Paper 
Products, Inc. v. Tidy House Products Co.,° the applicant applied for two registra- 
tions of the word ‘““Tidy-House” for certain paper products. Oppositions were filed 
by the Tidy House Products Company based on likelihood of confusion as well as 
on appropriation of the major portion of the opposer’s corporate name. Both these 
oppositions were governed by the provisions of the Act of 1905. The Examiner of 
Interferences, the Commissioner, and the Court of Customs and Patent Appeals all 
held that there was no likelihood of confusion with regard to the goods involved, 





3. 88 U. S. P. Q. 377, 41 T. M. R. 244 (1951). 
4. Ex parte Belnap & Thompson, Inc., 90 U. S. P. Q. 123 (1951). 
5. 89 U.S. P. Q. 599 (1951). 
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and that, as far as that ground was concerned, the opposition could not be sus- 
tained. It appeared, however, that the opposer had pleaded the name clause of 
the Act of 1905 in only one of the two opposition proceedings, and the Commis- 
sioner held, therefore, that the clause had been waived by the opposer in the other 
proceeding and that he should not consider the clause ex parte. The Court of Cus- 
toms and Patent Appeals held, however, that, as guardian of the public interest, 
the Commissioner was under a duty to consider the name clause even though it may 
not have been pleaded. 

Since the new Act no longer contains the name clause of the Act of 1905, the 
problem is unlikely to arise again. It has already become apparent that old litiga- 
tion in which that clause had played an important part may now be revived and 
readjudicated under the terms and provisions of the new Act rather than that of the 
Act of 1905. Thus, several years ago, in a cancellation proceeding governed by the 
Act of 1905 and based upon the name clause, the petitioner’s date of incorporation 
was prior to the filing of respondent’s application for a mark comprising petitioner’s 
corporate name. Petitioner prevailed even though respondent had begun to use its 
mark prior to petitioner’s date of incorporation. However, this result has now been 
reversed in a recent interference proceeding between the same parties which was 
governed by the provisions of the new Act.?7 The Commissioner held that, in view of 
the omission of the name clause from the Act of 1946, the sole question was one of 
priority of use, regardless of the date of incorporation. 


3. Advertising Slogans. 


No decision has as yet been handed down in the pending R. S. 4915 pro- 
ceeding to compel the Commissioner to register the slogan “The Fate of a Fabric 
Hangs by a Thread.”® At this writing, the case has been tried and is awaiting 
decision. In the meantime, the Office has continued its policy of rejecting common 


advertising slogans which do not perform the function of trade-marks. The notation 


“Sleeping is a Serious Business,” used for pajamas, was refused registration under 


the Act of 1905; the Commissioner observed that it appeared unregistrable also 


under the Act of 1946.9 


4. Surname and Family Name Problems.?° 


In last year’s report,!! reference was made to the Commissioner’s decision in 
Ex parte Andre Julien Dallioux.1* The Commissioner there held that the term 
‘Andre Dallioux” was registrable on the Principal Register because the combination 
of Christian and surname was not, in the language of Section 2(e) (3), “primarily 


6. Haskelite Manufacturing Corporation v. Plymold Corporation, 162 F. 2d 464, 74 
U. S. P. Q. 181, C. C. P. A., 37 T. M. R. 575 (1947). 
7. Haskelite Manufacturing Corporation v. Plymold Corporation, 88 U. S. P. Q. 297, 
41 T. M. R. 351 (1951). 
8. Ex parte American Enka Corp., 81 U.S. P. Q. 476, 39 T. M. R. 640 (1949). 
9. Ex parte Garrison, 87 U. S. P. Q. 252, 40 T. M. R. 1123 (1950). 
10. Cassidy, “Surnames as Trade-Marks,” 41 T. M. R. 299 (1951). 
11. Derenberg, “The Third Year of Administration of the Lanham Trade-Mark Act 
of 1946,” 40 T. M. R. 914 (1950). 
12. 83 U.S. P. Q. 262, 39 T. M. R. 965 (1949). 
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merely a surname.” However, the Commissioner indicated that a different result 
might follow where a surname was prefaced merely by a title or by initials. During 
the last year precisely the latter question was presented for decision when an appli- 
cant sought to register the mark “J. C. Higgins” for shotguns and allied equipment.!* 
The application was rejected on the ground that merely adding initials to a surname 
did not make the name registrable. 

A court decision was handed down with regard to the registrability of a combi- 
nation of two surnames, “Kimberly-Clark,” on the Principal Register without an 
allegation of acquired distinctiveness under Section 2(f).'* The court expressed the 
opinion that a combination of two names, both of which are primarily surnames, 
could not render the resulting composite mark registrable in the absence of reli- 
ance on Section 2(f) of the Act of 1946.1° 

The Office also refused registration to the term “Wayne” on the ground that 
this was primarily merely a surname.'® The applicant’s argument that the mark 
was registrable in view of its additional geographical and historical significance was 
rejected. 


5. Scandalous and Disparaging Marks. 


In a cancellation proceeding,!7 the Office was called upon to implement the 
language of Section 14(c) of the new Act which provides in part that registrations 
may be cancelled if they were obtained contrary to the provisions of Sections 2(a), 
(b), or (c) of the Act of 1946, or to “similar prohibitory provisions” of prior acts. 
The Examiner in Chief considered “similar” to the prohibitions of Section 2(a) of 
the new Act the provision in Section 5 of the 1905 Act which had prohibited regis- 
tration of a mark consisting of a name, distinguishing mark, emblem, etc., adopted 
by any institution, organization, club, or society. Consequently, seventeen registra- 
tions by respondent consisting of the phrase “Academy Award” were cancelled at 
the behest of the Academy of Motion Picture Arts and Sciences, which grants, as 
annual awards, statuettes bearing the phrase “Academy Award” and widely known 
by those words as well as by the nickname, “Oscar.” 

In another decision involving Section 2(a),!* the Commissioner refused regis- 
tration to the term “Doughboy” for a “prophylactic preparation for the prevention 
of venereal disease” under that portion of the section which prohibits registration of 


“matter which may disparage or falsely suggest a connection with persons, living or 


13. Ex parte Sears, Roebuck and Co., 87 U. S. P. Q. 400, 41 T. M. R. 185 (1950). 

14. Kimberly-Clark Corporation v. Marzall, 88 U.S. P. Q. 277, 41 T. M. R. 259 (1950). 

15. The case is now pending on appeal in the Court of Appeals for the District of 
Columbia. As distinguished from the “J. C. Higgins” case (Note 12 supra), the Office per- 
mitted registration of the notation “B. F. Goodrich” as displayed in the lower portion of a 
circular medallion which more prominently featured the letters “BFG.” Ex parte The B. F. 
Goodrich Company, 89 U. S. P. Q. 283, 41 T. M. R. 644 (1951). Under such circumstances, 
the Commissioner was of the opinion that the name “B. F. Goodrich” was not the dominant 
part of applicant’s mark so that the mark, not being primarily merely a surname, was held 
registrable. 

16. Ex parte The Wayne Pump Company, 88 U. S. P. Q. 437, 41 T. M. R. 379 (1951). 

17. Academy of Motion Picture Arts and Sciences v. Academy Award Products, Inc., 
89 U. S. P. Q. 451 (1951). 

18. Doughboy Industries, Inc. v. The Reese Chemical Company, 88 U. S. P. Q. 227, 
41 T. M. R. 293 (1951). 
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dead, institutions, beliefs, or national symbols, or bring them into contempt, or 
disrepute.” 


He noted that under Section 5(a) of the Act of 1905, which did not contain the 
same prohibition—but did prohibit registration of immoral or scandalous matter—a 
word did not have to be scandalous per se but would be denied registration if it 
were scandalous as applied to the particular goods. This principle was held applicable 
to Section 2(a) of the new Act. Accordingly, “Doughboy,” the name given to the 
American soldier in the first World War, was found to be unregistrable as applied 
to applicant’s goods. 


6. Descriptive and Suggestive Marks. 

The Commissioner refused registration on the Principal Register to the words 
“The Shooters’ Bible” for a publication used to describe small arms, ammunition, 
shooters’ accessories and similar items.'® It was pointed out that descriptive peri- 
odical titles are now treated in the same manner as descriptive marks for other arti- 
cles; the fact that the mark had previously been registered under the Act of 1905 
was deemed immaterial. The Office also rejected, on the ground of descriptiveness, 
such marks as “Balloon Seat” for pajamas;*° “Jato” for jet motors;*! “Plus 30” for 
face creams;** and “Super-Maid” for mats for drainboards and sinks.** On the other 
hand, it was held that the trade-mark “Luxury” was not descriptive as applied to 
paint, and was, therefore, registrable on the Principal Register.*4 


7. Certification, Collective, and Service Marks. 

Very few certification and collective marks have been registered during the cur- 
rent year. Only twenty certification marks were registered on the Principal Register 
and only three on the Supplemental Register, while the number of collective marks 
on the Principal Register was 28 and only two such marks were registered on the 
Supplemental Register. The reason for this limited use of the new device of certifi- 
cation mark undoubtedly must be found in the last-minute restrictions and limitations 
which were written into Section 14(d) shortly before the Act was enacted and most 
of which S. 1957, as just introduced by Senator Wiley, would eliminate. 

With regard to service marks, the Office still generally follows the policies out- 
lined in my report at the St. Louis meeting in 1949.2° It may be mentioned, however, 
that since the “NBC chimes” were registered as a sound mark last year,?® several 
other radio stations have been granted similar registrations. Only recently a service 





19. National Rifle Association of America v. Stoeger Arms Corporation, 88 U. S. P. Q. 
30, 41 T. M. R. 271 (1950). 

20. Ex parte Stadium Manufacturing Co., Inc., 90 U. S. P. Q. 113 (1951). 

21. Ex parte Aerojet Engineering Corporation, 90 U.S. P. Q. 120 (1951). 

22. Lanolin Plus Cosmetics, Inc. v. Bonnie Bell, Inc., 89 U. S. P. Q. 612 (1951). 

23. Ex parte Pacific Moulded Products Co., 90 U. S. P. Q. 36 (1951). 

24. Finnaren & Haley, Inc. v. James B. Sipe and Company, 88 U. S. P. Q. 333, 41 


T. M. R. 354 (1951). 
25. Derenberg, “The Second Year of Administration of the Lanham Trade-Mark Act 


of 1946,” 39 T. M. R. 651 (1949). 
26. Registration No. 523,616, April 4, 1950. 
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mark comprising the recorded sound of the Liberty Bell ringing was published for 
opposition.”7 

The question of what may constitute use of a service mark in commerce 
remains a perplexing problem. On the ground that the applicant’s services were 
not performed in commerce, the Office refused to register a service mark relating 
to the painting of automobiles, where applicant performed its services in an 
establishment located in Pennsylvania close to the New Jersey border.2® The 
applicant argued that he was entitled to a registration since he had worked on cars 
having foreign license plates, had advertised in the neighboring state of New Jersey 
and was in competition with businesses even nearer to or on the state line. He 
pointed out also that his place of business was in the neighborhood of U. S. Route 
1, the main north and south highway for the eastern states. However, since 
applicant’s painting was done entirely within the state of Pennsylvania, the Com- 
missioner did not regard applicant’s services as being “actually rendered in inter- 
state commerce.” It was not sufficient, in the Commissioner’s opinion, that to 
some small extent the services rendered by the applicant may “affect” interstate 
commerce. Moreover, the Commissioner pointed out, “if only a few cars from 
other states had been painted,” commerce would not in fact have been affected 
“to any substantial degree.” 


8. Secondary Meaning and Distinctiveness: Section 2(f). 

In last year’s report,?® a thorough review was given of Patent Office interpre- 
tations of Section 2(f) of the Act. Since that time, Office practice has continued 
to apply the same standards with regard to evidence of distinctiveness and second- 
ary meaning. The Commissioner has acknowledged in the recent case of Ex parte 
Granat Bros., Inc.°° that a decision by a federal court to the effect that a certain 
mark had acquired a secondary meaning will be sufficient without more to justify 
registration under Section 2(f). In the case of “highly descriptive” marks, the 
Office still follows the practice of requiring additional evidence of distinctiveness, 
even though the application may contain an allegation of substantially exclusive 
use for the five-year period preceding the filing of the application. Even such 
additional evidence was held insufficient where it consisted only in so-called “drilled” 
affidavits and where the mark applied for was the common word “Perfect” (for oil 
seals to retain lubricants in shafts) .*1 Similarly, an application under Section 2/(f) 
for the mark “Speed Flash” was rejected in the absence of additional evidence of 
distinctiveness.*? 


It is now thoroughly established that in connection with Section 2(f) applica- 
tions a distinction between “highly descriptive” and generic words must always be 
made and that the latter are completely barred from registration and incapable of 


27. Application Serial No. 543,252, filed March 4, 1948, published Official Gazette, 
June 26, 1951, p. 1047. 

28. Ex parte Gill, 87 U.S. P. Q. 274, 41 T. M. R. 86 (1950). 

29. Note 11, supra, at 920. 

30. 89 U.S. P. Q. 627 (1951). 

31. Ex parte Chicago Rawhide Manufacturing eee 89 U. S. P. Q. 507 (1951). 

32. Ex parte The Kalart Company, Inc., 88 U. S. P. Q. 221, 41 T. M. R. 374 (1951). 
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acquiring distinctiveness. On this latter ground the Office rejected applications 
under Section 2(f) for such marks as “Carloader” for power-operated fork trucks ;5% 
“Carillonic Bells” for electrically-operated carillons;** and ‘“Krane Kar’ for auto- 
motive hoists and cranes.°° On the other hand, the Commissioner reversed the Ex- 
aminer of Trade-Marks who had refused to register, under the provisions of Section 
2(f), the term “Fire Hardened” for wooden handles for hand tools.*® 


9. Likelihood of Confusion: Effect of Elimination of the Phrase “goods of the 
same descriptive properties” from Section 2(d) of the Act of 1946. 


The precise question whether the elimination of the phrase “goods of the same 
descriptive properties” from Section 2(d) of the 1946 Act has effected any substan- 
tive change in the law governing the registration of trade-marks was the subject of 
a full discussion in the decision of the Examiner in Chief in the Greyhound case.°7 
The Greyhound Corporation, on the basis of its use of the symbol of a running 
greyhound in its national system of transportation, opposed an application covering 
the figure of a running dog used for optical machinery. The opposition was dismissed 
on applicant’s motion. Opposer had claimed that it should prevail since the omis- 
sion of the language “goods of the same descriptive properties” from the Act of 1946 
caused that act to give broader protection to trade-mark owners. The opposer indeed 
claimed in the notice of opposition that applicant’s use of the mark would “dilute 
the distinctiveness of opposer’s well-recognized distinctive trade-mark” and that such 
possibility of dilution was a sufficient allegation of damage under the Act of 1946. 
The Examiner in Chief held, however, that the likelihood of confusion test of the 
new Act could not be interpreted to include possibility of dilution as a ground of 
opposition, since “dilution,” even though it may have been recognized as ground for 
relief in equity in certain unfair competition cases, did not in legal contemplation 
satisfy the requirement of “likelihood of confusion” under Section 2(d) of the 
new Act.38 


10. Related Companies.®® 


Reference is made elsewhere in this report to the case of Baxter Laboratories, 
Inc. v. Don Baxter,*° which appears to be the only case thus far in which Section 5 





33. Ex parte Clark Equipment Company, 89 U. S. P. Q. 90, 41 T. M. R. 498 (1951). 

34. J. D. Deagan, Inc. v. Schulmerich Electronics, Inc., 89 U.S. P. Q. 399, 41 T. M. R. 
635 (1951). 

(19 35. Ex parte Silent Hoist @ Crane Co., Inc., 88 U. S. P. Q. 225, 41 T. M. R. 377 
1951). 
(1980). Ex parte The American Fork & Hoe Company, 88 U. S. P. Q. 25, 41 T. M. R. 190 
., 
- 195 The Greyhound Corporation v. The Robinson Houchin Corporation, 89 U. S. P. Q. 
a}. 

38. A similar ruling had previously been made by the Commissioner in Graybar Electric 
Company, Inc. v. Bretton Shirt Corp., 87 U. S. P. Q. 119, 40 T. M. R. 1088, in which an 
opposition was dismissed on motion with regard to the alleged damage to the owner of the 
term “Graybar” for electrical apparatus resulting from the applicant’s use of the identical 
mark on shirts and jackets. 

(1951): Cf. Maday, “Recognition of ‘Related Companies’ in Switzerland,” 41 T. M. R. 120 

40. 87 U.S. P. Q. 122, 40 T. M. R. 1092 (1950), aff’g 40 T. M. R. 361 (1950); cf. 
also 88 U. S. P. Q. 287, 186 F. 2d 511, C. C. P. A., 41 T. M. R. 234 (1951). 
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of the Trade-Mark Act of 1946 was interpreted by the Patent Office. As stated 
elsewhere, the issue whether and under what circumstances an alleged related com- 
pany may oppose a registration filed by its alleged parent is now pending before the 
District Court in an R. S. 4915 proceeding. 

It may be mentioned, however, that in recent months the Trade-Mark Division 
nas clarified its own position with regard to the treatment of applications involving 
Section 5 of the new Act. The practice has now been adopted to accept applications 
for registration either in the name of the parent company or in the name of a related 
company. However, if the mark sought to be registered or a confusingly similar 
mark has been registered in the name of a related company, such registration is 
regarded as a proper reference, and the new application will be refused thereon 
unless the registration is assigned to the applicant (or the application is assigned to 
the registrant), or unless the applicant can procure a letter of consent from the 
registrant. However, even the filing of such letter of consent will not be accepted if 
it actually results in duplicate registrations under the same act. In other words, such 
letter will fulfill its purpose only if there are some differences in the marks or goods 
involved. 

The Office has also ruled that where the relationship is based on a license agree- 
ment, the application should recite that the applicant controls the nature and quality 
of the goods or services in connection with which the mark is used, but that such 
recitation is not needed and will not be required where the relationship is that of 
parent and wholly-owned subsidiary. 


11. “Concurrent Registration” Problems. 


Probably the most significant Commissioner’s decision during the last year is his 
decision in the Flintkote case,*! interpreting the concurrent registration provision of 
the new statute. This is the second time that the section has been construed by the 
Commissioner. In the earlier Stauffer case,4* the Commissioner had held that in 
order to qualify for concurrent registration, the applicant’s use had to antedate the 
filing date of the registrant, even if the latter’s registration was an 1881 or 1905 regis- 
tration, and that no registrable concurrent use rights could be acquired, even in good 
faith, unless the applicant had commenced his use in his particular territory prior 
to the registrant’s filing date. It was felt in many quarters that the Commissioner’s 
decision, while technically correct under the present language of the statute, failed 
to carry out the legislative intent to provide for registration of all marks in which 
independent common law rights may have been established in different parts of the 
United States, and one of the more important amendments suggested in S. 1957, and 
previously approved by this Section, is intended to eliminate the effect of the Stauffer 
decision and provide for concurrent registrations in situations of that type. 

In his most recent decision in the Flintkote case, however, the Commissioner 
went considerably beyond even the limited ruling in the Stauffer case. It appeared 
there that the party Merriam had first used the mark “Akticide” for germicides on 





_ (1951). Flintkote Company v. Merriam and Company, 88 U. S. P. Q. 390, 41 T. M. R. 
42. Ex parte Stauffer Chemical Co., 80 U. S. P. Q. 180, 39 T. M. R. 272 (1949). 
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June 8, 1945 in the District of Columbia and the states of New York and Maryland, 
while the party Watters had first used the similar mark ‘‘Amicide” for disinfectants 
in California on July 19, 1945. It was admitted that Watters’ use in California and 
Arizona was prior to the filing date of the Merriam application and that subse- 
quently Merriam had extended its use to the states of Washington, Utah and Oregon. 
The Examiner of Interferences held that under the Stauffer decision, Watters was 
at least entitled to a concurrent registration for the states of California and Arizona 
but that his registration could not be extended to Washington, Utah, and Oregon 
since his first use there postdated the filing of Merriam’s application. 

Personally, I believe that even this restricted interpretation of the statute may 
be open to question since there is nothing in Section 2(d) which would require a 
limitation of the concurrent registration to the very territory in which the mark 
was originally established before the filing date of the other party’s application. It 
may be argued with equal force that once the concurrent user originally adopted 
the mark before such filing date, his right should extend to territories in which he 
subsequently used the mark before the registrant’s trade extended thereto. But be 
that as it may, the Commissioner not only refused so to extend the concurrent user’s 
rights but, on the contrary, reversed the Examiner even with regard to the two 
states in which the party Watters had admittedly commenced using its mark before 
Merriam’s filing date. The basis for the Commissioner’s conclusion was his inability 
to find that even if limited to the states of Californina and Arizona, likelihood of 
confusion would not arise from the continued use of the marks by the respective 
parties. He said: 

“It seems to me that registration of the same or substantially similar trade-marks 

should be avoided whenever it is possible to do so and should be resorted to only 


in the most unusual situations. To do otherwise would do no more than initiate 
deterioration of trade-mark law conceptions.”’43 


It appears that underlying this decision was a realization that an affirmative finding 
of no likelihood of confusion as a result of continued use cannot well be made in 
situations in which there had not been a continued use by both parties for a con- 
siderable length of time in the past, but where both parties had just commenced use 
of their respective marks shortly before the filing date and within only a few weeks 
of each other. S. 1957, if it were to become the law, would change the result in 
cases of this type and would authorize the issuance of a registration to the applicant 
for concurrent registration at least in the states where he actually used the mark 
before the registrant’s filing date. 


Il. The Supplemental Register. 

The Patent Office has continued to give meaning and enforcement to that 
portion of Section 23 of the Act which opens the Supplemental Register only to 
marks which are “capable of distinguishing” the applicant’s goods or services. Marks 
or names which are merely generic have been refused registration even on the Sup- 
plemental Register. The Commissioner held, for example, that the term “Soil-Bil- 


43. 41 T. M. R. at 362. 
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Der” for lawn and tree food was generic and incapable of registration on the Sup- 
plemental Register.*4 

It has also been reaffirmed that the same standard should be applied in connec- 
tion with registrations of configurations or slogans on the Supplemental Register. 
Thus, the slogan “The Public Appreciates Quality,” sought to be registered for 
cooked meats and other foods, was rejected on the ground that it was not capable 
of acquiring trade-mark significance.*° 


II. Recent ProBLEMs IN CONTESTED PaTENT OFFICE INTER PARTES PROCEEDINGS 

1. Equitable Defenses.*® 

While no court decision has yet been handed down with regard to the circum- 
stances under which the defense of laches may be successfully pleaded in opposition 
proceedings, the Court of Customs and Patent Appeals has recently passed upon the 
applicability of this defense in cancellation proceedings in the case of Wilson v. 
Graphol Products Co., Inc.47 This is undoubtedly the most important decision thus 
far rendered by that court under the new Act. The case, which had been before 
the Court of Customs and Patent Appeals once before, involved an attempt by the 
registrant of the trade-mark “Graphol” to cancel appellant’s registrations “Grafo” 
and “Grafolube.” Both the Examiner of Interferences and the Commissioner 
originally sustained the petition on the basis of likelihood of confusion and without 
considering the defense of laches.4® When the case reached the Court of Customs 
and Patent Appeals for the first time, the Lanham Act had become effective, and 
the case was accordingly remanded to the Patent Office solely for the purpose of 
considering the defense of laches.49 Both the Examiner and the Commissioner 
found that the petitioner had had no actual knowledge of respondent’s trade-mark 
and its registration and that, consequently, the defense of laches could not be sus- 
tained in the absence of such actual knowledge, even though the respondent’s mark 
had been registered under the Act of 1905 for over ten years before the petition 
for cancellation was filed.5° The Court of Customs and Patent Appeals reversed 
the Commissioner and laid down the important and far-reaching rule that a federal 
registration under the Act of 1905 or under the new Act constitutes a public record 
of which the petitioner is deemed to have had notice. The court said in this 
regard: 

“It is our opinion that appellants’ registration constituted constructive notice to 
appellee, and that appellee, having stood idly by for some ten years during which time 


appellants innocently conducted and built up their business until it was larger than 
that of appellee, is now precluded by laches from obtaining cancellation of appellants’ 


trade-marks.”51 


44. Ex parte Stadler Products Company, 87 U.S. P. Q. 163, 40 T. M. R. 1121 (1950). 

45. Ex parte Horn & Hardart Baking Co., 88 U. S. P. Q. 27, 41 T. M. R. 191 (1950). 

46. Cf. Halliday, “Laches, Acquiescence and Estoppel in Registration Cases,” 40 T. M. R. 
85 (1950) and Derenberg, “Equitable Defenses in Patent Office Proceedings,” 38 T. M. R. 
495 (1948). 

47. 89 U.S. P. Q. 382, 41 T. M. R. 591 (1951). 

48. Graphol Products, Inc. v. Willson, 69 U. S. P. Q. 18 (1946). 

49. Willson v. Graphol Products Co., Inc., 165 F. 2d 446, 76 U. S. P. Q. 312, 38 
T. M. R. 323 (1948). 

50. Graphol Products Co., Inc. v. Willson, 83 U. S. P. Q. 2, 39 T. M. R. 856 (1949). 

51. 41 T. M. R. 591, at 599. 
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The result of this decision has been a complete change of approach on the part 
of the Patent Office tribunals in cancellation proceedings with regard to the defense 
of laches. While the Commissioner used to reject that defense in the vast majority 
of cases in the absence of proof of actual knowledge, the trend now is to sustain 
the defense in any case in which a substantial period of time has elapsed after 
the respondent’s mark was registered, and before the petition for cancellation was 
instituted. It would seem that, as a general rule, the principle now established by 
the Court of Customs and Patent Appeals would lead to more equitable results than 
the past practice; the question of the petitioner’s actual knowledge thus becomes 
subordinated to the consideration that respondent’s mark, which may have been 
successfully built up over several years, should not lightly be cancelled on the ground 
that its original registration may have been prejudicial to the interest of the peti- 
tioner. The Willson decision also seems to realize that the mere fact of simultaneous 
use of the respective marks by both parties without open conflict over many years 
is in itself evidence of the fact that actual confusion or likelihood of confusion 
between the two would be too insignificant to justify cancellation of one of the 
marks after it may have become firmly established. 


On the other hand, the Willson decision leaves many important questions 
unanswered. As already stated, it does not and cannot throw any light upon the 
availability of the laches defense in opposition proceedings, but even with regard 
to cancellations it leaves unanswered the question whether the petitioner may be 
found guilty of laches even during the period of the first five years, during which 
Section 14 of the Lanham Act permits the filing of a petition for cancellation on 
any ground by a party who considers himself damaged. It could thus be argued 
that, since the statute provides a five-year period for cancellation, a petitioner cannot 
be guilty of laches as long as his petition is filed within that statutory period. The 
line of reasoning of the Willson decision would seem to indicate, however, that 
as a matter of equity the defense may be raised even in cases in which the respon- 
dent’s mark had been registered for less than five years. If the registration is actually 
considered to be constructive notice in the restricted sense in which it is applied 
by the court in connection with Section 19, then a period of even five years may 
frequently appear to be too long to serve as an inflexible statute of limitations for 
the instituting of cancellation proceedings. If, on the other hand, the five-year 
period provided in Section 14 is not to be considered a statute of limitations in this 
regard, then it will be left to the Commissioner and to the court in each case to 
determine what might constitute a reasonable time within which a petition for 
cancellation must be filed after the effective date of the respondent’s registration. 
Thus registered trade-marks may acquire a quasi-incontestable status, shielding 
them against attempts of cancellation, long before they qualify for this privilege 
under Section 15 of the Act. As a matter of administration of the statute and as 
a guide to the profession, it would probably be preferable to be able to rely on a 
fixed statutory term such as the five-year period provided in Section 14, without 
having to fear that the right to cancel a conflicting mark will be lost unless exer- 
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cised immediately after the effective date of the respondent’s registration. And 
how about registrations under the 1920 Act, or on the Supplemental Register? 
Should the rule of the Willson case apply to them, although they do not constitute 
“constructive notice” under Section 22 of the Act? Until the court expressly so 
decides, it would seem preferable to assume that the doctrine of the Willson case 
could not be relied upon to vest these hybrid registrations with hitherto unavail- 
able statutory safeguards. 


2. Jurisdiction of the Commissioner to “Restrict” Existing Registrations: Sec- 
tion 18. 


Under the Act of 1905, there was no statutory authority for the Commissioner 
of Patents to amend or otherwise restrict an existing registration in a cancellation 
proceeding, nor was jurisdiction conferred upon him in an interference proceeding 
to order direct cancellation of a registered mark which has been the object of an 
adverse decision in such a proceeding. The anomalous consequences flowing from 
this limited jurisdiction are too well-known to require extended comment here. 
Suffice it to mention that as recently as 1947,5" the Commissioner held that a reg- 
istered mark which has been held subsequent in priority of adoption and use and 
therefore in effect, invalid in an interference proceeding, was still subject to renewal 
because, under the Act of 1905, an adverse decision in an interference proceeding 
was not tantamount to a cancellation, so that the Commissioner of Patents had no 
statutory authority to cancel such mark in the absence of a petition to do so by the 
successful party in the interference or another interested third party. This is no 
longer true today. Under Section 18 of the new Act, the Commissioner may exer- 
cise his much broader authority under that section to order cancellation of the 
mark itself under such circumstances. 


However, two recent rulings by the Commissioner lay down certain self-im- 
posed limitations upon his jurisdiction under this section. In the case of The Reese 
Chemical Company v. Lisner,°® a petition for cancellation had been filed based, 
inter alia, on the ground that the registered mark had not been in use at the time 
of the filing of the application on the majority of the products recited therein. The 
Examiner of Interferences found that the mark had been used with regard to one 
particular item and, therefore, recommended that the petition be sustained with 
regard to all items on which the mark had not been used at the time of filing, but 
that otherwise the registration be “restricted” so as to eliminate all goods other than 
the product on which the registrant had actually used the mark. The registrant in 
that proceeding did not appeal from this decision, but the Commissioner refused to 
issue the required formal order to carry the recommendation into effect on the 
ground that a registration obtained under such circumstances should be cancelled 
in its entirety, rather than “restricted”. ‘The Commissioner said in this respect: 


“Under these circumstances, I do not believe that the Office should take it upon itself 
to restrict the registration so as to eliminate all the goods on which the registrant 





52. Ex parte Owen Canning Company, 75 U. S. P. Q. 272, 38 T. M. R. 87 (1947). 
53. 87 U.S. P. Q. 121, 40 T. M. R. 1090 (1950). 
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never used the trade-mark, and also the goods on which applicant used the trade- 
mark but on which it is no longer using the mark. To do so would carry an impli- 
cation of condonation of the false allegations made in the application for registration, 
and may also carry an implication that the Patent Office considers the registration 
valid after it has been limited.” 


This position was reaffirmed in the recent case of Tidy House Products Company 
v. Tidy-House Paper Products, Inc.,5 which was an opposition proceeding but 
in which the point was made ex parte that, regardless of the outcome of the oppo- 
sition, the application was defective in reciting a series of products on which the 
mark had not been in use at the time of filing. The Examiner of Interferences 
had suggested an appropriate amendment of the application but, in his most recent 
decision on the ex parte issue, the Commissioner adhered to his view that an appli- 
cation containing false statements as to the goods was not subject to appropriate 
restriction by amendment, at least not “in the absence of a complete and adequate 
explanation of the false statements,” and that an application containing such false 
statements should be rejected in toto on this ex parte ground. 


III. JurtspIcTIONAL PROBLEMS IN TRADE-MarK REGISTRATION PROCEEDINGS 


1. The Jurisdiction of the Court of Customs and Patent Appeals; Once More, 
“The Hazards and Consequences of Divided Appellate Jurisdiction.” Separability 
of Ex Parte and Inter Partes Cases. 


In my first report on The Lanham Act,®°° concern was expressed about the 
difficulty of getting authoritative adjudications under the new Act in view of the 
divided appellate jurisdiction provided for by both the old and the new Act. It 
was there pointed out that it may well happen— indeed, in some respects it has 
already happened—that on questions of registrability or likelihood of confusion 
and many other problems, decisions of the Court of Customs and Patent Appeals 
would conflict with previous or subsequent decisions by the equity courts in R.S. 4915 
proceedings. Recent developments serve greatly to increase the alarm expressed 
three years ago. It has now become apparent that, if the decision of the Court of 
Customs and Patent Appeals in the Baxter case®*® is to remain the law, not only 
may there be different decisions on substantive trade-mark registration issues by 
the Court of Customs and Patent Appeals on the one hand and the federal courts 
on the other, but that the same case may, upon appeal from the Patent Office, be 
split in half so that one aspect thereof will be decided by one court and another 
aspect by a different court. We all recall the time when the Court of Appeals of 
the District of Columbia acted both as an appellate administrative tribunal from 
Patent Office decisions and as an appellate equity tribunal in R.S. 4915 cases. 
About twenty years ago, the statute was amended so as to provide for an alternative 
rather than a cumulative remedy from decisions of the Commissioner of Patents; 
no longer was the case to be decided first by the Court of Appeals of the District, 





54. 90 U.S. P. Q. 116 (1951). , 

55. Derenberg, “The Lanham Trade-Mark Act, Practical Effects and Experiences After 
One Year’s Administration,’ 38 T. M. R. 831 (1948). 

56. See Note 40, supra. 
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as an administrative Patent Office tribunal, and could afterwards be continued 
in the form of an R.S. 4915 proceeding. In this way, the parties to any contested 
Patent Office proceeding were assured that only one appellate tribunal would rule 
upon the issue previously decided by the Commissioner. In its recent decision in 
the Baxter case, however, the Court of Customs and Patent Appeals has now held 
that, where an appeal involves both an inter partes and an ex parte issue, the right 
of election given by the statute to the successful party in the Patent Office pro- 
ceeding embraces only that part of the Commissioner’s decision which disposed 
in his favor on the inter partes issue, but that with regard to an ex parte issue, on 
which the Commissioner rejected the application on his own initiative, the appeal 
remained within the Court’s jurisdiction. In the Baxter case, an opposition had 
been filed for the first time by an alleged related company on the ground that 
the applicant had unjustifiably so designated the opposer, who, it was alleged, was 
an independent trade-mark owner in his own right. The Examiner and the Com- 
missioner sustained the opposition on this point. When the appeal was pending 
before the Commissioner, however, the applicant also suggested that, if the oppo- 
sition were sustained, he should at least be held entitled to a concurrent registration 
under Section 2(d) of the Act. The Commissioner deemed it necessary to pass 
upon the question of registrability under Section 2(d) ex parte, and rejected the 
application as being ineligible for a concurrent use registration. When the losing 
applicant appealed to the Court of Customs and Patent Appeals, both from the 
inter partes and the ex parte ruling, the successful opposer elected to have all fur- 
ther proceedings had in an R.S. 4915 proceeding in the District Court, but the 
Court of Customs and Patent Appeals refused to relinquish jurisdiction over the 

ex parte issue.57 The majority reached the following rather startling conclusion: 

“The effect of the opposer’s notice of election in this case, therefore, is to require 

the court to dismiss the appeal from the Commissioner’s decision on the inter partes 

issue of registrability based on use by related companies, but to retain jurisdiction of 

the appeal from the Commissioner’s decision in the ex parte denial of registration 

to Don Baxter, Inc. of the mark ‘Baxter’ sought on the basis of concurrent user. The 


applicant-appellant should perfect his appeal here in the normal manner appropriate 
for an ex parte appeal.”58 


I must agree with the observations of the dissenting judge that such “case-splitting 
device” should by all means be avoided, since it must result in prolonging expensive 
and needless litigation. If the majority decision stands, then we will from now on 
have to contemplate the preparation and presentation of a double appeal in trade- 
mark registration proceedings, although the ultimate decision of either of the 
tribunals may make the other virtually meaningless. If the Court of Customs and 
Patent Appeals should first decide that the applicant’s mark is unregistrable on an 
ex parte ground, no purpose would be served in further prosecuting the inter partes 
aspect of the case. Conversely, should an applicant be compelled first to go through 
and conceivably win in the District Court on the inter partes issue, only then to 
be sent back to the Court of Customs and Patent Appeals and have that court still 





57. Judge O’Connell filed a strong dissenting opinion, 41 T. M. R. at 238. 
58. 41 T. M. R. at 237. 
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reject his application on ex parte grounds? I submit that all these issues should 
be decided by only one tribunal and at the same time. Personally, I would like to 
go further. I believe that the present system of alternative appeals should be abol- 
ished and that only one method of appeal from final decisions of the Commissioner 
should be substituted therefor. This American Bar Association Section and other 
interested groups, I believe, should give serious study to the possibility of such 
uniform appeal, including the problem in which court such single appeals should 
be filed. If a proposal to have all appeals filed under R.S. 4915 were adopted, it 
might even be discussed whether, as a matter of uniformity, all such appeals should 
be filed in one particular district, such as, for instance, the District of Columbia. 
In any event, it would probably be a more salutary solution in the long run if either 
the Court of Customs and Patent Appeals or one or more equity courts would have 
exclusive jurisdiction over appeals from the Commissioner of Patents in trade-mark 
cases, so that the present system of “case-splitting’” and unnecessary discrepancies 
in judicial interpretation of the new Act would be eliminated as far as possible. 


2. Revised Statutes 4915 Proceedings: When Is the Commissioner of Patents 
a Necessary Party? 


In last year’s report,®® considerable satisfaction was expressed with regard to 
the decision of the Court of Appeals for the District of Columbia in the Gardel 
case,®° which involved an R.S. 4915 proceeding instituted after the new Act became 
effective but involving an application then pending in the Patent Office. In that 
case, the court held that under the express wording of Section 21 of the new Act, 
the Commissioner of Patents was never a necessary party in an inter partes pro- 
ceeding. More than that, the court further held that an action under R.S. 4915 was 
a de novo proceeding and, consequently, not a proceeding “pending” when the 
new Act became effective. It seemed, therefore, that from then on it became unneces- 
sary for the Trade-Mark Bar to consider the filing of two simultaneous R.S. 4915 
proceedings—as had been the custom under the old Act—one in the District of 
Columbia and another in the jurisdiction where the adverse party was located. 
However, quite recently and certainly unexpectedly, the Court of Appeals of the 
District of Columbia reversed its previous position in the Gardel case with regard 
to the applicability of the new Act to cases in which court action was instituted 
after the effective date of the new Act. In Gold Seal Co. v. Marzall,®' the R.S. 4915 
action was filed in September 1949 in the District of Columbia. Under the court’s 
ruling in the Barron Gray case,®? such a suit was maintainable under the Act of 1905 
in the District of Columbia against the Commissioner of Patents alone. When the 
Gold Seal case was pending in the District Court, awaiting trial, the Gardel deci- 
sion was handed down, and on the strength thereof the Commissioner moved in the 
Gold Seal case to dismiss the action in the absence of the necessary party, i.e., the 





59. See Note 11, supra. 
on “ise Industries v. Kingsland, 83 U. S. P. Q. 440, 178 F. 2d 974, 39 T. M. R. 
61. 89 U.S. P. Q. 229, 190 F. 2d 290 (1951). 
62. Barron Gray Packing Co. v. Kingsland, 79 U. S. P. Q. 100, 171 F. 2d 576, C. A. 
D. C., 38 T. M. R. 981 (1948) ; certiorari denied, 336 U. S. 944, 81 U. S. P. Q. 573 (1949). 
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successful opposer, who was a necessary party, if, in accordance with the Gardel 
case, the new Trade-Mark Act was to be applied. The Court of Appeals held, 
however, that its previous decision in the Gardel case had been incorrect and should 
be overruled. 
“We hold that §21 of the Act of July 5, 1946 is not applicable to a proceeding 
brought under R. S. §4915 by one whose application for registration of a trade- 
mark was filed before July 5, 1947, the effective date of the Act of 1946. Such an 
applicant is entitled to the remedy afforded by the Act of 1905, which was to sue the 
Commissioner alone, without joining the opposer.”’6% 


The effect of this latest decision unfortunately will be to reinstate some of the 
confusion which the Gardel case was thought to have eliminated. For several years 
to come the losing party in a Patent Office proceeding may still have to bring his 
R.S. 4915 action in the District of Columbia against the Commissioner of Patents 
alone under the rule of the Barron-Gray case, supra, and the much more practical 
rule of Section 21 of the new Act, which changes the jurisdiction to that of the 
adverse party in the Patent Office proceeding, cannot be invoked under the Gold 
Seal rule unless the application itself was filed in the Patent Office subsequent to 
the effective date of the new Act. 


LV. JURISDICTIONAL PROBLEMS IN INFRINGEMENT AND UNFAIR CoMPETITION CASES 
1. The New “Federal Law of Unfair Competition.”® 


Perhaps the most far-reaching decision on the jurisdictional scope of the 
Trade-Mark Act of 1946 was handed down by the Circuit Court of Appeals for 
the 9th Circuit a year ago in Stauffer et al. v. Exley.®° That case involved an action 
for infringement of an unregistered trade name (‘Stauffer System”), charging in- 
‘fringement thereof by the defendant in interstate commerce, or at least in com- 
merce affecting plaintiff’s interstate commerce. Both parties were citizens of the 
same state and the action was framed, as the court found, as a simple action for 
unfair competition not joined with a substantial claim under the copyright, patent, 
or trade-mark registration law. The case was clearly outside the scope of the 
doctrine of Hurn v. Oursler®® and federal jurisdiction had to be based on the 
theory of a newly-created federal cause of action in unfair competition under 
the Lanham Act. Such new cause of action was found by the court in Sec- 
tion 44(i) of the Act read in conjunction with Section 44(g) and (h). Under 
these latter two provisions, unregistered trade names are entitled to protection 
against unfair competition in the United States if they belong to and are used by 
foreigners entitled to the protection of the international conventions, and Section 
44(i) makes the same protection available to citizens or residents of the United 
States. As suggested by the late Mr. E. S. Rogers in his preface to “The New 


63. 89 U.S. P. Q. 229, at 231. 

64. Cf. Rogers, E. S., Introduction to “The New Trade-Mark Manual,” Robert (1947) ; 
Bunn, “The National Law of Unfair Competition,” 62 Harv. L. R. 987 (1949). Cf. also 
correspondence between Prof. Bunn and this writer in 63 Harv. L. R. p. IX (January, 1950). 

65. 87 U.S. P. Q. 40, 184 F. 2d 962, 40 T. M. R. 960 (1950). 

66. 289 U. S. 238, 17 U. S. P. Q. 195 (1933). 
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Trade-Mark Manual,”®’ the real purpose of Section 44(i) was to furnish a founda- 
tion for a new federal law of unfair competition. The court in the Stauffer case 
accepted Mr. Rogers’ suggestion. It held that the Lanham Act created an inde- 
pendent new ground of federal jurisdiction, so that reliance on Section 1338, 
Subsection (b), of U. S. C. A. Title 28, which had been passed after the effective 
date of the Lanham Act and which codified the rule of Hurn v. Oursler, was not 
here involved.®* The court refused to find that Section 1338(b) (under which 
no jurisdiction would have existed in the Stauffer case since the unfair competition 
was not joined with a claim under the Trade-Mark Act) constituted an implied 
repeal of Section 44(i) of the Lanham Act. However, a district court took exactly 
the opposite view only a few days after the Court of Appeals had denied a petition 
for rehearing in the Stauffer case. In Ross Products, Inc. et al. v. Newman et al.,® 
Judge Ryan came to the conclusion that Section 1338(b) would be rendered a 
nullity under the ruling of the Stauffer case and that, being the later statute in 
point of time, it could not be assumed that Congress had intended broadly to 
confer jurisdiction upon the federal courts over all issues of unfair competition, 
regardless of diversity of citizenship or any other ground of federal jurisdiction. 
Judge Ryan said in this respect: 

“We do not believe that the Lanham Act requires any such result. It does no violence 

to the language of the Act to find that Congress, by making available to unfair 

competition claims remedies fashioned for infringement of registered trade-marks, 

did not thereby intend to transmute such claims into ‘actions arising under this 


chapter.’ If Congress had intended to work so radical a change in the law, it undoubt- 
edly would have embodied that purpose in clear and unmistakable language.”’7° 


As a result, the question of the evolution of a new national law of unfair 
competition cannot yet be considered as finally determined. 


2. The Problem of “Pendent” Federal Jurisdiction. 


Intimately related to the problem of a new federal law of unfair competition 
is the equally controversial question of the present scope of the doctrine of Hurn 
v. Oursler, as codified in the above-mentioned Section 1338, Subsection (b) of 
U. S. C. A. Title 28. This problem of so-called “pendent jurisdiction” has 
recently been the subject of comprehensive review in another series of decisions 
of the Court of Appeals for the 2nd Circuit,’ as well as in a most recent and 
progressive ruling by the Court of Appeals for the 8th Circuit.’* In the Kleinman 
case, a majority of the court reapplied once more the so-called “Second Circuit rule” 


67. Supra, Note 64. 

68. 28 U.S. C. A. Section 1338, Subsection (b), reads as follows: “The district courts 
shall have original jurisdiction of any civil action asserting a claim of unfair competition when 
joined with a substantial and related claim under the copyright, patent or trade-mark laws.” 

69. 94 F. Supp. 566, 87 U. S. P. Q. 420, D. C. S. D. N. Y., 41 T. M. R. 161 (1950). 

70. 41 T. M. R. at 162. 

71. Kleinman v. Betty Dain Creations, Inc., 89 U. S. P. Q. 404 C. A. 2 (1951). Cf. 
also Edward P. Schreyer and Rival Manufacturing Company v. Casco Products Corporation, 
et al., C. A. 2, decided August 8, 1951, 90 U. S. P. Q. 271. 

72. Landstrom et al. v. Thorpe et al., 89 U. S. P. Q. 291, C. C. A. 8, 41 T. M. R. 575 
(1951). Petition for certiorari filed June 7, 1951, 19 L. W. 3334. 
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to the effect that even under Hurn v. Oursler and under Section 1338(b) of the 
Code, the court would retain no jurisdiction over a cause of action based upon 
a non-federal ground appended to a claim for patent infringement but sounding 
in effect in breach of contract rather than unfair competition. Although the 
majority admitted that their failure to invoke the doctrine of pendent jurisdiction 
may often be “uneconomical” because of the necessity to institute a new action 
in the state court, it came to the conclusion that a cause of action which did not 
in so many words allege or prove unfair competition, but was based on breach 
of confidential contractual relationship, was outside the scope of the rule of Hurn 
v. Oursler. However, Judge Clark in this latest of a long series of dissenting opinions 
on this point, strongly suggested that the alleged cause of action in contract could 
and should be read as a count sounding in unfair competition at the same time, 
inasmuch as this latter “unruly concept” has been constantly judicially expanded 
and now included such issues as disclosure of secret processes, and the like. “The 
‘palming-off doctrine’,’ said Judge Clark, “is only one sardine among all the 
fish in the ocean.” It would seem that Judge Clark’s more liberal view is in 
accord with the pronounced purpose of the present Section 1338(b), which, 
according to its legislative history, was added to avoid piecemeal litigation of 
collateral issues which are presented to the federal courts in connection with 
statutory patent, copyright, or trade-mark issues. The Court of Appeals for the 
8th Circuit in its unanimous decision in the Landstrom case, adopted Judge Clark’s 
view in holding that a claim for damages for unfair competition, based on 
trade libel and disparagement, was sufficiently “related” to a cause of action 
arising from wrongful registration of a trade-mark (see below, VI. 1) as to authorize 
the federal court to retain jurisdiction both over the federal and the non-federal 
cause of action, particularly where, as in the Landstrom case, the damages from 
wrongful registration and those arising from the alleged unfair competition had to 
a large extent to be proven by the same evidence.’ 


3. Cancellation and Rectification of Patent Office Registrations through 
Direct Court Proceeding: Section 37. 


One of the most significant remedial provisions of the Act of 1946 which 
has come to the fore only during the last year is Section 37. It confers for the 
first time direct jurisdiction upon the federal courts to order cancellation of 
registrations in whole or in part, to restore cancelled registrations, or to otherwise 
rectify the register or determine the right to registration. The section further pro- 
vides that such court decrees and orders shall be certified by the court to the 
Commissioner, who shall make an appropriate entry in the records of the Patent 
Office and “shall be controlled thereby.” Section 37 thus proceeds upon the 
assumption—as does the new Section 21 in connection with Revised Statutes 4915 
proceedings—that the Commissioner of Patents is not a necessary party in court 


73. In the Schreyer case, supra (Note 71), a unanimous C. A. 2nd distinguished the 
Kleinman case on the ground that the issue of abuse of confidential information was closely 
enough related to the patent infringement count to justify the application of the doctrine 
of Hurn v. Oursler. 
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proceedings or actions involving registered trade-marks, but that he is held to be 
“controlled” by such court decrees, whether or not he may have decided to 
intervene in the case. Under the Act of 1905, it will be recalled, our courts had 
held on numerous occasions that their equity jurisdiction related only to the right 
to use a registered trade-mark but did not confer jurisdiction upon them directly 
to order corrections, cancellations or other changes in the records of the Patent 
Office. The classic illustration of this much-criticized practice was found in the 
oft-quoted case of Procter G@ Gamble Co. v. J. L. Prescott Co."* In that case, the 
defendant had succeeded in securing a cancellation of the trade-mark “Chipso,” 
as a result of rulings by the Patent Office and the Court of Customs and Patent 
Appeals to the effect that these tribunals were not in a position (under the then 
prevailing law) to consider equitable defenses. In thus ordering cancellation of 
the well-established trade-mark “Chipso,” the Court of Customs and Patent Appeals 
had emphasized that it only passed on the validity of the registration and not upon 
the registrant’s right to use the mark. In a subsequent infringement suit by the 
former registrant of “Chipso,” the federal court found the owner of “Chas-O,” 
who had succeeded in the cancellation proceeding in the Patent Office, guilty of 
infringement but refused to issue an appropriate decree to permit the “Chipso” 
registration to remain on the register despite the Court of Customs and Patent 
Appeals’ decision ordering its cancellation. It held, in other words, that an equity 
court lacked jurisdiction to order reinstatement of trade-marks already cancelled.75 

Section 37 of the Lanham Act was passed with this type of litigation in mind, 
and it is interesting to note that even the early texts of the Lanham Act embodied 
similar or identical provisions.7® It was not until a few months ago, however, that 
the significance of this new section became fully apparent in the case of Dollcraft 
Co. et al. v. Nancy Ann Storybook Dolls, Inc.™ That case involved a well-known 
toy manufacturer, who had widely and successfully used certain character names 
or well-known names from nursery rhymes, such as “Little Bo-Peep,” “Little Miss) 
Muffet,” “Goldilocks,” “June Girl,” and many others. He had for many years 
taken the position in the Patent Office that, as registered owner of such names, 
including, for instance, the name “Storybook,” he could prevent others from 
registering similar terms. It may be noted in passing that he was only partially 
successful in the Patent Office, particularly in more recent years. Thus, in the 
recent case of Nancy Ann Storybook Dolls, Inc. v. Ippolito,’® the opposition against 
an applicant who sought to register the “Nursery Rhymes” was sustained, but, at 
the same time, it was indicated that the validity of many of opposer’s registrations 
might be questioned on the ground that a notation such as “Nursery Rhymes” or 
“Storybook”—one of opposer’s registrations—was generally descriptive of dolls. 
While the opposition was sustained on the assumption that as long as opposer’s 


74. 25 U.S. P. Q. 252, 77 F. 2d 98, 25 T. M. R. 342 (1935). 

75. Procter @ Gamble Co. v. J. L. Prescott Co., 40 U. S. P. Q. 434 at 444, 102 F. 2d 
773, C. C. A. 3 (1939) at 784, 29 T. M. R. at 125. 

76. Substantially the present language was incorporated in H. R. 6618, 76th Cong., Ist 
Sess. (1939). 

77. 88 U.S. P. Q. 18, 94 F. Supp. 1, D. C. N. D. Cal. S. D. 41 T. M. R. 155 (1950). 

78. 77 US. P. Q. 545 (1948). 
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registrations existed, there would be likelihood of confusion between his line of 
registrations and the applicant’s alleged mark ‘Nursery Rhymes,” both the Patent 
Office and the Court of Customs and Patent Appeals held the notation “Nursery 
Rhymes” also unregistrable ex parte on the ground of its semi-generic character.’® 
But a much more serious and fatal blow was dealt the same manufacturer-opposer 
when he attempted at about the same time to enjoin a competitor from marketing 
his dolls under names such as “Little Red Riding Hood,” “Little Bo-Peep,” “Story 
Dolls,” and other similar names. Upon being notified of the alleged infringement, 
Dollcraft Company instituted an action in the federal court not only seeking injunc- 
tive relief against interference with its business, but also asking the court to order 
cancellation of the series of trade-marks registered in the United States Patent 
Office, which it allegedly infringed. In that equity proceeding, the registrant, who 
had been the opposer in the previously-mentioned Patent Office proceedings, counter- 
claimed, seeking injunctive relief and damages for trade-mark infringement. The 
court, without mentioning any past proceeding or those then pending in the 
Patent Office, reached the conclusion that, with the exception of the names 
“Sugar and Spice” and “Fairyland,” the entire series of registrations relied upon 
by the defendant, including, for instance, the words “Storybook,” “June Girl,” 
“Goldilocks,” etc., were descriptive and therefore invalid trade-marks. 

“This Court finds that all of the other names claimed as trade-marks by Nancy Ann, 

and which are in issue here, are incapable, inherently and because of the two rules 

just expressed, of functioning as valid trade-marks in their application by Nancy 

Ann,”80 
As a result, the federal court issued an order cancelling 10 federal registrations on 
which the defendant had relied in this proceeding as well as in Patent Office pro- 
ceedings, and also enjoined defendant from interfering with plaintiff's use of the 
names embodied in the cancelled registrations. That is, I believe, the first instance 
in which an equity court availed itself of the authority granted under Section 37 
of the new Act to order cancellation of hitherto validity registered trade-marks, 
eliminating thereby any need for the parties involved to go through administrative 
cancellation proceedings in the Patent Office in the first instance. The case should 
serve as a warning to trade-mark owners and their attorneys not to send out 
infringement notices too readily and too indiscriminately without realizing that 
as a result of the mere sending of such a notice or objection, the addressee may 
take the initiative and seek cancellation and invalidation of the mark involved 
through direct court action rather than through cancellation proceedings in the 
Patent Office.®? 


_ — v. Nancy Ann Dressed Dolls, 184 F. 2d 201, 87 U.S. P. Q. 98, 40 T. M. R. 
85 (1950). 

80. 88 U.S. P. Q. 18, at 20, 94 F. Supp. 1, at 4, 41 T. M. R. 155, at 158. Since the 
above report was written, the case of Automatic Washer Company v. Easy Washing Machine 
Corporation, 98 F. Supp. 445, decided May 8, 1951, has come to the writer’s attention. In 
this case Judge Brennan held on a counterclaim seeking cancellation of plaintiff’s registered 
trade-mark “Spindry” for washing machines and laundry equipment, which had been regis- 
tered under the Act of 1920, that said mark had been invalidly registered; consequently, the 
court not only dismissed the action for trade-mark infringement but ordered cancellation of 
plaintiff’s trade-mark. 

81. It is interesting to note that on the same day when the Court of Customs and Patent 
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4. Trade-Mark Oppositions and the Declaratory Judgment Act. 


As has just been pointed out, it may frequently happen in the future, as 
a result of Section 37 of the Lanham Act, that cancellation of registered trade- 
marks may become an issue of original judicial cognizance, thereby, in effect, short- 
cutting or, indeed, eliminating the instituting of cancellation proceedings in the 
Patent Office. It is interesting to note that another attempt to shortcut the 
administrative remedies available in Patent Office proceedings, including the 
appeal to the Court of Customs and Patent Appeals, was recently made not in 
connection with cancellation but with regard to opposition proceedings. In 
Merrick et al. v. Sharp & Dohme, Inc.,8* to which brief reference was made 
in last year’s report, an applicant for registration whose application was opposed 
on the ground of a confusingly similar mark, did not even await the decision of the 
Commissioner of Patents in the opposition but immediately resorted to the device 
of seeking a declaratory judgment in the federal District Court to the effect that 
there was no confusing similarity between his and the opposer’s mark. It is, of 
course, clear that there is nothing in Section 37 or any other section of the Lanham 
Act which would seem to permit such procedure unless justification for it could 
be found in the language of the federal Declaratory Judgment Act itself. The 
District Court indeed held that this action for declaratory judgment would lie, 
but was unanimously reversed by the Court of Appeals for the 7th Circuit.8* That 
court posed the following query: 

“Does the filing in the Patent Office of a statutory notice of opposition to the regis- 

tration of a trade-mark, which opposition is based upon the confusion-in-trade clause 

of the statute, create an actual controversy between the parties justiciable by a Federal 

Court under the Declaratory Judgment Act?” 
The question was answered in the negative on the ground that such notice involved 
only the right to registration and not the right to use the mark, and that therefore 
even a strongly-worded notice of opposition did not constitute an implied charge 
of infringement. It is thus clear that the administrative tribunals of the Patent Office 
must first decide the issue of registrability in an opposition proceeding before resort 
to the federal courts under the Declaratory Judgment Act may be had.*4 


V. Propiems or TRADE-MARK INFRINGEMENT AND TRADE-MARK PRESERVATION 
UNDER THE New Act 
1. Recent Trends in Infringement Suits. 


There have been no trade-mark infringement decisions during the last year 





Appeals held the term “Nursery Rhymes” descriptive and unregistrable, it held, in a com- 
panion case, that the word “Toyland,” while a term in the public domain, was “broadly 
descriptive of nothing more than toy departments and toy stores,” and not descriptive of any 
particular product or line of products. Ippolito v. Nancy Ann Dressed Dolls, 86 U. S. P. Q. 
389, 183 F. 2d 623, 40 T. M. R. 423 (June 30, 1950). 

82. 84 U.S. P. Q. 182, 89 F. Supp. 139 (1950). 

83. 88 U. S. P. Q. 145, 185 F. 2d 713, 41 T. M. R. 228 (1950); rehearing denied 
January 19, 1951. 
; 84. The further history of the Sharp & Dohme case in the Patent Office and in the courts 
is reported in detail in a lucid article by George E. Middleton, who had represented the 
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which would allow the conclusion that the avowed purpose of the Lanham Act 
to apply a broader and more liberal test in determining likelihood of confusion 
through abolishing the old doctrine of “same descriptive properties” has been 
carried into effect by our courts. On the contrary, it appears that Judge Clark’s 
recurrent observations in a series of dissenting opinions®® to the effect that, thus 
far at least, the courts have failed to carry out the mandate and the spirit of the 
new Act, are fully justified. Illustrative of the restrictive interpretation recently given 
to the infringement sections of the new Act are the decisions of the Court of Appeals, 
9th Circuit, in the two Sunbeam cases.86 The same Court of Appeals which had 
previously held that the Safeway grocery stores could prevent registration of the 
words “Safe Way” for toilet seat covers*? came to the conclusion that the owner 
of the equally famous trade-mark “Sun-Beam” used on electrical household equip- 
ment could not prevent use of the name “Sunbeam” by the defendant on fluorescent 
lamps. In reaching this conclusion, the court appeared to be influenced by the fact 
that the word “Subeam” was not an arbitrarily coined word but “a meaningful 
word, a joyful word, a word of comfort, of light, and of health.” The court went 
as far as to deem it quite unreasonable to hold that “the plaintiff company, with its 
well-earned reputation for quality in its line, should have the legally enforceable 
monopoly to this superlative term throughout the whole electrical world.” This 
ruling concerning an admittedly famous trade-mark appears much narrower than 
many rulings under the Act of 1905, such as, for instance, the famous Yale case,®® 
or Judge Learned Hand’s observation in the Universal case,89 in which he pointed 
out that even a weak trade-mark such as “Universal” could acquire secondary 
meaning and become entitled to protection against use of the same mark on related 
goods. Certainly Judge Yankwich’s opinion in the Sunbeam case giving the plaintiff 
complete injunctive relief seems very much more equitable and in line with the 
spirit of the new Act than does the appellate tribunal’s decision, which, with two 
slight exceptions, reversed the district court’s decision.%° 

In two respects, however, trade-marks have recently received somewhat broader 
protection than had been occasionally awarded them in the past: 





successful opposer in that case. “Trade-Mark Oppositions, and the Declaratory Judgment 
Act,” 41 T. M. R. 387 (May, 1951). 

85. Dissenting opinion in Best & Co. v. Miller, 77 U. S. P. Q. 133, at p. 136, 167 F. 
2d 374, 38 T. M. R. 543, at 547, C. C. A. 2 (1948); dissenting opinion in S. C. Johnson @ 
Son v. Johnson, 81 U.S. P. Q. 509, at p. 514, 175 F. 2d 176, 39 T. M. R. 557, at 562, C. C. A. 
2 (1949). 

86. Sunbeam Lighting Co. v. Sunbeam Corp., 86 U. S. P. Q. 464, 183 F. 2d 969, 40 
T. M. R. 669, C. C. A. 9 (1950) and Sunbeam Furniture Corp. v. Sunbeam Corp., 90 U. S. 


P, Q. 43. 
~ “87. Safeway Stores, Inc. v. Dunnell, 80 U. S. P. Q. 115, 172 F. 2d 649, 39 T. M. R. 116 
(1949). 

P 88. Yale Electric Corporation v. Robertson, 26 F. 2d 972, 18 T. M. R. 321, C. C. A. 2 
(1928). 


89. Landers, Frary & Clark v. Universal Cooler Corporation, 30 U. S. P. Q. 248, 85 F. 
2d 46, 26 T. M. R. 591, C. C. A. 2 (1936). 

90. The U. S. Supreme Court denied certiorari in this case January 16, 1951, 88 U. S. 
P. Q. 569 (19 L. W. 3201). For other recent cases denying relief, see Lucien Lelong, Inc. v. 
Lenel, Inc., 85 U. S. P. Q. 117, 181 F. 2d 3, 40 T. M. R. 304, C. C. A. 5 (1950); Federal 
Telephone & Radio Corp. v. Federal Television Corp., 84 U. S. P. Q. 394, 180 F. 2d 250, 
C. C. A. 2, 40 T. M. R. 219 (1950) and Life Savers Corp. v. Curtiss Candy Co., 85 U.S. P. Q. 
440, 182 F. 2d 4, 40 T. M. R. 520, C. C. A. 7 (1950). 
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2. Joint Use of Trade-Marks by Contract. 


Most of us are still under the slight shock of two recent court decisions which 
bluntly condemned as legal “hocus-pocus” agreements between two or more parties 
for joint use of a well-known trade-mark in order to avoid prolonged litigation 
between themselves.9! It seemed rather hazardous since the decision in the Sunkist 
case to advise clients to avoid litigation in the Patent Office or the courts by reach- 
ing an understanding with regard to the classes of merchandise on which their 
respective marks were to be used. That such agreements were not and should not 
be considered invalid per se, but may serve a legitimate purpose has now been 
recognized in the case of Chester A. Roth v. Esquire, Inc.®? in which the validity 
of an agreement between a magazine publisher and a manufacturer of hosiery for 
joint use of the trade-mark “Esquire” was recognized. The Court of Appeals for 
the 2nd Circuit said in this respect: 

“The contract was valid. It set forth the mutual promises and undertakings of 

the parties which were for each other a good and sufficient consideration. Moers v. 

Moers, 229 N. Y. 294, 128 N. E. 202, 14 A. L. R. 225. It provided for the joint 

use and protection of a trade-mark in one word “Esquire,” the use of which might 

otherwise well be confusing. Such agreements have a legitimate business purpose 

and are not contrary to public policy.”’93 


The Supreme Court recently denied certiorari.®4 


3. Loss of Distinctiveness. 


Developments during the last year permit the conclusion that the courts in this 
country as well as abroad will not too readily invalidate trade-marks on the ground 
that the mark may have become generic and fallen into the public domain. Indeed, 
it seems to become more firmly established that not even a mark used on a 
formerly patented article becomes generic as a matter of law upon expiration of 
the patent.25 An outstanding recent case in this regard is Telechron Inc. v. Telicon 
Corp.2® In that case, the defendant had succeeded in having the case reopened 
after trial solely to present an argument to the effect that plaintiff’s famous trade- 
mark “Telechron” for watches had fallen into the public domain as the result of 
the expiration of a patent. Judge Leahy in a well-considered opinion ruled that 
the names of formerly patented articles no longer fall into the public domain as 
a matter of law but that it was a question of fact to be decided in each case whether 
or not such development had occurred. Particularly significant in this regard were 
the court’s observations that the word ““Telechron” had not been used on the patented 





91. California Fruit Growers Exchange v. Sunkist Baking Co., 76 U. S. P. Q. 85, 166 F. 
2d 971, 38 T. M. R. 188, C. C. A. 7 (1947); Cf. Campbell Soup Co. v. Armour @ Co., 81 
U. S. P. QO. 430, 175 F. 2d 795, 39 T. M. R. 566, C. C. A. 3 (1949). 

(1951). 88 U. S. P. Q. 140, 186 F. 2d 11, 41 T. M. R. 221, C. C. A. 2, 41 T. M. R. 221 

93. 41 T. M.R. at 225. 

94. 19 L. W. 3296, June 1, 1951, 89 U. S. P. Q. 650. 

95. With regard to the effect of patent expiration on trade-marks and a review of all 
past developments, cf. a comprehensive article by A. Greenberg, “The Effect of Patent Expira- 
tion on Trade-Mark Rights,” 25 Journal of the Patent Office Society, pp. 564-620. 

96. 89 U.S. P. Q. 107, D. C. Del. 41 T. M. R. 418 (1951). 
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product alone but on a wide variety of products and that the old doctrine of the 
Singer case®? had never been applied in situations in which the mark was used in 
connection with an entire line of products. “An arbitrary term applied to a whole 
line of products cannot be generic.”9® 


Probably the most significant recent decision on the question of genericness 
was handed down not in this country but by the Privy Council of the House of 
Lords in England in the Vaporub case.9® It was there held that the term “Vaporub,” 
even if it might have become generic in England, could still be a valid trade-mark 
in other countries, including, in this case, the island of Jamaica. The Privy Council 
observed that it would be “an abuse of language to place a fancy word such as 
“Vaporub’ in the same descriptive class as such phrases as ‘malted milk’ or ‘shredded 
wheat’ ” and that the existence of a few pharmaceutical treatises making a generic 
use of the words “vapour rub” and found in Jamaica was not sufficient evidence to 
justify the conclusion that the term had passed into the speech of doctors or drug- 
gists or that of the general public. “What is not merely descriptive by Jamaican 
usage is not altered in character by what may well be the different usage of the 
United Kingdom.” 


4. Trade-Marks and the Antitrust Laws. 


Section 33(b) (7) of the Lanham Act sets forth as one of the defenses which 
may be raised even against an otherwise incontestable trade-mark that the mark 
“has been or is being used to violate the antitrust laws of the United States.” The 
American Bar Association and the National Coordinating Committee for the Revi- 
sion of the Trade-Mark Law, of which the American Bar Association is a con- 
stituent member, are, as you know, sponsoring an amendment to the act which 
would eliminate this defense. Only one case has arisen thus far in which this section 





97. Singer v. June, 163 U. S. 169 (1895). 

98. 41 t. M. R. at 443. 

The only significant recent casualty in this field was the word “Escalator,” which had 
once been a valid trade-mark indicating a device patented by the Otis Elevator Company, 
but which was recently cancelled by the Commissioner of Patents on the ground that it 
had become a common descriptive term. Haughton Elevator Company v. Seeberger, 85 U. S. 
P. Q. 80 (1950). 

99. de Cordova and others v. Vick Chemical Co., 63 R. P. C. No. 6, p. 103, 44 T. M. R. 
560, decided March 15, 1951. 

100. An equally significant victory was won by Thermos Ltd. in the Belgian Court of 
Appeal at Brussels, in Thermos (1925) Ltd. v. Societe Fabrique Belge de Bouteilles Isolantes 
Thermostar, unreported, 1951. The question there arose whether the word “Thermos” had 
become generic with regard to vacuum bottles or whether the defendant had the legal right 
to manufacture a similar product under the word “Thermostar.” The Court held that since 
“Thermos” was originally a valid trade-mark, it could not pass into the public domain merely 
on the ground that the public had fallen into the habit of using the word as a generic term 
to describe flasks. The Court remarked that use of the word by the public cannot be prevented 
by the trade-mark owner and was rather a “proof of the success of his product and of his 
brand” and that the situation would be different only if it could be shown that the term 
had been used by one or more other manufacturers as a trade designation with the tacit 
approval or acquiescence of the trade-mark owner. This case is perhaps the most striking 
illustration of the rule of law widely prevailing in other parts of the world that an established 
trade-mark cannot be lost in the absence of acts of commission or omission on the part of 
its owner, and not as a result of the buying or speech habits of the general public. The 
complete text of this decision has just been reported in English in 49 Pat. & T.-M. Rev. 319 
(August 1951). 
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has found judicial attention. In Forstmann Woolen Company v. Murray Sices 
Corporation,1°! one of the numerous defenses raised by defendant was that plain- 
tiff had used the well-known “Forstmann” trade-mark in violation of the antitrust 
laws and that his complaint should be dismissed for that reason. There was, of 
course, no question of incontestability involved since no mark has yet acquired that 
status since the new Act became effective, but the allegation was made by the 
plaintiff that the defense was unavailable for the reason that it applied only in 
cases in which the plaintiff based his cause of action on an incontestable trade- 
mark. Judge Medina held this allegation to be not well taken and ruled that, if 
otherwise available, the antitrust defense could be invoked in connection with any 
registered trade-mark, incontestable or otherwise. He said: 
“Nevertheless, if a trade-mark owner’s use of his incontestable mark is subject 


to the defense specified in S. 1115 a fortiori, the plaintiff's mark, which lacks the 
status of incontestability, must be subject to the same defense.”102 


However, he also ruled that, before an antitrust defense could be sustained, it had 
to be alleged and proven that there was a direct casual connection between the anti- 
trust violation and the trade-mark, so that it could be truly said that the mark was 
“the instrumentality” or, at least, one of the instrumentalities, of the antitrust vio- 
lation. 


More recent developments tend to indicate that the availability of the anti- 
trust defense is not so much a matter of statutory language or interpretation, but 
a problem of equity jurisprudence in general. In other words, the question has 
been raised from time to time, in patent, copyright and trade-mark cases alike, to 
what extent and under what circumstances the plaintiff should be barred from 
securing equitable relief on the ground that he, himself, may be guilty of “unclean 
hands” by violating either the antitrust laws or some other collateral Federal statute. 
Quite apart from the language of the Lanham Act, would it seem to lie in the 
interest of the public to deny a plaintiff relief against deliberate trade-mark or copy- 
right infringement solely on the ground that, let us say, the plaintiff is said to have 
violated the Robinson-Patman Act or may be engaged in prohibited price-fixing 
activities? While in the patent field the Supreme Court has frequently denied the 
plaintiff relief in recent years where it could be shown that the patent sued upon 
had been used in violation of the antitrust laws,!°* the Court has also indicated 
that, for instance, in an action on a promissory note, the defense of a Robinson- 
Patman Act violation was not available. 

Most recently, the conflict between enforcement of the antitrust laws and pro- 
tection of the public against copyright or trade-mark infringement was raised in the 
copyright infringement case of Alfred Bell & Co. Ltd. v. Catalda Fine Arts, Inc.,1% 





101. 10 F. R. D. 367, 86 U. S. P. Q. 209, D.C. S. D. N. Y., 40 T. M. R. 830 (1950). 
102. 40 T. M. R. at 833. 
(1942) Sola Electric Co. v. Jefferson Electric Co., 317 U. S. 173, 55 U. S. P. Q. 379 
; 104. Bruce’s Juices v. American Can Co., 330 U. S. 643 (1947). Cf. the comprehen- 
= isn by Nealhart, “Violation of the Antitrust Laws as a Defense,” 31 Minn. L. Rev. 
). 
105. 90 U.S. P. Q. 153, C. A. 2 (1951). 
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in which one of the defenses raised by an admitted copyright plagiarist was that 
the plaintiff had entered into certain illegal price-fixing agreements with regard to 
the copyrighted products. Judge Jerome Frank, speaking for a unanimous court, 
stated that in such a conflict the policy of first preventing piracy of copyrighted 
matter should prevail. He said: 

“We have here a conflict of policies: (a) that of preventing piracy of copyrighted 
matter and (b) that of enforcing the anti-trust laws. We must balance the two, taking 
into account the comparative innocence or guilt of the parties, the moral character 
of their respective acts, the extent of the harm to the public interest, the penalty 
inflicted on the plaintiff if we deny it relief. As the defendants’ piracy is unmis- 
takably clear, while the plaintiffs’ infraction of the anti-trust laws is doubtful and at 
most marginal, we think the enforcement of the first policy should outweigh enforce- 
ment of the second.”106 

The same would undoubtedly be true if the infringement concerned not a copy- 
righted work but a registered trade-mark. The decision of the Court of Appeals 
in the Bell case thus leaves a note of encouragement for copyright and trade-mark 
owners by assuring them of equitable relief against infringement even if their 
own conduct may be subject to close judicial scrutiny with regard to its antitrust 
aspects at a subsequent time and probably before a different forum. 

On the other hand, certain recent proceedings and interpretations by the 
Antitrust Division of the Department of Justice clearly indicate that that depart- 
ment does not see any need to rely on the statutory antitrust proviso of the Lanham 
Act in order to eliminate antitrust abuses of trade-marks. Thus, the Government 
recently secured a consent decree against S. K. F. Industries, Inc.,1°7 under the 
terms of which the latter is required to select a new and additional trade-mark for 
export purposes. It was there alleged by the Government that the “S. K. F.” roller 
bearing mark had been used in restraint of trade as a result of agreements and terri- 
torial divisions between the Swedish parent and its American subsidiary. In ad- 
dition to enjoining the defendants from thus allocating world territories, the Ameri- 
can subsidiary under the terms of the decree had to choose an additional separate 
and distinct mark for export purposes, which was not to contain the letters “S. K. F.” 
and all ball bearings to be exported from the United States were to be marked with 
such additional trade-mark. Similar drastic relief was sought by the Government 
in the Timken Roller Bearing case,1°8 but the Supreme Court, while finding 
American Timken guilty of numerous antitrust violations and of participation in an 
international cartel, did not go so far as to hold the trade-mark “Timken” 
“abandoned” as had been suggested by the Government. As a matter of fact, neither 
the majority opinion nor the dissenting opinions make any mention of the possi- 
bility of outlawing the use of the trade-mark “Timken” as such, although the pre- 
vailing opinion stresses the fact that the condemned restraints of trade could not 
be justified—as the respondent had attempted to do—on the theory that they were 


106. Id. at 159. 
—" United States v. S.K.F. Industries, Inc., Civil Action 9862, E. D. Pa., Sept. 29, 
1 " 

108. U. S. v. Timken Roller Bearing Co., 83 F. Supp. 284, 81 U. S. P. Q. 28, 39 
T. M. R. 431, D. C. N. D. Ohio, E. D. (1949), modified and affirmed by the Supreme Court, 
341 U. S. 593, 89 U.S. P. Q. 462 (1951). 
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only “ancillary” to valid trade-mark licenses. Mr. Justice Black observed in this 
connection: 
“A trade-mark cannot be legally used as a device for Sherman Act violation. 


Indeed, the Trade-Mark Act of 1946 itself penalizes use of a mark ‘to violate the 
antitrust laws of the United States.’ 109 


It is clear that the Court’s decision and reasoning would have been the same in 
this particular case whether a reference had been made to Section 33(b) (7) of 
the Lanham Act or not. On the other hand it is true that the mere presence of this 
language in a trade-mark registration statute will have the psychologically and legally 
undesirable effect of seemingly offering a weapon to unscrupulous competitors and 
infringers to avoid a judicial condemnation of their own conduct by attempting to 
have the court investigate and pass upon the usually extremely complicated issues 
of an alleged antitrust violation on the plaintiff’s part. There is no need for pro- 
viding such encouragement to trade-mark infringers by statute and the antitrust 
defense should not be singled out from the realm of available general equitable 
defenses and given the special prominence which it has received in Section 33 of the 


Trade-Mark Act. 


VI. Crvit REMEpIES UNDER THE LANHAM Act OTHER THAN INFRINGEMENT 
PROCEEDINGS. 


1. Civil Action for Wrongfully-Obtained Registration; Section 38. 


Neither the Act of 1905 nor the Lanham Act contain any criminal sanctions 
for trade-mark infringement or for fraudulent procuring of a registration, but both 
acts have a rarely invoked provision for a civil action for damages against a person 
who may have procured a registration in the Patent Office as a result of a fraudu- 
lent declaration or representation. Section 25 of the Act of 1905 and Section 
38 of the new Act are almost identical in wording and permit a recovery of dam- 
ages by any injured person which may have been sustained “in consequence” of a 
wrongful registration. It seems strange that this important remedy has been so 
rarely invoked. All the more interesting is the recent case of Landstrom et al. v. 
Thorpe et al.,11° in which the plaintiff, after first succeeding in cancelling defendants 
registration of the mark “Black Hills Gold” in the Patent Office on the ground that it 
had been obtained fraudulently, then sued under the new Section 38 for damages sus- 
tained in consequence of the fraudulently obtained registration. The alleged damage 
consisted not only of an amount of $5,000 of legal expense in connection with the can- 
cellation proceeding but also in an item of $100,000 damage for injury to plaintiff’s 
business and, reputation in general as the result of the defendant’s sending out a 
letter to the trade advising them that plaintiff alone had the right to use the trade- 
mark in question. The court came to the conclusion that damage suffered as a 
result of the disparaging letter was not damage “in consequence” of the wrongful 
registration. The court also held that under this section no recovery of exemplary 





109. Id. at 464. 
110. 89 U.S. P. Q. 291, 41 T. M. R. 575 (C. C. A. 8) (1951). 
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or treble damages could be had and that statutory treble damages were limited 
under the act only to causes of action for infringement but were not available in 
an action under Section 38 for damages sustained in consequence of a wrongful 
registration.11! 

I suggest that if the remedy of Section 38 were more widely known and en- 
forced, it would be the most effective means against fraudulent registration in the 
United States by unauthorized parties, particularly in situations in which the 
United States registrant is found to have acted in breach of a fiduciary relationship 
and either in direct violation of a contract or without any instructions from his 
foreign principal.12? 


2. Recent Developments Concerning Recordation of Trade-Marks and Trade 
Names. Section 42 of the Lanham Act and Section 526 of the Tariff Act.11* 


Section 42 of the new Act, after many revisions and modifications throughout 
the Hearings, finally emerged as an identical reenactment of Section 27 of the Act 
of 1905. Moreover, Section 46(a), in enumerating the acts which have been 
repealed by the new law, fails to refer to Section 526 of the Tariff Act, which accord- 
ingly is still the law at the present time. It appears, however, that in recent months 
the Bureau of Customs, in administering that section for the recordation of trade- 
marks and trade names, is applying much stricter scrutiny than used to be the case 
in the past. While in previous years hardly any opposition to the recordation of a 
trade-mark or name was ever filed and cancellation petitions very rarely instituted, 
a number of such proceedings have recently been brought under new rules and 
regulations which are similar to those governing the registration and cancellation 
of trade-marks in the Patent Office. In one significant recent case, the opposition 
was sustained against recordation of an alleged trade name consisting of the word 
“Sheffield,”!!4 although this word was not registered as a trade-mark and formed 
only part of the applicant’s trade name. The Bureau of Customs took the position 
that the statute provides only for recordation of an entire trade name and not that 
of any particular word or part thereof which, considered alone, was incapable of 
distinguishing either as a trade-mark or as a trade name.1?° 





111. The Landstrom case is noteworthy also in several other respects. As already 
noted, supra (Note No. 72), the court held that its jurisdiction under the Trade-Mark Act 
extended to the unfair competition count under the rule of Hurn v. Oursler. However, the 
court further held that on the question whether under the doctrine of Erie Railroad Co. v. 
Tompkins, 304 U. S. 64 (1938), the law of the State of South Dakota or federal law should 
govern the unfair competition issue, the federal law and not the law of the state applied, 
since the court’s jurisdiction was based on the Trade-Mark Act and not upon diversity of 
citizenship. 

112. For a typical case of this kind, cf. the recent case of Omag Optik und Mechanik 
A.G. v. Weinstein et al., 81 U. S. P. Q. 92, 85 F. Supp. 631, 39 T. M. R. 321, D. C. S. D. 
N. Y. (1949), which was only one of many similar situations in which a United States dis- 
tributor or agent unauthorizedly secured registrations here in his own name and subsequently 
prevented his foreign principal, by resorting to Section 526 of the Tariff Act, from importing 
his own genuine merchandise to the United States. Cf. also Margaret Rosa Monassa v. Per- 
fumes Habana S/A, Commissioner of Patents, 88 U. S. P. Q. 434, 41 T. M. R. 362 (1951). 

113. Allen, “Customs in the United States with respect to Importation of Trade-Marked 
Goods,” 40 T. M. R. 1053. 

114. 40 T. M. R. 610 (T. D. 52,137). 

" 115. The Rules for Recordation are reprinted on page III U. S. P. Q. issue for Decem- 
r 1948. 
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More significant is a recent ruling by the Commissioner of Customs with regard 
to the enforceability of Section 526 of the Tariff Act in cases in which the impor- 
tation of genuine merchandise to the United States is stopped as a result of a recor- 
dation of the trade-mark appearing thereon by a United States citizen, who stands 
in a parent-subsidiary relationship to the foreign manufacturer or whose contractual 
arrangements with the foreign manufacturer are such as to leave ultimate ownership 
and control over the trade-mark in the latter’s hands. The Commissioner recently 
held that in such situations, the Bureau will not enforce Section 526.116 He said: 

“Inasmuch as the petitioner in this proceeding presented evidence that Georg 

Jensen Solvsmedie of Copenhagen, Denmark, maintains control over the Georg Jensen 

trade-marks in this country, and as it is the opinion of the Bureau that when a foreign 

firm owns or controls one or more trade-marks in this country said trade-marks may 

not be used to prohibit the importation of articles sold by that foreign firm, all col- 

lectors of customs and other officers of customs shall hereafter not detain any jewelry 

or silverware under the trade-mark laws because the articles bear the words ‘Georg 

Jensen’ or any part thereof provided the articles were manufactured or sold by Georg 

Jensen Solvsmedie of Copenhagen, Denmark. All such articles presently being held 

solely on the ground that they infringe these marks shall be released.”117 


3. Cause of Action for False Designation of Origin; Section 43. 


When the Lanham Act was first introduced in 1938 and ever since that time, 
it contained an important provision for a new civil remedy in cases of false adver- 
tising and misrepresentation in which the equity courts had been loathe or unwilling 
to grant protection at common law, on the ground that a fraud upon the public, 
as such, could not give rise to a private cause of action in the absence of the infringe- 
ment of recognized individual property rights.'4* On the other hand, class actions, 
such as that by an association of Grand Rapids furniture manufacturers,!!® have 
occasionally been recognized by the courts even before the enactment of Section 43 
of the Trade-Mark Act of 1946. It is unfortunate that the most interesting and 
important recent class suit, involving an effort of numerous men’s wear manufac- 
turers located in California to prevent use of the word “California” by two com- 
petitors in New York, was instituted before Section 43 of the Lanham Act became 
effective.12° In view of that fact, the court had no opportunity judicially to interpret 





116. Petition of Georg Jensen Inc. for Cancellation of the Recorded Trade Name 
“Georg Jensen & Wendel A/S,” T. D. 52,711, 86 T. D. No. 17, pp. 4, 5 (April 25, 1951). 
The petitioner has recently filed a petition for reconsideration of this ruling. 

117. Section 526 of the Tariff Act has been invoked several times in recent months by 
the Alien Property Custodian in connection with formerly German-owned trade-marks and 
trade names. Thus the word “Leica” and, more recently, the trade name “E. Leitz, Inc.” 
were recorded in the Treasury Department in order to prevent importation even for personal 
use of German-made “Leica” cameras bearing the name “Leica” or the trade name “E. Leitz, 
Inc.” or both, T. D. 52,735, May 25, 1951). 

118. American Washboard Co. v. Saginaw Manufacturing Co., 103 F. 281, C. C. A. 6 
(1900); New York & Rosendale Cement Co. v. Coplay Cement Co., 44 F. 277, E. D. Pa. 
(1890); Mosler Safe Co. v. Ely-Norris Safe Co., 273 U. S. 132 (1927). Cf. also Grismore, 
“Are Unfair Methods of Competition Actionable at the Suit of a Competitor?,” 33 Mich. L. 
Rev. 321; Callmann, “False Advertising as a Competitive Tort,” 48 Col. L. Rev. 876 (1948). 

119. Grand Rapids Furniture Co. et al. v. Grand Rapids Furniture Co., 53 U.S. P. Q. 
se PG. E.-- 245, 132 T. M. R. 336, C. C. A. 7 (1942), cert. denied 321 U. S. 771, 60 

. S. P. Q. 578. 

120. California Apparel Creators v. Wieder of California, Inc., 74 U. S. P. Q. 221, 162 

F. 2d 893, 37 T. M. R. 558, C. C. A. 2 (1947). 
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the exact scope of the new provision but came to the conclusion that in the absence 
of any applicable statutory rule, the class action in the California case was subject 
to dismissal by summary judgment in line with common law precedents and as a 
result of the indefiniteness of the class involved and the lack of secondary meaning 
in the name “California” as applied to men’s sportswear. It may be that the Cali- 
fornia sportswear case, although not governed by Section 43 of the new Act, has 
served somewhat as a deterrent to other trade groups to resort to the new civil 
remedy there provided. As far as can be ascertained, no case has yet arisen or, as 
far as known, even been instituted in which reliance has been based on the new civil 
remedy in Section 43 to suppress false designations of origin or other misrepresen- 
tations.!*! 


121. The only two cases in which the section has been recently referred to are Carpenter 
v. Erie R. Co., 178 F. 2d 921, C. C. A. 2 (1949), and Samson Crane Co. v. Union National 
Sales, 83 U. S. P. Q. 507, 87 F. Supp. 218, D. C. Mass. (1949), the former involving alleged 
misrepresentations made in connection with medical treatment resulting from a railroad 
accident oyer ten years ago, and the latter involving what appeared to be a labor dispute 
rather tlh a case involving trade-mark protection or unfair competition. 
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TRADE MORALS AND FAMOUS BRAND NAMES 
By Julius R. Lunsford, Jr. 


I. INTRODUCTION 


What’s in a name? Plenty. Recently the California Fruit Growers paid the 
California Packing Corporation $1,250,000 for the exclusive right to use the trade- 
mark “Sunkist.” What is your name? What is it worth? What function does a 
name perform? Your personal name identifies you as an individual. Your trade 
name identifies your business and stands as a symbol of your reputation and the good 
wii which you enjoy. A trade-mark is defined by the Lanham Act! as a word, 
name, symbol or device used by a manufacturer to identify his goods and distinguish 
them from those manufactured or sold by others. A trade-mark therefore, is a 
symbol of good will enjoyed by the manufacturer or other seller of the designated 
product. 

Americans are trade-mark conscious people.? After a refreshing sleep on his 
Beautyrest mattress the average American is awakened by the alarm of a Westclox 
clock. He gets up and walks to the bathroom. He brushes his teeth with Ipana 
toothpaste and applies Burma Shave to his beard to be removed by a Gillette or 
Schick razor. While listening to the newscast from a RCA or Philco radio, he 
hurrieseinto his BVD underwear, Arrow or Manhattan shirt freshly laundered with 
Duz, puts on his Bulova wristwatch and rushes downstairs to breakfast. In the 
kitchen, where the linoleum is bright with a new coat of Johnson’s wax, he snatches 
two slices of Colonial bread from the Toastmaster and consumes a cup of Monarch 
coffee and a glass of Sunkist orange juice. After breakfast he enjoys a Lucky or 
Old Gold cigarette. He dons his new Stetson hat and is off to work.® 

Even in this short space of a day he has used numerous trade-marked articles. 
Throughout the day, everywhere he goes, whatever he does or needs, trade-marks 
and brand names are staring him in the face to enable him to select the product or 
merchandise of his choice. Thus trade-marks play an important role in the life of 
American citizens and influence their daily living more than we realize.* 

A trade-mark is a badge of pride, a try for individuality and an appeal for 
public acceptance. Throughout history the craftsman has given a name to what his 
hand and brain has produced. In doing so the pride of ownership and quality is 


1. 60 Stat. 427, 15 U. S. C. Sec. 1051-1127 (1946). See also Symposium, 14 Law & 


Contemp. Vrob. 171-384 (1949). 

2. Greenberg, Trade-Mark Management, 40 T. M. R. 95 (1950); Rogers, Freedom and 
Trade-Marks, 39 Bull. U. S. T. M. Ass’n 55 (1944); Barber, The Psychology of Trade-Marks, 
30 Bull. U. S. T. M. Ass’n. 255 (1935); Rogers, The Social Value of Trade-Marks and 
Brands, 37 T. M. R. 249 (1947); Link, The Social Significance of Trade-Marks, 38 T. M. R. 
622 (1948); Cook, Case Histories Show Advertised Brands Are Most Profitable, Printer’s 
Ink, July 7, 1944, p. 17. 

3. Lunsford, Trade-Mark Infringement and Confusion of Source: Need For Supreme 
Court Action, 35 Va. L. Rev. 214, 226 (1949); Greenberg, op. cit. supra, at p. 96. 

4. Greenberg, op. cit. supra; Brown, Advertising And The Public Interest: Legal Pro- 
tection of Trade Symbols, 57 Yale L. J. 1165 (1948); Oppenheim, The Public Interest In 
Legal Protection of Industrial And Intellectual Property, 40 T. M. R. 613 (1950). 
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established as the result of his labor. Imitation is the sincerest form of flattery. 
When a product or name is imitated or copied its success has been assured. Yet, 
the adoption of another’s brand name cannot equal what is recorded in the favor 
of the original. The imitation of a well known trade-mark is an attempt to trade 
upon, and capitalize upon the well-established reputation and good will of the prior 
user. The law protects the trade-mark owner because it is considered undesirable to 
permit a person to appropriate another’s good will by imitating his trade-mark. It 
has been said that it is “tawdry chicane to take a well known mark with an estab- 
lished reputation in one field and apply it to goods in another, defending the dilu- 
tion of the first user’s rights by arguing the differences in the goods even though they 
may be as far apart as steam shovels and lipstick.”® This article proposes to show 
the difficulty the owners of such marks have encountered.® 


II. GOOD WILL DEFINED 


“The protection of trade-marks is the law’s recognition of the psychological 
function of symbols. If it is true that we live by symbols, it is no less true that we 
purchase goods by them. A trade-mark is a merchandising short-cut which induces a 
purchaser to select what he wants, or what he has been led to believe he wants. The 
owner of a mark exploits this human propensity by making every effort to impreg- 
nate the atmosphere of the market with the drawing power of a congenial symbol. 
Whatever the means employed, the end is the same—to convey through the mark, in 
the minds of the potential customers, the desirability of the commodity upon which 
it appears. Once this is attained, the trade-mark owner has something of value. If 
another poaches upon the commercial magnetism of the symbol he has created, the 
owner can obtain legal redress.”’7 


Trade-marks and trade names are symbols of good will*—symbols of identifi- 
cation. To be able to identify there must be a name, and a good reputation is 
established by building a good name. The value of a trade-mark is developed by 
its use and popularity: its public acceptance. The good will which attaches to trade 
symbols identifying popular merchandise in which the public has confidence is 
entitled to legal protection. Acts that unlawfully impair or lessen the friendly atti- 
tude of the public for the product may be the basis for such protection. 

“Good will,” according to Nims, “is favor, celebrity, probability, habit, popu- 
larity, good name.”® The magnetism of a popular trade symbol is of great com- 
mercial importance. Trade-marks are visible good will and good will personifies 
good reputation just as a bad or ill will does a bad reputation. There have been 
numerous definitions of good will. Space will not permit a detailed discussion but 





5. Halliday, Jobs For Brand Name Trade-Marks, 36 T. M. R. 7, 8 (1946). 

6. Callmann, Trade-Mark Infringement And Unfair Competition, 14 Law & Contemp. 
Prob. 185, 188 (1949). 

7. Mishawaka Rubber & Woolen Mfg. Co. v. S. S. Kresge Co., 316 U.S. 203, 205 (1942). 

8. For a discussion of the difference in trade-marks and trade names see, Handler & 
Pickett, Trade-Marks and Trade Names—An Analysis and Synthesis, 30 Col. L. Rev. 168 
(1930) ; Chafee, Unfair Competition, 53 Harv. L. Rev. 1289 (1940); In Re Lyndale Farm, 
186 F. 2d 783 (C. C. P. A. 1951); Premier-Pabst Corp. v. Elm City Brewing Co., 9 F. Supp. 
754, 758 (D. Conn. 1935). The Coca-Cola Bottling Co. v. The Coca-Cola Company, 269 F. 
796 (D. Del. 1920); SCHECHTER, HISTORICAL FOUNDATIONS OF THE LAW 
RELATING TO TRADE-MARKS (1925). 
9. NIMS, UNFAIR COMPETITION AND TRADE-MARKS, 4th Ed. p. 80 (1947). 
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there are several that warrant quoting. Lord Eldon defined the term as early as 1810 
as follows: “... the probability that the old customers will resort to the old place.”!° 
Mr. Justice Holmes stated that good will is the “inclination to go back to where 
you have been well treated.” It is difficult to improve on the late Mr. Edward S. 
Rogers’ comment that “Good will is trade expectancy. It is what makes tomorrow’s 
business more than an accident.”’!? 


Good will is what perpetuates a business. Therefore, the courts should be 
zealous in protecting the reputation and good will of a business. The original owner 
created the name of the product and the demand for the product. The good will 
created by his skill, ingenuity, money, effort and time should not be appropriated by 
a later comer who copies and imitates the trade symbol. The courts have said that 
a newcomer will not be unjustly enriched by reaping where he has not sown.!* 


III. ATTEMPTS TO REAP WITHOUT SOWING 


“It is so easy for the honest business man, who wishes to sell his goods upon their 
merits, to select from the entire material universe, which is before him, symbols, marks 
and coverings which by no possibility can cause confusion between his goods and those 
of competitors, that the courts look with suspicion upon one who, in dressing his goods 
for the market, approaches so near to his successful rival that the public may fail to 
distinguish between them.”134 


10. Cruttwell v. Lye, 3 Ves. 335 (1810). 

11. Beech-Nut Co. v. Lorillard Co., 273 U. S. 629, 632 (1927); “. . . the instrument sold 
is made as it is, partly at least, because of a supposed or established desire of the public 
for instruments in that form. The defendant has the right to get the benefit of that desire 
even if created by the plaintiff. The only thing it has not the right to steal is the good will 
attached to the plaintiff’s personality, the benefit of the public’s desire to have goods made 
by plaintiff.” Flagg v. Holloway, 178 Mass. 83, 59 N. E. 667 (1901); Bourjois v. Katzel, 
260 U. S. 689, 692 (1923); The American Waltham Co. v. United States Watch Co., 173 
Mass. 85, 87, 53 N. E. 141, 142, 43 L. R. A. 826; Bourjois @ Co. v. Katzel, 260 U. S. 689 
(1923); Prestonettes, Inc. v. Coty, 264 U. S. 359, 368 (1924); Chadwick v. Covell, 151 
Mass. 190, 23 N. E. 1068 (1890). Mr. Justice Cordozo defined the term as reasonable 
expectancy of preference in the rate of competition, coming from continuity or from suc- 
cession in place, name, organization or otherwise, to a business that has won the favor of its 
customers. Matter of Brown, 242 N. Y. 1, 6-7, 150 N. E. 581, 44 A. L. R. 510 (1926); 
Mr. Justice Rutledge has said that good will is “the tendency of customers to return for 
trade to those with whom they are accustomed to deal.” Burke v. Canfield, 121 F. 2d 877, 
880 (App. D. C. 1941); “It is that magnetic aura which surrounds a mark and attracts 
customers again and again.” ROBERT, THE NEW TRADE-MARK MANUAL, p. 25 
(1947). 

12. ROGERS, GOODWILL, TRADE-MARKS AND UNFAIR TRADING, p. 13 (1914); 
Rogers, The Lanham Act and The Social Function of Trade-Marks, 14 Law & Contemp. 
Prob. 171, 176 (1949). 

13. Brooks Brothers v. Brooks, 60 F. Supp. 442, 449 (D. C. S. D. Cal. 1945), aff'd 158 
F. 2d 798 (C. C. A. 9, 1947); Callmann, He Who Reaps Where He Has Not Sown: Unjust 
Enrichment in the Law of Unfair Competition, 55 Harv. L. Rev. 595 (1942). 

13A. Florence Mfg. Co. v. Dowd, 178 Fed. 73, 75 (1910); of course, “the infringer 
rarely has the hardihood to make a Chinese copy;” Enoch Morgan’s Sons Co. v. Ward, 152 
Fed. 690, 693 (C. C. A. 7, 1907); and “of course, few would be stupid enough to make 
exact copies of another’s mark or symbol. It has been well said that the most successful form of 
copying is to employ enough points of similarity to confuse the public with enough points 
of difference to confuse the courts,” Baker v. Master Printers Union of New Jersey, 34 F. 
Supp. 808, 811 (D. C. N. J. 1940); and Judge Learned Hand’s comment in Lambert 
Pharmacal Co. v. Bolton Chemical Corp., 219 Fed. 325, 326 (D. C. S. D. N. Y. 1915); 
“Of course, the burden of proof always rests on the moving party, but having shown the 
adoption of a similar trade name, arbitrary in character, I cannot see why speculation as 
to the chance that it will cause confusion should be at the expense of the first man in the 
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John Q. Public listens to his Philco or RCA radio and never realizes how many 
attempts have been made by parasites to capitalize on the popularity of famous 
names which identify products with a wide public acceptance. The courts should 
be zealous to prevent any use of such famous marks as Budweiser, A. & P., R. C. A. 
or Bulova in connection with any product which emanates from another source. 
The use of a famous trade-mark by others tends to dilute the distinctiveness of the 
mark. Callmann'* aptly points out that a trade-mark passes through three stages 
before it becomes generic. The first period is the period of certainty, when the mark 
is recognized by all as being valid; followed by the period during which the public 
becomes confused because others are using the mark, and lastly when the public is 
convinced that the mark may be used by anyone. If the last state is to be averted 
the trade-mark owner must seek protection of the courts during the period of confu- 
sion of origin. Let’s review the history of the litigation of some of the marks easily 
and readily recognized by the public as symbols of quality. 





1. R.C.A. 





In 1919 Radio Corporation of America was organized to serve the interest of 
the public. It resulted in establishing American preeminence in radio. The trade- 
mark “RCA” was registered in the United States Patent Office in 1923, the mark 
having been adopted in 1922.'° ‘Twenty-one years later the Rayon Corporation 
tried to register the mark for rayon fabric. The Court of Customs and Patent 
Appeals sustained an opposition by the owner of the famous mark, but the Com- 
missioner of Patents had permitted the registration. In reversing the Commissioner 
the Court said that RCA is generally understood by the public as meaning Radio 
Corporation of America and it would be very reasonable for purchasers, upon seeing 
the RCA mark upon knitted rayon materials to conclude that the opposer was 
engaged in or sponsoring the manufacture of such goods.!® 

Only two years ago the rights in this mark were protected against a rubber 
manufacturer. The defendant claimed it was justified in using RCA because it 
was organized by three men whose names were Reiss, Crisp and Allen. The court 
17 





struck such defense. 





field. He has the right to insist that others in making up their arbitrary names should so 
certainly keep away from his customers as to raise no question.” See Telechron, Inc. v. Telicon 
Corp., 89 U. S. P. Q. 107, 116, 117 (D. C. Del. 1951). For the duties which confront a 
newcomer see Lunsford, Ascertaining The Facts In Unfair Trade Cases, 40 T. M. R. 753, 757, 


et seq. (1950). aon ; 
14. CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, 2d Ed. p. 1366, 


et seq. (1950). 

15. Greenberg, Trade-Marks With A Heritage, 46 T. M. R. 62 (1946). This author 
gives a short history of this trade-mark; The Grouped Letter Type Trade-Mark, 37 T. M. R. 
515 (1947); The Streamlined Trade-Mark, 34 T. M. R. 107 (1944). For cases involving the 
trade-mark “BVD” see: B. V. D. Co. v. Kaufmann @ Baer Co., 116 Atl. Rep. 508 
(Sup. Ct. Pa., 1922); The B. V. D. Co. v. Montgomery Ward & Co., 16 T. M. R. 423 
(D. C. N. D. Ill. 1926). In the latter case the court stated: “The fact that there are many 
who suppose that BVD is the name of a type of underwear is of no importance except 
to show the great value of plaintiff's trade-mark, and it does not authorize another dealer 


or manufacturer to benefit therefrom.” 
Radio Corporation of America v. Rayon Corporation of America, 139 F. 2d 833 


Radio Corporation of America v. R. C. A. Rubber Co., 81 U. S. P. Q. 530 


(D. C. N. D. Ohio 1949). 
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2. PHILCO 


However, federal courts do not always protect a unique name. One of the best 
examples is the variation in the decision of federal and state courts involving the 
trade-mark “Philco”—a competing product with RCA. 

Philadelphia Storage Battery Company was successful in maintaining the dis- 
tinctiveness of its trade-mark “Philco,” presumably an abbreviation of its trade 
name, in New York State Court in 1937.15 It was held that this trade-mark owner 
was entitled to an injunction against “Philco” as a trade-mark for razors on the 
ground that the second user was trading on the trade-mark owner’s good will with 
the inevitable result of confusion. However, in 1943 the Seventh Circuit Court of 
Appeals held that “Philco” used to identify electrically operated degreasing machines 
could not be enjoined by the owner of “Philco” on radios, batteries, phonographs, 
refrigerators, etc.1® Recently the Seventh Circuit held that “Filko” used on ignition 
parts did not infringe the well-known mark ‘“Philco.”*° The basis for the decision 
was that the owner of “Philco” did not make ignition repair parts; that dealers 
properly served purchasers by supplying “Filko” parts on orders for “Philco” ignition 
parts (strange as it may seem) ; that the evidence amply supports the finding that 
there is no likelihood of confusion of source of origin; and defendant had the right 
to use the personal name of one of its executives, “Filko.” 

This last case conflicts not only with the New York decision upholding the 
rights of the owner of “Philco” but would appear to be in conflict with the early 
decision discussed infra where the use of “St. Louis” to designate beer was enjoined 


on the complaint of the owner of “Budweiser” beer made in St. Louis. The Seventh 
Circuit in its first decision*! said that “Philco” was not an abbreviation of a 
geographical term but a coined word which can be exclusively appropriated. But it 
explained that the federal law of trade-marks must hold and the two companies were 
not selling similar goods. 


3. BUDWEISER 


Very few consumers of beer associate “Budweiser” beer with the Bohemian town 
of Budweis but understand the name solely as the designation of a specific product 
of Anheuser-Busch. The right of this manufacturer to enjoin the use of the name 
“original Milwaukee Budweiser” was sustained in 1898." It was held that the name 
“Budweiser” did not indicate geographical origin. It appears that even at that time 
the complainant’s “Budweiser” beer had an established reputation of which the 
defendant was seeking to take advantage. 

More than twenty years later the Second Circuit enjoined the name “Budweiser” 
on malt syrups.22 The court stated: “. . . it is clear that the term “Budweiser” 


18. Philadelphia Storage Battery Co. v. Mindlin, 163 Misc. 52, 296 N. Y. Supp. 176 
(Sup. Ct. 1937). 

19. Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663 (C. C. A. 7, 1943); See 
CALLMANN, op. cit., supra, at p. 1531. 

20. Philco Corp. v. F. @ B. Mfg. Co., 170 F. 2d 958 (C. C. A. 7, 1948). 

21. Op. cit. supra, note 19. 

22. Anheuser-Busch Brewing Ass’n v. Fred Miller Brewing Co., 87 Fed. 864 (C. C. 
E. D. Wisc. 1898). 

23. Anheuser-Busch v. Budweiser Malt Products Co., 295 Fed. 306 (C. C. A. 2, 1923). 
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is one which has acquired a secondary meaning.”** Complainant was also successful 
in enjoining “Budd-Wise” on barley malt syrup in 1930. The Anheuser-Busch Brew- 
ing Company succeeded in stopping another brewer, not located in St. Louis, from 
the use of the words “St. Louis” on beer brewed elsewhere.?° In another case the 
court held that not only “Budweiser” had acquired a secondary meaning subject to 
registration as a trade-mark but its abbreviation “Bud” also had acquired a sec- 
ondary meaning.*® Therefore, defendant’s use of “Niagara Bud” for beer was 
enjoined. 

Recently, however, the Third Circuit Court of Appeals reversed the lower court 
which had enjoined the use of “Du-Bois Budweiser” upon complaint of Anheuser- 
Busch.?7_ The deciding factor was that the complainant was guilty of laches. The 
suit was originally filed in 1908 and withdrawn in 1909. It was renewed in 1940. 
Two questions were involved: (1) Did Anheuser establish its common law right to 
the name “Budweiser” as its exclusive trade name? (2) If so, was Anheuser entitled 
to an injunction under the circumstances disclosed by the record? The court 
answered the latter question in the negative and failed to reconcile the rights of 
the parties. Yet the first question has been answered several times since 1898. Judge 
Goodrich dissented on the second ground.?® The effect of this decision, because of 
the fact that the complainant slept on its rights, is that when the public orders 
“Budweiser” in the defendant’s “localized territory” it cannot be sure that it will 
receive or is receiving the product of complainant. The decision can be taken as an 
invitation to the defendant to enter new markets, which may lead to further con- 
fusion. The defendant has already applied to register its mark in the United States 
Patent Office. 

4. A. & P. 


The name “The Great Atlantic & Pacific Tea Company” was chosen in 1869. 
In 1912 there were 400 stores and this number has increased to nearly sixteen 
thousand. Today the Great Atlantic and Pacific Tea Company is one of America’s 
largest industrial organizations. One of the red front stores can be found in almost 
any shopping center.?® 

In 1930 this company was successful in preventing a meat market from using 
its well known initials for the name of a meat market.°° The outcome of this case 
was obvious but it was only the beginning of the litigation to protect this well known 
name. Four years later a cleaning and dyeing company in Pittsburgh was likewise 


24. Id. at 309. 
25. Anheuser-Busch Brewing Ass’n v. Piza, 24 Fed. 149 (S. D. N. Y. 1885). 
ue Anheuser-Busch Inc. v. Power City Brewery, 28 F. Supp. 740 (D. C. W. D.N. Y. 
1939). 

27. Anheuser-Busch Inc. v. DuBois Brewery Company, 175 F. 2d 370 (C. C. A. 3, 
1949) ; on complainant’s appeal, the judgment after mandate was affirmed. 51 T. M. R. ... 
(C. A. 3, 1951). But see: Menendez v. Holt, 128 U. S. 514 (1888) and Rothman v. The 
Greyhound Corp., 175 F. 2d 893 (C. C. A. 4, 1949). 

28. Id. at 377. 

29. For a history of “A. & P.” see Time Magazine, Nov. 13, 1950 (p. 89). 

30. The Great A. & P. Co. v. A. & P. Meat Market, 138 Misc. 244, 244 N. Y. S. 
535 (1930). 
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enjoined.*! In that case there were some forty witnesses who testified that they 
dealt with the defendant company under the belief and impression that the cleaning 
and dyeing company was a branch of or connected with the Tea Company. In 
another case®? in Pennsylvania the court protected the owner of this nationally 
known name despite the fact the defendants were using initials of their surnames. 
The defendant sold radios, washing machines and refrigerators. The defendants, 
Aronberg and Podolsky, advertised as follows: “The name A. & P. assures you 
satisfaction” and “A. & P.’s reputation deserves your patronage.” The court stated: 

“Tt is obvious that the purpose of defendants’ incorporators was not to acquaint 

the public with the fact that these men were interested in its business. I am satisfied 

that, on the contrary, their intention was to appropriate whatever value they could 


of the plaintiffs’ trade name ‘A. & P.’ and to excuse this action on the ground that 
these initials represented their own surnames.’’33 


5. SINGER 


The name, “Singer,” in nearly every country in the world, is synonymous with 
the sewing machine. This fact has been a serious handicap to the originators and 
their successors. The Singer sewing machine made its appearance in 1850 and is 
actually the best known and most widely distributed product on earth today.** The 
owners, during the life of a monopoly conferred by a patent, which expired 
in 1877, so effectively popularized the name “Singer” that it did become, for all 
practical purposes, a synonym for their product. In the now famous Singer 
case*® it was held that the name had become generic and that it passed to the 
public on the expiration of the patent. The subsequent user was entitled to use 
the generic name subject to the limitation that the name must not be used in a 
manner calculated to deprive others of their rights or to deceive the public. To 
satisfy this requirement it is necessary for the junior user to accompany his use 
of the name with appropriate language indicating the origin of the article so 
that there will be no possibility of the public being deceived. Despite the fact that 
“Singer” was held to be generic the defendant in that case did not satisfy the re- 


31. Great Atlantic @ Pacific Company v. A. @ P. Cleaners and Dyers, 10 Fed. Supp. 
450 (D. C. W. D. Pa. 1934). 

32. Great Atlantic @ Pacific Tea Co. v. A. & P. Radio Stores, 20 F. Supp. 703 
(D. C. E. D. Pa. 1937). 

33. Id. at 706. This same type of ingenious excuse plagued R. H. Macy in Tulsa 
and Denver. In the first case defendant adopted the name ‘“Macy’s, Inc.” for a store 
selling women’s apparel and its defense was “that the name was taken from the given name 
of one of its incorporators, whose name is Morris; that Morris’ given name was Moses and 
that the Jewish word meaning Moses is ‘Moesche’ pronounced ‘Mozy,’” R. H. Macy @ Co., 
Inc. v. Macy’s, Inc., 39 F. 2d 186, 187 (N. D. Okla. 1930); in the other case the president 
of the defendant company testified that according to Jewish custom sons are named after 
their nearest dead relative; that accordingly he named his son Mosche Eliezer Heller; that 
Masche in English means Moses, and that the nearest English word to Masche is Macy; 
hence he called his son Macy Elliot and adopted the name Macy as a mark for his clothing 
from his son’s given name. R. H. Macy & Co., Inc. v. Colorado Clothing Mfg. Co., 68 F. 
2d 690, 691 (C. C. A. 10, 1934). A drug store operator in Philadelphia claimed they got 
the “Macy” from the last part of “pharmacy,” R. H. Macy & Co. v. Macy’s Drug Store, 
84 Fed. 2d 387. (C. C. A. 3, 1936); See also Halliday, Making Excuses, 35 T. M. Bull. 


216 (1940). 
34. Readers Digest, January 1951, at p. 41. 
35. Singer Mfg. Co. v. June Mfg. Co., 163 U. S. 169 (1895). 
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quirement and the court referred to his “intentional failure to point to the origin 
of his manufacture” and his “fraudulent purpose.”?® 
In a later decision®’? the court held that the word “Singer” could be used to 
identify an article of another if it were in fact a Singer machine provided it was 
clearly and unmistakably specified that it was not the product of the Singer Com- 
pany. But the machine which was marked “Singer” was not a “Singer” and 
therefore the use of the word by the defendant can have but one result—it in- 
correctly identifies the thing itself and misleads the public as to its source of 
origin. Consequently the defendant was enjoined from using the name. 
Callmann summarizes the principle of the Supreme Court decision as follows: 
“There is no rule of law that, on the expiration of a patent, the trade-mark of the 
patented article must pass to the public in the same manner as the patent. If the 
product of one manufacturer is the sole representative of a particular article in the 
trade, it is extremely probable that its trade-mark, however distinctive at the outset, 


will develop into a generic mark. This, of course, is a question of fact. In principle, 
this transition equally affects the marks of patented and unpatented articles.”38 


The manufacturers of the “Singer” machine have also had trouble with 
dealers who sought a free ride on the famous name. A dealer in England adver- 
.tised Singer machines but explained both to callers and correspondents that the 
machines were not “Singers.” Mr. Justice Kekewich said: “Then I am asked to 
hold that because when the applicant in answer to the advertisement sends for 
particulars and those particulars do not deceive him, and cannot deceive him, 
that therefore there is no deceit at all. Now, I take an entirely different view, I 
think this is a clever device on the part of fraudulent traders having entrapped 
their victim, having got the man to answer their advertisement, under the notion 
that he is going to purchase a Singer machine, then they cover themselves with a 
lot of documents which refer to the Empira, and hope that the Singer part of it 
will be forgotten and that he will order an Empira and never consider the Singer. 
I believe it is all part of a deliberate plan, and I have not the slightest doubt my- 
self, that not only is the deceit, but intended deceit, and as such the court ought 
to deal with it as severely as it can.’’%9 


36. Id. at 201. 

37. Singer Mfg. Co. v. Hipple, 109 Fed. 152 (C. C. E. D. Pa. 1901). See Singer Mfg. 
Co. v. Stonage, 6 Fed. 279 (C. C. E. D. Mo. 1881) where defendant was given the right 
to call his machine “Singer” to indicate the peculiar mechanism known as the Singer 
machine; and Singer Mfg Co. v. Riley, 11 Fed. 706 (C. C. W. D. Tenn. 1882). 

38. CALLMANN, UNFAIR COMPETITION AND TRADE-MARKS, 2d Ed. 1160 
(1950); See also Greenberg, The Effect of Patent Expiration on Trade-Mark Rights, 25 J. 
Pat. Off. Soc. 564 (1943); The Patent Clauses of the Lanham Act, 38 T. M. R. 3 (1948); 
note 26 Iowa L. Rev. 89, 91 (1940). In Telechron, Inc. v. Telicon Corp., 89 U. S. P. Q. 
107, 125 (D. C. Del. 1951) the court said: “The Singer doctrine has never been applied 
where the mark is used in connection with an entire line of products—for a generic name 
can only be a name of a particular article. An arbitrary term applied to a whole line of 
products cannot be generic. . . . Mr. Nims has written: ‘A name used on different articles 
made by the same concern cannot be the generic name for one of these articles, even 
though that one article was patented. The name Singer was used on various types of 
sewing machines, but the Singer machines, as a whole, represented a class which became 
known to the public under that comprehensive name! Vol. 1, p. 581, 582 (1947)”; See 
Res. of Torts, Sec. 735. 

39. Singer Co. v. British Empire Co., 20 R. P. C. 313, 320 (1903); See also Rogers, 
The Ingenuity of the Infringer and The Courts, 11 Mich. L. Rev. 358 (1913). 
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But forty-five years later trade-marks are still violated and again redress 
must be sought in the courts. In 1948 a supply company was found to be furnish- 
ing sewing machine parts not manufactured by the Singer Company for and as 
“Genuine Singer Parts.” The defendants did not deny substitution but attempted 
to justify their actions by a note at the bottom of their invoices. The note read 
as follows: “Where a substitution is made, you will please understand that we are 
doing it to help you out—that the number you wanted wasn’t available anywhere 
... You are under no obligation to keep any items that are not entirely satisfactory.” 
The court, speaking through Judge Minton (now Mr. Justice Minton), said: 
“When one orders parts by name of manufacturer, number, and description, he 
has a right to have his order filled as given, and if substitutions are made in 
circumstances calculated to lead the purchaser to believe he is getting what he 
orders when he is not, it is not only a fraud upon the purchaser but also upon 
the manufacturer of the goods ordered for which the substitution was made. This 
was palming off, thinly disguised.”*° 


6. FORD 


Mr. Henry Ford completed his first automobile in 1896. The present com- 
pany was organized in 1903. The story of Mr. Ford and the phenomenal growth 
of the business is known to all. Perhaps the attempts by others to use his name 
and trade-mark are not so well known. 


As early as 1915 a parts company in Rhode Island sold parts adapted for use 


in Ford automobiles. He advertised the parts as “Ford Parts” though they were 
not manufactured by the Ford Company. Furthermore he issued a publication 
entitled ““Fordealer” which indicated dealing in articles of Ford manufacture. The 
court held that while the defendant has a right to inform the public that he is 
manufacturing articles suitable for use on Ford cars he should not be permitted 
to advertise them as Ford articles, but should be required to describe them in such 
a way as to indicate that they are not manufactured by the Ford Company.*! Two 
years later a Court of Appeals held that defendants who were buying Ford cars 
from an authorized Ford dealer and selling the cars at a discount by using the term 
“Ford agency” and “Ford auto agency” were competing unfairly with the Ford 
Motor Company.** The court concluded that they (defendants) could sell the 
cars to whom they please “but they cannot, by pretending to be its agents, thus 
do it the double wrong of pirating upon its patronage, and also injuring it in the 
estimation of the public by making it appear to be actually selling its cars at dif- 
ferent prices, while professing to maintain the same price for all.”4* Similarly in 
1938 another court enjoined an automobile repair concern from using the word 
“Ford” in any sign in which the qualifying phrase “We do not act as authorized 
dealers, or conduct a Ford authorized service station” does not appear in letters 


40. Singer Mfg. Co. v. Golden, 171 F. 2d 266, 268 (C. C. A. 7, 1949); see also 
Singer Mfg. Co. v. American Appliance Co., 86 F. Supp. 737 (N. D. Ohio, 1949). 

41. Ford Motor Co. v. Wilson, 223 Fed. 808 (D. C. D. R. I. 1915). 

42. Ford Motor Co. v. Benjamin Boone, 244 Fed. 335 (C. C. A. 9, 1917). 

43. Id. at 338. 
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which are as large and as visible at all times, as any other letters appearing on 
the sign.“ 

However, Ford Motor Company has not always met with success. In 1928 
the Company attempted to cancel the registration of “Warford” for automobile 
transmissions on the ground that “Ford” was the predominating feature of the 
mark and was likely to cause confusion in the minds of the public. The Court of 
Appeals for the District of Columbia affirmed the decision of the Commissioner of 
Patents on the ground that the last syllable in registrants’ mark is a word in com- 
mon use and that “Warford” is distinctly different from Ford.*5 

A few years ago the District Court for the Eastern District of Michigan granted 
the Ford Motor Company a summary judgment and enjoined the defendants from 
using the name Ford as a trade-mark for insecticides. The court resolved as follows: 
“Both the United States Patent Office and practically all Federal Courts now rec- 
ognize that the goods of parties litigant do not have to be of the identical descriptive 
properties before a trespasser can be prevented from using a long-established and 
well known trade-mark. This because the courts recognize that the general public 
must be protected from deception and confusion.”*® 


7. ETHYL 


What kind of gasoline do you use? If you use high-test or anti-knock the 
chances are you use Ethyl Gasoline. This trade-mark appears on more filling station 
pumps than any other trade-mark. Ethyl Corporation emphasizes the importance 


of trade-marks by advertising ““Trade-Marks of Nature,” the ads being prepared 
in cooperation with the American Museum of Natural History.47 This trade-mark 
has been registered since 1924. 

A few years later a Texas concern was organized under the trade style “Ethyl 
Laboratories” to manufacture and sell “Ethyl” automobile cleaner and polish. The 
Ethyl Corporation brought suit and the defendant based its defense on the ground 
that the goods were not of the same descriptive properties and that the word 
“Ethyl” was not an arbitrary word. The court rejected the defenses and enunci- 
ated the following principle: “Ours is a land in which the people like to see 
endeavor stand on its own feet, fight its own way to the front, and having arrived 
at the front receive such crowns of victory as it may, legitimately. This fight must 
be made fairly, it must be made with one’s own weapon.”’48 


44. Ford Motor Co. v. Helms, 25 F. Supp. 698 (D. C. E. D. N. Y. 1938). 

45. Ford Motor Co. v. Partridge, Singer & Baldwin, 26 F. 2d 567 (C. A. D. C. 
1928). See John B. Stetson Co. v. Stephen R. Stetson Co., 85 F. 2d 586 (C. C. A. 2, 1936); 
Pemberton, Here the Law Stands Still, 36 T. M. Bulletin 98 (1941); Can A Man Be Law- 
fully Prevented From Using His Own Name, 1931 T. M. Bull. 312 (1931); Lunsford, 
re 9g Courts Protecting Secondary Meaning Trade-Marks? 39 T. M. R. 767 at 772, et seq. 
(1949). 

46. Ford Motor Co. v. Ford Insecticide Corp., 69 F. Supp. 935, 936 (E. D. Mich. 1947). 

47. Lunsford, The Proper Typographical Treatment for Trade-Marks, 39 T. M. R. 1 
(1949). In this article the author reviewed the litigation of trade-marks for publications 
including the well known marks, “Seventeen,” “Esquire” and “Vogue.” 

48. Ethyl Gasoline Corporation v. Klibanow, 1 F. Supp. 584 (D. C. N. D. Texas 
1932). See also Standard Oil Co. of New Mexico v. Standard Oil Co. of California, 56 F. 
2d 973 (C. C. A. 10, 1932). 
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A year later it was necessary for the owner of this mark to seek relief again.*® 
This time the new trader began to use “Ethyl Benzoil,” “Ethylizer,” “Methyl Benz- 
oil” for automobile fuel. The defendants urged that the plaintiff acquired no rights 
in the mark because it was descriptive of the article. Again the court rejected this 
claim in the following language: “It may be true that a chemical substance known 
as “ethyl” is introduced by plaintiff into its compound, but the proportion thereof 
is very small, and is by no means descriptive of the product used by the parties. 
Although the defendants say that the words employed by the plaintiff cannot be 
appropriated as trade-marks, yet the defendants in their advertising matter employed 
the words used by them to designate their product, and claimed same as a trade- 
mark,”’5° 


8. SUNKIST 


The owner of this mark is the California Fruit Growers Exchange, a coopera- 
tive marketing organization, which has been in existence for over fifty years. The 
trade-mark was adopted in 1907. California Packing Corporation, owner of the 
trade-mark “Del Monte,” used “Sunkist” on canned and dried fruits and canned 
vegetables. In 1950 the Growers Exchange at the cost of $1,250,000, acquired 
exclusive use of the mark “Sunkist” and will expand the use of the mark.5! 

How far they can expand the use of the mark is another matter. In the first 
case in which the Lanham Act was applied®? the owner of the mark sued a baking 
company which was using the same mark for bread. The trial court5*® had granted 
an injunction under the Act of 1905 on the ground that the goods were of substan- 
tially the same descriptive properties, and confusion, mistake or deception of pur- 
chasers was likely to result. The effect of the decision was that a purchaser seeing 
the trade-mark “Sunkist” on bread might be led to believe that the producer of 
the bread was the same as the producer of the fruit. Such a finding was in line 
with a prior decision of the Seventh Circuit Court of Appeals in which “Sunkist” 
for bottled beverages was held to infringe “Sunkist” for fruits and vegetables.54 
The very same plaintiff and the very same mark were involved in both cases. In 
the bottled beverage case the court concluded that the defendants’ use of the 
mark indicated an intent to gain something from the reputation or advertising 
of the plaintiff and to forestall the plaintiff's expansion of business and that a 
trade-mark protects the owner not only against its use upon articles to which 
he has applied it but also upon such articles as might naturally or reasonably be 
supposed to come from him. 

The Circuit Court of Appeals reversed the trial court and held that “Sunkist” 
on bread did not infringe “Sunkist” on fruits and vegetables. In so holding, the 


49. Ethyl Gasoline Corporation v. Jay-Carver, 4 F. Supp. 264 (D. C. W. D. Mo. 
1933). 
50. Id. at 266. 

51. Business Week, Oct. 7, 1950. For a brief history of this mark see LAMBERT, 
THE PUBLIC ACCEPTS 147 (1941). 

52. California Fruit Growers Exchange v. Sunkist Baking Company, 166 F. 2d 971 
(C. C. A. 7, 1947). 

53. 68 F. Supp. 946 (D. C. N. D. Ill. 1946). 

54. California Fruit Growers Exchange v. Windsor Beverages, 118 F. 2d 149 (C. C. A. 
7, 1941). 
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court, through Judge Minton, said: “The unconscionable efforts of the plaintiff 
to monopolize the food market by the monopoly of the word “Sunkist” on all 
manner of goods sold in the usual food stores should not be sanctioned by the 
courts.”°° 







9. SUNBEAM 










This trade-mark has had similar experiences with the courts. The Sunbeam 
Corporation, and its predecessors, have used the Federally registered mark on elec- 
trical products since 1921. The company manufactures goods ranging from shavers 
to lawn mowers and these goods have met with wide acceptance throughout the 
United States and in many foreign countries. 

In 1944 a co-partnership was formed in Los Angeles under the name “Krieger 
and Bodian.” They subsequently changed their name to “Sunbeam Lighting Com- 
pany.” The Sunbeam Corporation sought protection of their trade-mark and 
trade name. Judge Yankwich enjoined the use of “Sunbeam” on fluorescent lamps 
and as part of the trade name on the ground that such use constituted an infringe- 
ment of “Sunbeam” used on electrical appliances.5® The following comment is par- 
ticularly significant: “For, if there is any principle established firmly in the law 
of the Ninth Circuit, and in the law of California, which must govern the unfair 
competition phase of this case, . . . it is that infringement and unfair competition 
may be found to exist as between non-competitive fields and products. . . . They do 
not limit the application of the rule to fanciful names. They apply it to ordinary 
names when they have acquired a secondary meaning, i. e., that they have become 
so associated with a product as to create what the Restatement (Restatement, 
Torts, sec. 730) calls confusion of source in the minds of the public. Any other 
rule would be unrealistic and encourage deception and fraud.”57 


This decision met the same fate dealt the trial court in the Sunkist case. The 
Court of Appeals reversed Judge Yankwich in every particular with the exception 
that the second or later comer cannot use the word “Sunbeam” upon or in relation 
to household utensils in script that might closely approximate that of the originator.®® 
In reaching the above conclusion the court, through Judge Stephens, wrote: “If 
plaintiff’s goods were so good that the mere mention of their trade name or mark 
would be sufficient for a reasonable person to select an article bearing it, no matter 
how unrelated plaintiff’s goods are to the article, then, it seems to us, plaintiff must 
suffer the price of virtue.”®® Thus an owner of a well-known trade-mark which 
enjoys public acceptance is deprived of its right because of the popularity of the 
mark. The public, particularly millions of housewives, who endorse the Sunbeam 
Mixmaster, is deprived of its choice of selection and its means of identification. 


In 1946 a corporation, Sunbeam Furniture Corporation, began the sale of 
electric household appliances, especially electric lamps, to which the label “Sun 































55. 166 F. 2d 971, 974 (C. C. A. 7, 1947). 

56. Sunbeam Corporation v. Sunbeam Lighting Co., 83 F. Supp. 429 (D. C. S. D. 
Col. 1949). 

57. Id. at 430-431. 

58. Sunbeam Lighting Co. v. Sunbeam Corporation, 183 F. 2d 969 (C. C. A. 9, 1950). 


59. Id. at 972. 
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beam” was attached. They also use the name Sunbeam in their corporate name, and 
as a trade-mark for some of the products sold by them. Again the Sunbeam Corpo- 
ration brought suit; again Judge Yankwich enjoined the use of this mark by defend- 
ant on the basis of his previous decision.®° Of particular significance is the following 
language: “The name was adopted deliberately from the very beginning, even 
before the present corporate name was adopted. While they were still a sales cor- 
poration they used the name ‘Sunbeam.’ And the explanation of the son that “Sun- 
beam’ related to ‘California sunshine’ does not carry conviction, in view of the 
fact that long before he came to California, his family corporation, at a time when 
he was still at school, was using the name on its products.”®! This case was appealed 
by the defendants.°!“ The court sought to distinguish the previous case on the facts 
and concluded that it was not error for the district court to issue its injunction 
against the California Corporation’s use of the term “Sunbeam” on its lamps. It is 
interesting to note that the Court agreed with its prior ruling that the lower court 
erred in enjoining the use of Sunbeam in the firm name. 


10. LANE BRYANT—MATERNITY 


“Maternity Dress, size 32, Amerika’—with only this address, a letter from 
a young woman in Poland was recently delivered to the Lane Bryant store on 
Fifth Avenue, New York.”® 

Mrs. Lena Bryant designed the first maternity dress in 1904. When she 
opened a bank account the bank, through inadvertence, opened the account for 
“Lane” Bryant. In 1917 Lane Bryant sales passed the million dollar mark. Since then 
21 Lane Bryant stores have opened outside of New York and today its mail order 
business is the sixth largest in the country. The words “maternity” and ‘“Mother- 
to-be” have been used continuously since 1918. 

In 1946 Maternity Lane, Ltd. of California was established and operated 
a retail store in Los Angeles with a large neon sign containing the words “Maternity 
Lane” in script. Lane Bryant does not operate any retail stores west of Iowa. The 
owner of Lane Bryant and the other phrases brought an action to restrain the use 
of the name. The action was dismissed by the trial court. The Court of Appeals 
reversed the trial court®? and held that “Maternity” and ‘“Mother-to-be” have 


acquired a secondary meaning throughout the United States. The court pointed 


out that one’s commercial use of his own name may be limited and cited Judge 
Yankwich’s decision in the Brooks case.®* 

In 1946 Samuel P. Glassman and Doris L. Glassman opened a retail store in 
Clayton, Missouri, a suburb of St. Louis, under the name “Maternalane.” They 
were notified by Lane Bryant, Inc. of trade-mark infringement and unfair com- 


60. Sunbeam Corporation v. Sunbeam Furniture Corporation, 88 F. Supp. 852 (D. C. 
S. D. Col. 1950). 

61. Id. at 858. 

61A. Sunbeam Furniture Corp. v. Sunbeam Corp., 90 U. S. P. Q. 43. 

62. Maternity Mart, READER’S DIGEST, 99 (Nov. 1950). 

63. Lane Bryant, Inc. v. Maternity Lane, Lid., 173 F. 2d 559 (C. C. A. 9, 1949), 
cert. denied 338 U. S. 537 (1950). 

64. Op. Cit. supra note 13. 
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petition, in February 1947. The corporation, Maternalane, Inc., opened a shop 
in downtown St. Louis under the name Maternalane after Lane Bryant, Inc. had 
filed suit. The court granted an injunction, in protecting the prominent name, and 
commented: “It is undisputed that the name Maternalane is an intentional com- 
bination of the words ‘Maternity’ and ‘Lane’. This is the same combination of 
words of which plaintiff has ownership by usage and secondary meaning . 
Since the combination of ‘Lane’ and ‘Maternity’ has come to indicate that 
maternity clothing with which the combination is used are goods coming from 
plaintiff, this combination as a trade-mark or trade name is entitled to protection. 
Such protection includes injunction against the use by a subsequent user of a 
name or mark that is so similar to the plaintiff's trade name that there is reasonable 
likelihood of confusion of source such that prospective purchasers or clients are 
likely to regard the name as indicating the source identified by the name, and 
consequently to cause future injury to the good will, reputation or business of the 
plaintiff.”® 
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11. KODAK 


The trade-mark “Kodak” was coined by Mr. George Eastman in 1888. Today 
the word is almost synonymous with camera but the owners dispel any possible 
idea of the public that any camera is a “Kodak” by advertising: “Only Eastman 
makes the Kodak.” The advertisements of Mr. Eastman and his Company in 
research, manufacturing and selling quality products are known even to grade 
children. Yet this Company has also been forced to seek protection of its mark in 
the courts. 












Nine years after its adoption and first use a bicycle manufacturer in England 
commenced to advertise Kodak cycles. The court enjoined the cycle manufacturer 
from carrying on business under the name “The Kodak Cycle Company, Ltd.” and 
from selling or offering for sale any goods as “Kodak.”®’ The basis for the decision 
was that the use would lead to confusion and deception and would be injurious 
to the plaintiff company. The court was of the opinion that the name was adopted 
“to lead the public to believe that the goods which the defendant was going to 
sell were the goods of the plaintiff, and so to obtain the benefit of the large repu- 
tation of the plaintiff, and the benefit also of expenditures of the plaintiff.”® 


In this country a soft drink manufacturer attempted to register “Kodak City” 
in the United States Patent Office. The Eastman Company successfully opposed 
the registration despite the difference in goods.*® The Commissioner of Patents 
stated: “It is common knowledge that its Kodak supplies are sold in many kinds 
of retail establishments. Everyone who has bought photographic equipment has 
seen that equipment displayed in drug stores, soda fountains, confectionery and 
drink stands and the like. It seems to me that the use of ‘Kodak City’ by the 




















65. Lane Bryant, Inc. v. Glassman, 95 F. Supp. 320 (D. C. E. D. Mo. 1951). 
66. Id. at 322-323. 
67. The Eastman Photographic Materials Company v. The John Griffiths Cycle Cor- 
poration and The Kodak Cycle Co., Ltd., 15 R. P. C. 105 (Ch. D. 1898). 

68. Id. at 110-111. 
69. Eastman Kodak Co. v. Qualtop Beverages, Inc., 38 U. S. P. Q. 378 (C. P. 1937). 
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applicant upon a soft drink would inevitably raise the question whether the word 
‘Kodak’ applied to such soft drinks was an authorized use as a part of the business 
of the Kodak Company.”7° 


IV. ANALYSIS 


“The suggestion has at times also been made that the doctrine does not apply to 
a mark which is not coined, and it is on this that the defendant relies. We do not 
agree. It is quite true that, just as a coined word is easier to protect than a word of 
common speech upon goods on which the owner has used it, so it is easier to prevent 
its use upon other kinds of goods. The proprietary connotation—‘secondary meaning’ 
—of a word of common speech is harder to create and easier to lose, and its fringe 
of penumbra does not usually extend so far as that of a coined word. But that is a 
matter of proof and of that alone; if the owner can in fact show that the fringe does 
not extend to other goods there is no reason why his interest should not be recognized. 
His interest is exactly the same as though the mark were a coined word (his repu- 
tation and his chance to extend his sales); * * * It would therefore be wrong to make 
any absolute distinction between coined, and colloquial, names * * *”71 


The above quotation by Judge Learned Hand, as well as his comment in the 
Waterman case, dispels the theory that the goods must be of the same class.72_ Like- 


70. Id. at 380. Space does not permit a discussion of the litigation of all trade-marks 
which have favorably impressed the American public as symbols for quality products. Lambert, 
in his book, THE PUBLIC ACCEPTS (1941) lists 115 marks and slogans which have 
received public acceptance. For cases involving the marks see Gable, Where and What a 
Trade-Mark Protects, 22 Ill. L. Rev. 379 (1927); Lukens, Application of the Principles of 
Unfair Competition to Cases of Dissimilar Products, 75 U. of Pa. L. Rev. 197 (1927); 
Oates, Relief in Equity Against Unfair Trade Practices of Noncompetitors, 25 Ill. L. Rev. 
643 (1931); Wolff, Non-Competing Goods In Trade-Mark Law, 37 Col. L. Rev. 582 (1937); 
Schechter, The Rational Basis of Trade-Mark Protection, 40 Harv. L. Rev. 813 (1927); 
Chafee Unfair Competition, 53 Harv. L. Rev. 1289 (1940); Callmann, Unfair Enrichment 
in the Law of Unfair Competition, 55 Harv. L. Rev. 595 (1942); Unfair Competition 
Without Competition? The Importance of the Property Concept in the Law of Trade- 
Marks, 95 U. of Pa. L. Rev. 443 (1947); Lunsford, Trade-Mark Infringement and Con- 
fusion of Source; Need For Supreme Court Action, 35 Va. L. Rev. 214 (1949); Trade- 
Marks and Company Names, Reprinted from TIDE. 36 T. M. R. 239 (1946). 

71. Landers, Frary @ Clark v. Universal Cooler Corp., 85 F. 2d 46, 48 (C. C. A. 2, 
1936). Judge Learned Hand has written other land mark decisions. In Yale Electric Corp. 
v. Robertson, 26 F. 2d 972, 974 (C. C. A. 2, 1928) he wrote: “It has of recent years been 
recognized that a merchant may have sufficient interest in the use of his mark outside 
the field of his own exploitation to justify interposition by a court. His mark is his 
authentic seal; by it he vouches for the goods which bear it; it carries his name for good 
or ill. If another uses it, he borrows the owner’s reputation, whose quality no longer 
lies within his own control. This is an injury even though the borrower does not tarnish 
it, or divert any sales by its uses; for a reputation like a face, is the symbol of its possessor 
and creator, and another man can use it only as a mark.” Again in L. E. Waterman Co. v. 
Gordon, 72 F. 2d 272, 273 (C. C. A. 2, 1934) he said: “Razor blades . . . might well be 
added to the repertory of a pen maker. Certainly when the infringement is so wanton, 
there is no reason to look nicely at the plaintiff’s proofs in this regard. . . . It would be 
hard for the seller of a steam shovel to find ground for complaint in the use of his trade- 
mark on a lipstick.” In Durable Toy & Novelty Corporation v. J. Chein, 133 F. 2d 853 
(C. C. A. 2, 1943) we find the following language: “Where the name is personal or coined, 
it will be hard indeed for the newcomer to find any excuse for invading it, even though 
his user does no more than vaguely confuse the reputation of the first user with his own; 
he has no lawful interest in adopting such a mark.” 

72. “At times it has been suggested that the new goods must be of the same ‘class’ 
as those sold by the first user of the mark. . . . For purposes of registration there may be 
something in the distinction, but not otherwise, unless ‘class’ be used in a very general 
sense.” 85 F. 2d 46, 48; “It is hard to see why the classes defined in the U. S. Patent Office 
have anything to do with it.” 72 F. 2d 272, 274. Since the passage of the 1946 Act the 
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wise his comments leave the impression that an ordinary word will be afforded the 
same protection as a coined word provided a secondary meaning has been estab- 
lished in the mark. Secondary meaning is that association existing in the minds 
of the purchasing public which enables them to identify the product.”® 

However, an examination of the case law prior to the 1946 Act reveals that 
when the marks were the same, an injunction usually issued when the marks were 
in the same class. For example, syrup and flour; liniment and toilet soap;?° 
chicken feed and animal feed;7® clothes and hats;?77 automobiles and radio tubes*® 
and beer and malt.79 

In many decisions the scope of protection was based upon the distinction 
and popularity of the mark.*° If the mark is considered a strong mark then pro- 
tection will be granted no matter how dissimilar the goods may be.*! On the other 
hand if the mark is weak its protection may have an extremely narrow scope.®?. 
Callmann points out that “the anomaly presented is that the weaker the mark, 
the greater the likelihood of confusion, but the relatively more limited the protection 
available; the stronger the mark, the more solicitous is the court to afford its pro- 
tection against similar marks.”’** 


Under the common law there is no distinction between coined or invented 
words and other technical trade-marks. The above rule of strong and weak marks 
should not be taken too literally. The basic test is, as Judge Hand has enunciated: 
Would the public be confused as to the origin or source of the new product? Obvi- 


goods do not have to be of the same class, even in the U. S. Patent Office. The Alligator Co. 
v. Larus @ Bros. Co., Inc., 86 U. S. P. Q. 332 (C. P. 1950); Ex parte Goodall-Sanford, Inc., 
90 U. S. P. Q. 263 (C. P. 1950). 

73. Lunsford, Are Our Courts Protecting Secondary Meaning Trade-Marks? 39 T. M. R. 
767, 768 (1949) ; Pemberton, What Is This Thing Called Secondary Meaning? 1931 T. M. 
Bull. 257 (1931); Finchley, Inc. v. Finchly Company, 40 F. 2d 736, 738 (D. C. D. Md. 
1929); “It is comparatively easy to carry over the good will of one article in which the 
public has confidence to another, by associating the first and the second, even though the 
seller may be unknown, and also for a firm to extend its good will into territory where its 
goods have never been sold, but where its reputation has already gone”; The Pep Boys- 
Manny, Moe ©& Jack v. Pilavin, 77 U. S. P. Q. 265, 267 (D. C. Mass. 1948). 

74. Aunt Jemima Mills Co. v. Rigney @ Company, 247 Fed. 407 (C. C. A. 2, 1917) 
cert. denied 245 U. S. 672 (1918). 

5. Omega Oil Co. v. Weschler, 35 Misc. 441, 71 N. Y. Supp. 983 (Sup. Ct. N. Y. 


’ 


Edgar-Morgan Co. v. Alfocorn Milling Co., 270 Fed. 344 (E. D. Mo. 1921). 
Rosenberg Bros. @ Co. v. Elliot, 7 F. 2d 962 (C. C. A. 3, 1925). 

Wall v. Rolls-Royce of America, Inc., 4 F. 2d 333 (C. C. A. 3, 1925). 
Anheuser-Busch, Inc. v. Budweiser Malt Products Corp., 295 Fed. 306 (C. C. A. 2, 


. “The rule that coined or fanciful marks or names should be givén a much broader 
degree of protection than words in common use is sound, for it recognizes not only the 
orthodox basis of the law of trade-marks that the sale of the goods of one manufacturer 
or vendor as those of another should be prevented, but also the fact that in modern business 
the trade-mark performs the added function of an advertising device, whose value may be 
injured or destroyed unless protected by the courts.” Arrow Distilleries v. Globe Brewing 
Company, 117 F. 2d 347, 351 (C. C. A. 4, 1941). 

81. Wolff, op. cit. supra p. 606; Brown, 57 Yale L. J. 1194 (1948); “But the Eastman 
Kodak Company can probably prevent anyone from calling almost anything Kodak.” 

82. France Milling Co. v. Washburn Crosby Co., 7 F. 2d 304 (C. C. A. 2, 1925); 
Pabst Brewing Co. v. Decatur Brewing Co., 284 Fed. 110 (C. C. A. 7, 1922); Lever Bros. v. 
Sitroux, 109 F. 2d 445, 448 (C. C. P. A. 1940); Burger Brewing Co. v. Maloney-Davidson 
Co., 86 F. 2d 815, 817 (C. C. A. 6, 1936), cf. notes 89 and 105, infra. 

83. CALLMANN, op. cit. supra at 1504-1505. 
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ously confusion of source is more likely to exist with arbitrary, fanciful and invented 
marks than with words of ordinary language, particularly if the latter are commonly 
used as a mark by many. But the protection of an ordinary word should not always 
be limited to the specific product on which it is used. On the contrary if the owner 
of a mark has spent a considerable amount in advertising the mark®* or has used 
the mark for a considerable length of time as symbolic of his business®® the mark 
should be given wide protection, because a secondary meaning has been acquired. 
This was true in the Lane Bryant case and Elbert Hubbard wrote long ago, “If a 
man asks for a Stetson in any civilized country in the world the dealer knows what 
he wants.” 

In a suit by the owner of Wear-Ever for aluminum cooking utensils against 
the use of the mark for tin wash boilers it was held that it was no defense that the 
same mark was also used on rubber goods, harness, shoe leather and tooth brushes.*® 
Of course it is no defense that others might have infringed. In this particular case 
cooking utensils and wash boilers are sold side by side in retail stores while the 
other articles are not. 

On the same ground the manufacturer of Yale locks was held entitled to enjoin 
the use of the word Yale on flashlights although the same word had been registered 
some fifty times by others upon many kinds of merchandise. The mark involved in 
the quoted caption was Universal. This mark was used on electrical household 
appliances. Judge Hand indicated in the strong dictum, a part of which is quoted 
that the defendant could not subsequently appropriate Universal for electric refrig- 
erators notwithstanding the same mark had already been applied to every con- 
ceivable kind of goods. Relief was denied because plaintiff delayed bringing 
the suit.®7 

Likewise other cases can be explained on similar grounds. The basis for the 
decision in the France Milling Company case was laches. The same was true in the 
Beech-Nut case.** The Blue Ribbon, Philco and Arrow cases are squarely in conflict. 
Yet Judge Kerner considered Philco a strong mark but denied protection.*®. The 
main consideration in every case should be whether the public would believe that 
the products bearing the same mark emanate from the same source—that is, con- 
fusion of source.?° 





85. Hygenic Products Co. v. Judson Dunaway Corp., 81 F. Supp. 935 (D. C. N. H. 
1948), aff'd 165 F. 2d 549 (C. C. A. 1, 1948). 

86. Aluminum Cooking Utensil Co. v. Sargoy Bros., 276 Fed. 447 (E. D. N. Y. 1921). 

87. See also: Aladdin Mfg. Co. v. Mantle Lamp Co., 78 F. 2d 426 (C. C. A. 7, 
1935); Gold Seal though a weak mark has been protected, see Ex parte Garry Laboratories, 
Inc., 90 U. S. P. Q. 119 (C. P. 1951); Ex parte Good Luck Glove Co., 85 U. S. P. Q. 
509 (C. P. 1950); cf. S. A. Schonbruner & Co. v. Kaplan Rice Mill, Inc., 90 U. S. P. Q. 125 
(C. P. 1951). 

88. Beech-Nut Packing Co. v. P. Lorillard Company, 273 U. S. 629 (1927). 

89. Philco Corp. v. Phillips Mfg. Co., 133 F. 2d 663, 673 (C. C. A. 7, 1943); cf. 
Schechter, 40 Harv. L. Rev. 815, 828 (1927) with NIMS, UNFAIR COMPETITION AND 
TRADE-MARKS, 3rd Ed. 580 (1929): “Yet because of a failure of the sellers of Blue Ribbon 
Beer from the beginning to sell malt extract as well as beer under that name, another concern 
is permitted to sell Blue Ribbon Malt Extract. A system of law that permits such oppor- 
tunities is unfortunate, to say the least.”” See also: Pep Boys—Manny, Moe and Jack, Inc. v. 
F. T. C., 122 F. 2d 158 (C. C. A. 3, 1941); Derenberg, The Patent Office as Guardian of 
the Public Interest, 12 Law & Contemp. Prob. 288, 302, et seg. (1949). See note 105, infra. 

Lane Bryant, Inc. v. Glassman, 95 F. Supp. 320 (D. C. E. D. Mo. 1951). Stork 
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The courts, prior to the new Act, were handicapped by the phrase “goods 
of the same descriptive properties” in suits involving trade-marks for dissimilar 
goods. In cases where the mark was the same a phase of the law of trade-mark 
protection developed under the guise of unfair competition for the reason that 
the courts could not in every case, rationalize to the extent necessary to conclude 
that the goods were of the same descriptive properties. In any event likelihood of 
confusion of source provided a common ground for granting relief.®? 


The Lanham Act omitted the phrase “merchandise of substantially the same 
descriptive properties.” The new Act provides a single measuring stick for deter- 
mining infringement. The test is likelihood of confusion, mistake or deception of 
purchasers irrespective of the goods on which the mark is used. Obviously this 
test is broader than under the prior law.9* The Johnson case,®* decided after the 
effective date of the Lanham Act, held for the first time that the doctrine in the 
Yale case is the statutory law under this new Act. In the majority opinion Judge 
Learned Hand refused to grant more drastic relief than had been previously awarded 
the plaintiff®* because the court refused to read the statute literally. This decision 
seems to conflict with the Davids case,95 and Judge Hand’s dictum in the Durable 
Toy case which Judge Yankwich cited as the basis for his decision in the Brooks 
case. Admittedly in that case the court permitted another to reap the rewards 
of the diligence and money expended by the original exploiter.2° It has been 
advanced that no more relief was granted “because of the peculiar circumstances 
of this case and particularly the weakness of the mark involved.”®7 It is true that 


Restaurant, Inc. v. Sahati, 166 F. 2d 348 (C. C. A. 9, 1948); The Manhattan Shirt Co. v. 
Sarnoff-Irving Hat Stores, 19 Del. 151, 162, 164 Atl. 246, 250 (Ch. 1933), aff'd 20 Del. 
455, 180 Atl. 928 (1934); Elgin American Mfg. Co. v. Elizabeth Arden, Inc., 83 F. 2d 687, 
688 (C. C. P. A. 1936); Hanson v. Triangle Publications, Inc., 163 F. 2d 74 (C. C. A. 8, 
1947) ; Triangle Publications v. Rohrlich, 167 F. 2d 969 (C. C. A. 2, 1948). 

91. The defendant’s goods are believed to originate with the plaintiff. Aunt Jemima 
Mills Co. v. Rigney & Co., 247 Fed. 407 (C. C. A. 2, 1917); Peninsular Chemical Co. v. 
Levison, 247 Fed. 658 (C. C. A. 6, 1917); the plaintiff is believed to sponsor or to be 
connected with defendant. Vogue Co. v. Thompson-Hudson Co., 300 Fed. 509 (C. C. A. 6, 
1924); Waterman Co. v. Gordon, 72 F. 2d 272 (C. C. A. 2, 1934); the defendant’s use of 
the mark dilutes or whittles away its value to plaintiff. Tiffany & Co. v. Tiffany Productions, 
Inc., 262 N. Y. 482, 188 N. E. 30 (1933); Stork Restaurant, Inc. v. Sahati, 166 F. 2d 348 
(C. C. A. 9, 1948). This last case pointed out that dilution is a corollary to confusion of 
source. 

92. Rogers, The Lanham Act and The Social Function of Trade-Marks, 14 Law & 
Contemp. Prob. 173, 177, et seg. (1949); Judge Clark observed: “Congress has shown its 
continued interest in trade-mark law embodied in the Trade-Mark Act of 1946 (which not 
merely amplified the Act of 1905, but gave to this property right a legislative standing it 
had not had before.” La Touraine Coffee Co. v. Lorraine Coffee Company, Inc., 157 F. 
2d 115 (C. C. A. 2, 1946); Kingsland, The Future of The Trade-Mark System In The 
American Economy, 38 T. M. R. 607 (1948); Ooms, Good News For Advertisers, 36 
T. M. R. 167 (1946); U. S. DEPT. OF COMMERCE, SMALL BUSINESS & TRADE- 
MARKS 1 (1949). 

93. S.C. Johnson & Son v. Johnson, 175 F. 2d 176 (C. C. A. 2, 1949). 

94. S.C. Johnson & Son v. Johnson, 116 F. 2d 427 (C. C. A. 2, 1940). 

95. Davids v. Davids, 233 U. S. 461 (1913). 

96. Cf. Judge Clark’s statement, 175 F. 2d 183: “Here for example, it is urged, and 
any devotee of the radio knows, that one of the most famous and presumably one of 
the most expensive of the popular evening radio shows has for years advertised the plain- 
tiff’s products,” with the comment in Readers Digest about Lane Bryant. 

97. Derenberg, The Patent Office as Guardian of the Public Interest, 14 Law & 
Contemp. Prob. 288, 294, (1949). 
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the mark involved is a personal name but such may become by association (sec- 
ondary meaning) so synonomous with a business that the protection accorded it 
will be equal to that afforded arbitrary or fanciful names.°* This writer believes 
that the basis for the majority opinion is found in the following language: “We 
cannot conceive any justification in these circumstances for allowing it (plaintiff) to 
reach a choking hand into a market not its own, and to deprive the defendants of 
an interest, natural and proper in its origin and after sixteen years presumably an 
important element in their business.”®® 


V. CONCLUSION 


. . the art of publicity is a black art; but it has come to stay; every year adds 
to its potency and to the finality of its judgments. The hand that rules the press, the 
radio, the screen, and the far spread magazine, rules the country; whether we like it 
or not, we must learn to accept it.”’100 


ec 


The people mostly responsible for the Lanham Act are the bar association 
committees and business. Trade-marks and brand names should be protected from 
parasites, or from people who lack originality and industry, so that an incentive 
will be given to manufacturers to produce the best goods. Trade-marks originated 
for the purpose of distinguishing goods. The law of the armorers compelled each 
member of the guild to mark his product, to fix responsibility for faulty or shoddy 
work. 

From the very beginning trade-marks performed three important functions— 
all serving the public interest: For convenience we may call them the identify 
function, the guaranty function and the reward function. First, the mark identified 
the work or goods of a particular maker and thus afforded the buying public an 
opportunity to exercise freedom of choice in the articles it wanted to buy. Secondly, 
a trade-mark in effect guaranteed the quality of the goods on which it appeared, 
because it made it possible for the buyer to hold the maker responsible for their 
quality. And third, because the trade-mark was the symbol of the maker and his 
reputation—if he produced goods that met with public favor, he was rewarded by 
repeat sales and ever-increasing patronage. 

Schechter was of the opinion that the mark should be protected for its value 
as a silent salesman.1°! The restrictionists,!°* on the other hand, advocate that the 
courts should exercise a restrictive attitude towards the claims of exclusive rights; 
that the public interest is better served when no one has an exclusive right in a 
trade-mark.1°° They overlook the theory that the protection of private claims 


98. See The Food cases, supra. 

99. Op. Cit. supra, note 93 at 180, cf. Emerson Electric Mfg. Co. v. Emerson Radio @ 
Phonograph Corp., 105 F. 2d 908 (C. C. A. 2, 1939). 

100. Judge Learned Hand in Proceedings in Memory of Mr. Justice Brandeis, 317 
U. S. XI, XV (1942). 

101. Schechter, The Rational Basis of T. M. Protection, 40 Harv. L. Rev. 813, 819 
(1927). 

102. This designation was created by Oppenheim, The Public Interest in Legal Pro- 
tection of Industrial and Intellectual Property, 40 T. M. R. 613, 614 (1950). 

103. Brown, Advertising and The Public Interest: Legal Protection of Trade Symbols, 
57 Yale L. J. 1165 (1948); MUND, GOVERNMENT AND BUSINESS 120-123 (1950) ; 
Bonhardt, Are Trade-Marks An Anti-Trust Problem? 31 Ga. L. J. 245 (1943); Diggins, 
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serves the public interest by protecting the trade-mark owner, the dealer and the 
purchasing public from frauds of which all are victims.1°* If everyone was given 
the right to use the same mark there could be no identification.!°° Without adver- 
tising there could be no free press. Industries such as the press, radio and television 
could not exist without advertising, except under government subsidy. How would 
you like to live in a country where there would be no way of telling who made the 
articles you purchase? No store could be identified and no article traced to its 
manufacturer. This is what the parasite desires—a world where there is no pride 
of workmanship and no responsibility of production. The incentive would be to 
make cheap, poor goods and to get the most for nothing. Unless brand names are 
protected there will be no way to distinguish goods. 

The rights of the consumer would be prejudiced because he would have no 
right to select as he is now entitled to do, even though his choice may be dictated 
by caprice, or by fashion or perhaps by ignorance.'°® The statement by the Supreme 
Court: “If consumers or dealers prefer to purchase a given article because it was 


Trade-Marks And Restraint of Trade, 32 Ga. L. J. 113 (1944); Zlinkoff, Monopoly versus 
Competition: Significant Trends in Patent, Anti-Trust Trade-Mark and Unfair Competition 
Suits, 53 Yale L. J. 514, 538 (1944); Timberg, Trade-Marks, Monopoly and The Restraint 
of Trade, 14 Law & Contemp. Problems 323 (1949); Auerbach, Quality Standards, Inform- 
ative Labeling and Grade Labeling as Guide to Consumer Buying, 14 Law & Contemp. 
Prob. 302 (1949). Contra: Taggart, Trade-Marks: Monopoly or Competition? 43 Mich. 
L. Rev. 659 (1945); Mason, A Credo About Trade-Marks and Brands, 40 T. M. R. 
492 (1950) ; Rogers, The Lanham Act and Social Value of Trade-Marks, 14 Law & Contemp. 
Prob. 173 (1949); Greenberg, The Meaning of Trade-Marks, 39 T. M. R. 7 (1949); 
Oppenheim, op. cit. supra, note 101. For judicial opinions representing the restrictionists, 
see Judge Frank’s comments in Standard Brands v. Smidler, 151 F. 2d 34 (C. C. A. 2, 
1945), Eastern Wine Corporation v. Winslow-Warren, 137 F. 2d 955 (C. C. A. 2, 1943) 
and Triangle Publications, Inc. v. Rohrlich, 167 F. 2d 969 (C. C. A. 2, 1948); Judge (now 
Mr. Justice) Minton in California Fruit Growers Exchange v. Sunkist Baking Co., 166 F. 
2d 971 (C. C. A. 7, 1948); Judge Stephens in Sunbeam Lighting Co. v. Sunbeam Corpora- 
tion, 183 F. 2d 713 (C. C. A. 9, 1950); Judge Heyman in National NuGrape Co. v. Guest, 
164 F. 2d 874 (C. C. A. 10, 1947); but see Time, Inc. v. Life Color Laboratory, Inc., 
89 U. S. P. Q. 189 (Supreme Court New York 1950). See also note 105. 

104. General Baking Co. v. Gorman, 3 F. 2d 891, 893 (C. C. A. 1, 1925); Florence 
Mfg. Co. v. J. C. Dowd Company, 178 Fed. 73, 75 (C. C. A. 2, 1910): “The law has a 
three-fold object: First, to protect the honest trader in the business which fairly belongs 
to him; second to punish the dishonest trader who is taking his competitor’s business away 
by unfair means; and third, to protect the public from deception. 

105. Of course, no one would contend that the owner of Blue Ribbon or Arrow would 
have exclusive property in the word just because he used it first. Mr. Rogers wrote: “When 
the word Ivory is used to distinguish a make of soap there is no more property in the 
word as such than there was before, but when someone else applies the word to soap, it 
is a misrepresentation that his goods come from the soap maker who has caused the word 
Ivory to be associated in the public mind with his soap. There is then the rational objection 
to the use of the word in its acquired meaning as a soap brand, not because the prior user 
owns the word Ivory, but because he is entitled to complain when his reasonable expectation 
of custom is interfered with by the misrepresentation that another’s goods come from him.” 
74 N. Y. Law Rev. 317, 320-321 (1940); International News Service v. Associated Press, 
248 U. S. 215, 247 (1918); Industrial Rayon Corporation v. Dutchess Underwear Cor- 
poration, 92 F. 2d 33, 35 (C. C. A. 2, 1937). Even though Blue Ribbon is entitled to 
only narrow protection is it illogical to assume that Blue Ribbon malt comes from the same 
source as Blue Ribbon beer? In referring to the “confusion of source” test and its applica- 
tion to non-competing goods, one court said: “They do not limit the application of the rule 
to fanciful names. They apply it to ordinary names when they have acquired secondary 
meaning.” Sunbeam Corporation v. Sunbeam Lighting Company, 83 F. Supp. 429, 430 
(S. D. Cal. 1949); Note 17 Geo. Washington Law Rev. 112, 122 (1948); Note 3 Stanford 
L. Rev. 177 (1950). 

106. F. T. C. v. Algoma Lumber Company, 291 U. S. 67, 78 (1933). 
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made by a particular manufacturer or class of manufacturers, they have a right 
to do so, and this right cannot be satisfied by imposing upon them an exactly 
similar article, or one equally as good, but having a different origin”!°’ would 
become a nullity. 

It is generally accepted in this country that free competition is worth more 
to society than it costs.1°° We have always encouraged the idea that one should 
be entitled to the fruits of his labors—to reap the harvest from the seeds he has 
sown. The courts, in order to maintain this concept of the American way of life 
must protect the hard-earned and well established good will represented by trade 
symbols and penalize unjust enrichment of those who seek a free ride through such 


symbols.1°? 


107. F. T. C. v. Royal Milling Company, 288 U. S. 212, 216 (1932); Schechter, 
Trade-Marks and Regulation: The American Scene, 6 Ford L. Rev. 190 (1937); Rogers, 
The Ingenuity of The Infringer and The Courts, 11 Mich. L. Rev. 358 (1913); Freedom 
of Trade-Marks, 34 T. M. R. 55 (1944); Wright, Tort Responsibility For Destruction of 
Goodwill, 14 Cornell L. Q. 298 (1929); Naming & Protecting Products, 39 T. M. R. 542 
(1949); Lebow, The Trade-Mark—How It Has Declined As A Marketing Tool, 14 The 
Knitter 23 (1950), reprinted 40 T. M. R. 770 (1950) reprinted 40 T. M. R. 770 (1950). 

108. Vegelahn v. Guntner, 167 Mass. 92, 44 N. E. 1077 (1896). 

109. “There is no particular reason why the purchasers of goods that are protected 
by the inherent powers of a court of equity should not be given the same consideration as 
the purchasers of goods covered by these various legislative acts. Our system of economy is 
built upon a basis of free enterprise, free competition. You cannot have free enterprise and 
you cannot have free competition unless everybody is playing the game by the same rules.” 


Coca-Cola Co. v. Belinsky, 57 F. Supp. 120, 122 (D. C. E. D. Mich. 1944). 
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PART II 


ANHEUSER-BUSCH, INCORPORATED v. DuBOIS BREWING COMPANY 
No. 10,406—C. A. 3—October 5, 1951 


Appeal from Western District of Pennsylvania on judgment after mandate. 
Trade-mark infringement and unfair competition suit by Anheuser-Busch, 

Incorporated against DuBois Brewing Company. On first appeal by defendant 

absolute injunction granted to plaintiff by trial court was reversed. In proceedings 

on mandate District Court dismissed complaint with prejudice except that judg- 

ment is not intended to adjudicate the use of “Budweiser” or “Bud” after April 20, 

1940, nor sales, nor use of the name “DuBois Budweiser,” nor distribution outside 

of the localized areas of production and distribution of the product of defendant as 

defined by such sales, use and distribution; and the District Court refused to define 
geographically the limits of the “localized areas.” Plaintiff appeals from judgment 
after mandate. Affirmed. 

Before McLaucuuin, STaLey and Hastie, Circuit Judges. 

Nims, Verdi & Martin (Wallace H. Martin, Minturn de S. Verdi, Walter J. Halli- 
day and Robert Bonynge, of counsel), of New York, N. Y., Alter, Wright and 
Barron (Alexander J]. Barron and James Milholland, of counsel) of Pittsburgh, 
Pa., Shepley, Kroeger, Fisse & Ingamells of St. Louis, Mo., for plaintiff- 
appellant. 


Reed, Smith, Shaw & McClay (Elder W. Marshall and John C. Bane, Jr., of coun- 
sel) of Pittsburgh, Pa., and Leo R. Brockbank, of DuBois, Pa., for defendant- 
appellee. 


Per Curiam; 

The actions of the District Court, in vacating all of the findings of fact and 
conclusions of law originally made by the District Court in this matter, in making 
new findings of fact and conclusions of law, and in entering judgment dismissing 
the complaint as it did, are in conformity with the opinion (filed May 12, 1949), 
the two orders (entered July 27, 1949) and the mandate of this Court (issued 
May 18, 1950), all in this cause. 

The judgment of the District Court of October 26, 1950 from which this 
appeal was taken will be affirmed. 


COTY, INC. v. PERFUMES HABANA, S. A.—(2 Cases) 
Nos. 5805, 5806—C. C. P. A.—June 26, 1951 


APPEALS—PLEADING AND Practice—Scopre or Review 
TrRADE-MarKs—CONFUSING SIMILARITY—GENERAL 
Applicant not having appealed from portion of concurring decisions of Patent Office 
in several oppositions that inclusion of the word “Chance” in composite mark was not 
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sufficient to eliminate likelihood of confusion, held bound by decisions of Patent Office 
on that point. 


TRADE-MarKs—CONFUSING SIMILARITY—GENERAL 

The issue of confusing similarity must be resolved by comparing appearance, sound 
and meaning of the respective marks and evaluating those three factors in their entirety 
as assembled in each contested mark. 

Sound factor alone has often been the cause of rejection of new-comer’s application 
for registration. 

By decapitating two marks of worldwide distinction, “Cheramy” and “L’Origan,” 
and by transplanting the head of one upon the body of the other, applicant held to have 
derived a device design to trap the unwary. 

Mark of new-comer must be such as to clearly avoid not only confusion in trade under 
law of trade-marks, but also under law of unfair competition. 

Rights to be considered in opposition proceedings are not only private rights of the 
parties but also the paramount right of the public. 

Prestige of a famous trade-mark may not be relied upon by new-comer as license 
under which courts may authorize registration of a confusingly similar mark for similar 
goods. 

OpposITIONS—PLEADING AND PractTicE—GENERAL 

Validity of opposer’s mark will not be considered in a trade-mark opposition pro- 
ceeding. 

TrapDE-MarKks—ConFusinc SimILaRrry—ParTICULAR INSTANCES 

(Case 1) Composite mark consisting of box frame or outline within which the word 
“Chance” is printed above small pictorial representation of head and shoulders of man 
and woman facing each other, and having beneath this design in printed script the word 
“Cherigan,” held confusingly similar to “Lorigan” and to “L’Origan,” alone and in 
combination with representation of a leaf, used on similar goods, under 1905 Act. 

(Case 2) Composite mark consisting of box frame or outline within which the 
words “fleurs de” are printed above representation of two leaves and having the word 
“Cherigan” in printed script thereunder, held confusingly similar to “Lorigan” and to 
“L’Origan” alone and in combination with representation of a leaf, used on similar 
goods, under 1905 Act. 


Appeals from Commissioner of Patents. 

Trade-mark oppositions by Coty, Inc. against Perfumes Habana, S. A. Opposer 
appeals from dismissal of notices of opposition. Reversed in each instance. 

Robert I. Dennison (S. Stephen Baker, of counsel) for opposer-appellant. 
No appearance for applicant-appellee. 
Before Garrett, Chief Judge, and Jackson, O’CoNNELL, JoHNSON, and Wor Ey, 

Associate Judges. 

O’ConneELL, J.: 

[Case 1] This is an appeal from the decision of the Commissioner of Patents, 
83 USPQ 438 [39 T. M. R. 1054], reversing that of the Examiner of Trade-Mark 
Interferences in an opposition proceeding. 

The appeal was argued together with Appeal No. 5806 [Case 2], which is 
decided concurrently herewith. Neither party took testimony and no appearance 
was recorded here for appellee when the cases were reached for argument. 

The record discloses that on May 16, 1945, applicant, Perfumes Habana, S. A.., 
a corporation organized under the laws of Cuba and doing business there at 316 San 
Lazaro Street, Havana, filed an application under section 5 of the Act of 1905 for 
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the registration of a trade-mark for use on perfumes, eau de cologne, rouges, and 
lip colorings. 

The applicant’s mark, as shown in the accompanying drawings, consisted of 
four parts: a box frame or outline within which the word “Chance” is printed over 
a small pictorial feature of the head and shoulders of a man and woman facing 
each other, beneath which design, in printed script, is the word “Cherigan.” Con- 
tinuous use of the mark by the applicant and its predecessors was alleged since 1937. 

The applicant’s mark was passed in due course for publication in the Official 
Gazette, and on July 23, 1947, appellant, Coty, Inc., a Delaware corporation, filed a 
notice of opposition which alleged prior use since 1909 by itself and its predecessors 
in the United States and many other countries of the three trade-marks ‘“‘Lorigan,” 
registered September 27, 1921; “L’Origan,” registered May 20, 1924; and “L’Ori- 
gan,” with the pictorial feature of a leaf, registered August 5, 1924. There is no 
dispute that such registrations are the property of appellant and that they have 
been properly renewed and assigned. 

Appellant’s marks were registered under the provisions of the Act of 1905 for 
use on goods which include the identical articles and goods of the same descriptive 
properties for which the applicant, Perfumes Habana, S. A., sought to have its mark 
registered in this country. 

With respect to the products sold by appellant under its respective marks down 
through the years, and with respect to the newcomer’s applications to register, 
appellant made the following allegations, among other things, in its notice of 
opposition: 

2. Said products [of appellant’s] having been manufactured with great care and 
skill and made of the finest ingredients, have attained an enviable reputation and a 
good will which have been and remain of great value to the opposer herein. 

6. Since the adoption of the term “L’Origan” opposer has given the goods 
bearing such identifying indicia widespread publicity and by means of advertising, 
such as by newspapers, magazines, trade papers, radio and other media, such products 
have become well and favorably known in the United States of America. 

10. The mark sought to be registered by the applicant is confusingly similar 
to the opposer’s trade-marks herein described and would cause confusion in the trade 
and in the mind and eyes of the consuming public. 


The Examiner of Interferences, H. H. Kalupy, rendered his decision on May 2, 
1949, wherein he not only sustained the opposition instituted by appellant, but also 
decided that the applicant was not entitled to the registration of its mark. On the 
issue of confusing similarity the examiner held: 


While the mark of the applicant is a composite one containing certain pictorial 
features and other matter, it obviously is dominated by the words “Chance” and 
“Cherigan,” which comprise the principal features thereof. W. B. Roddenbery Co. 
v. Kalich, 596 O. G. 287, 158 F. (2) 289, C. C. P. A. * * * it is noted that the 
words “Chance” and “Cherigan” do not appear together as a unitary expression in 
the mark disclosed on the drawing of the applicant’s application, but rather, each 
of these words is shown standing alone, being separated a substantial distance by the 
pictorial matter. Manifestly, each of these words is an arbitrary and distinctive term 
capable of denoting origin, and it seems only reasonable to assume therefore, 
notwithstanding applicant’s contention to the contrary, that purchasers would quite 
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frequently rely upon the term “Cherigan” alone in calling for the applicant’s 
products. The suffix portion of this term “Cherigan” is identical with the suffix 
portion of the opposer’s mark “L’Origan,” and in sound this term is believed to be 
so nearly like the opposer’s mark “L’Origan” as clearly to be confusingly similar 
thereto. Similarity in sound alone is sufficient to determine confusing similarity 
between marks. Marion Lambert, Inc. v. O’Conner, 477 O. G. 244, 86 F. (2) 980, 
C. C. P. A.; McKinnon & Company v. HyVis Oils, Inc., 484 O. G. 746, 88 F. (2) 
699, C. C. P. A. 


Perfumes Habana, S. A., appealed from the decision of the Examiner of Inter- 
ferences to the Commissioner of Patents who, acting through Assistant Commissioner 
Daniels, reversed the examiner’s decision in so far as it sustained the notice of 
opposition. 

Recourse to the official report of the decision by the Commissioner, 83 U.S.P.Q. 
438, discloses that the instant application for registration by Perfumes Habana, S. A., 
also had been opposed by two other corporations of this country, namely, Chanel, 
Inc., and Cheramy, Inc., and in each of the resulting proceedings the opposition was 
sustained by the concurring decisions of both the Examiner of Interferences and the 
Commissioner of Patents. Cheramy, Inc. v. Perfumes Habana, S. A., 81 U.S.P.Q. 
550 [two cases]; Chanel, Inc. v. Perfumes Habana, S. A., 83 U.S.P.Q. 469. 

The three cases just cited, together with the pertinent holdings upon which the 
commissioner based his reversal in the instant case, are discussed in the following 
excerpts from the commissioner’s decision: 

It is applicant’s contention that the inclusion of the word “Chance” in its mark 

eliminates any likelihood of confusion. “Cherigan” is, however, a conspicuous, 

independent portion of applicant’s mark, and as found in a previous opposition in- 

volving this mark, Cheramy, Inc. v. Perfumes Habana, S. A., 624 O. G. 975, 81 

U. S. P. Q. 550, the inclusion of the word “Chance” is not sufficient to eliminate 

likelihood of confusion. 

* + o a - 


Considered in their entireties, there appears to be little similarity in appearance 
and the final portion of the mark does not appear to be so emphasized in any reason- 
able pronunciation of the marks as to indicate likelihood of confusion. Yeasties 
Products, Inc. v. General Mills, Inc., 22 C. C. P. A. 1215, 77 Fed. (2d) 523. * * * 
Whether or not applicant is entitled to the registration for which it has made ap- 
plication must however depend upon the final outcome of certain other proceedings 
brought against this application. Cheramy, Inc. v. Perfumes Habana, S. A., supra; 
Chanel, Inc. v. Perfumes Habana, S. A., opposition No. 26,569, decided by the exam- 
iner of interference June 14, 1949. (Italics supplied.) 


The applicant, Perfumes Habana, S. A., has not appealed from the first portion 
of the concurring decisions of the Patent Office hereinbefore set forth, which held 
that the inclusion of the word “Chance” in the applicant’s mark was not sufficient to 
eliminate the likelihood of confusion. In that respect the applicant is bound by the 
decision of the Patent Office, and the point need not be further considered here. 


The issue of confusing similarity must be resolved by comparing the appearance, 


1. In re Retail Clerks International Protective Association, 32 C. C. P. A. (Patents) 
1004, 149 F. (2d) 153, 65 U. S. P. Q. 374. 
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sound, and meaning of the respective marks and evaluating those three factors in 
their entirety as assembled in each contested mark. 

Supplementing what has been said about the contested marks in this case by 
the tribunals of the Patent Office, it is noted that “Cherigan,” “Lorigan,” and 
“L’Origan” are terms of three syllables each and that the first syllable is but a small 
part of the entire mark. Two-thirds of each mark, the suffixes thereof, are identical. 

It is worthy of consideration that the portion of “Cherigan” which differs from 
“L’Origan” is the first syllable “Che,” taken from the famous trade-mark “Cheramy,” 
owned and in use on goods of the same descriptive properties by Cheramy, Inc., 
supra. The “Chan” in “Chance” was likewise appropriated by the applicant from 
the mark “Chanel” of Chanel, Inc., supra. 

The two words here in issue are identical in appearance and sound in so far as 
the applicant has appropriated the last five letters of the eight letters of which 
appellant’s entire marks are comprised. In other words, there can be no doubt, 
since the majority of the letters and syllables of both of these marks are identical, and 
identically assembled, that when the marks are pronounced as written they sound a 
great deal alike. That factor alone has often been the cause of rejection in- this 
court of the newcomer’s application for registration. 

The action by which the Acting Commissioner of Patents put an end to appel- 
lant’s contentions and overruled the Examiner of Interferences in these proceedings 
was embraced in this one effective paragraph from the commissioner’s decision: 

With respect to similarity between “Cherigan” and “L’Origan,” I am unable to 
agree with the examiner of interferences. It is true that the last letters of each word 

are the same. They clearly, however, have no similarity in meaning (see discussion of 


meaning of opposer’s mark in the Le Blume Import Co., Inc. v. Coty et al., 293 
Fed. 344). 


The meaning of appellant’s mark thus imported into these proceedings from 
the case cited by the commissioner embodies the newcomer’s unsuccessful defense 
there whereby Le Blume sought to justify the unlawful appropriation and concurrent 
use of the word “Origan” on the ground that “Lorigan” or “L’Origan” consisted 
merely of a descriptive term which in French was the name of a rare plant or flower 
used in making perfume.” On the other hand, the commissioner accepted and 
applied that portion of the examiner’s decision which held, as hereinbefore set forth, 
that the applicant’s mark “Cherigan” was merely an “arbitrary and distinctive term 
capable of denoting origin.” 

Thus by decapitating two marks of world-wide distinction, “Cheramy” and 
“L’Origan,” and by transplanting the head of one upon the body of the other, the 
applicant, Perfumes Habana, S. A., stands before the court with the new and arbi- 
trary word “Cherigan” which has no meaning whatever. By intermeshing those two 
marks applicant derived a device designed to trap the unwary. 

This court was once confronted with an analogous case involving perfume and 
every legal point advanced before the tribunals of the Patent Office in the instant 


2. See United Shoe Mach. Corp. v. Compo Shoe Mach. Corp., 19 C. C. P. A. (Patents) 
1009, 1012, 56 F. (2d) 292, 294, 12 U. S. Pat. Q. 246, 248. 
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case. See E. Daltroff & Cie v. V. Vivaudou, Inc., 19 C. C. P. A. (Patents) 715, 53 
F. (2d) 536, 11 U. S. Pat. Q. 54. The applicant’s contentions there, which are 
directly in point here, were recited and overruled by the late Judge Hatfield writing 
for a unanimous court and stating: 

It is true, as argued by counsel for appellant, that the involved marks are not 
identical in appearance, sound, or meaning. They differ slightly in each of those 
characteristics. However, the question before us is whether the marks are confusingly 
similar, not whether they are identical. Counsel for appellant has laid considerable 
stress upon the difference in meaning of the two marks. It is urged that “Chez Lui” 
has a strictly masculine meaning—“his home”—whereas, “Chez Moi,” not so re- 
stricted, means “my home.” From this it is argued that the masculinity of the mark 
“Chez Lui” is sufficient to cause women, who, it is claimed, are practically the ex- 
clusive purchasers of perfumery, to distinguish between the two marks, and, therefore, 
confusion would not result. 


It must be remembered that the validity of an opposer’s mark, as decided in 
the case last cited, will not be considered in a trade-mark opposition proceeding 
and that the mark of the newcomer must be such as to clearly avoid not only con- 
fusion in trade under the law of trade-marks, but also under the law of unfair 
competition.* Moreover, the rights to be considered in an opposition proceeding are 
not only the private rights of the parties to the action but also the right of the public 
which are paramount to those of the respective contestants. The same rule applies 
in other federal courts with respect to infringement, as evidenced by the decision in 
the Le Blume case, supra. 


Throughout these proceedings and for more than a generation it has been 
recognized on all sides that appellant’s trade-mark and products here in issue have 
together achieved world-wide eminence for quality and distinction. That was so 
determined by the federal courts of this country, as well as the validity of appellant’s 
mark, in the case of Le Blume Import Co., Inc. v. Coty, Inc., et al., 293 Fed. 344, 348. 


The prestige of a famous trade-mark may not be relied upon by a newcomer, 
however, as a license under which the courts may authorize the registration of an 
identical mark of foreign origin or a confusingly similar counterfeit for use on goods 
of the same descriptive properties.* 

The Commissioner of Patents, in placing the imprimatur of the Patent Office 
of the United States Government upon applicant’s marks by granting registration 
thereof, pursued a method of reasoning whereby the trivial was exploited and the 
important ignored. 

As Mr. Justice Holmes put it, writing for a unanimous Court in Coca-Cola Co. 
v. Koke Co., 254 U.S. 143: “Of course a man is not to be protected in the use of a 
device the very purpose and effect of which is to swindle the public.” Justice Holmes 


3. Dubonnet Wine Corp. v. Ben-Burk, Inc., 28 C. C. P. A. (Patents) 1298, 121 F. (2d) 
508, 50 U. S. P. Q. 76; Stahly, Inc. v. M. H. Jacobs Co., 183 F. (2d) 914, 917; Yale Electric 
Corporation v. Robertson, 26 F. (2d) 972. 

4. Baglin v. Cusenier Co., 221 U. S. 580; Otard, Inc., et al. v. Italian Swiss Colony, 
31 C. C. P. A. (Patents) 955, 141 F. (2d) 706, 61 U. S. P. Q. 131; Dubonnet Wine Corp. v. 
Ben-Burk, Inc., supra; Skol Company, Inc. v. Olson, 33 C. C. P. A. (Patents) 715, 151 F. 
(2d) 200, 67 U. S. P. Q. 96. 
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further pointed out there that the defects of an owner’s trade-mark “do not offer a 
very broad ground for allowing another to swindle him.” 

Outstanding at this time are two unmodified decisions of the Commissioner of 
Patents which hold that the applicant’s mark here in issue is confusingly similar to 
the marks of two other distinguished concerns dealing in perfumes and cosmetics. 
One of those prior decisions, at least, was known to the commissioner and recorded 
in the Patent Office when the decision in the instant case was handed down. 


The commissioner has not explained the results that will follow in the market 
place from his refusal on the one hand to register the applicant’s mark because it is 
confusingly similar to those recorded in the two other cases while at the same time 
authorizing the applicant on the other hand, so far as appellant is concerned, to 
continue the use of applicant’s mark by reason of its registration. 

The decision of the Commissioner of Patents in the instant case should be re- 
versed on the ground of public interest; the same ground upon which he was 
reversed by this court in the recent case of Tidy-House Paper Products, Inc. v. Tidy 
House Products Co., Etc., 38 C. C. P. A. (Patents) .., .. F. (2d) .., 89 U.S.P.Q. 
599, decided, May 8, 1951. 


Wor ey, J., dissents. 
No. 5806 


[Case 2] The questions of law presented for determination in this appeal by 
the unsuccessful opposer from the decision of the Commissioner of Patents, 83 U.S. 
P.Q. 438 [39 T. M. R. 1054], reversing that of the Examiner of Trade-Mark Inter- 
ferences in an opposition proceeding, are identical with those presented in the con- 
troversy between the same parties in the companion appeal, No. 5805 [Case 1], 
decided concurrently herewith. 

The opposition is based upon the same three marks and the prior registrations 
thereof by appellant-opposer described in the companion appeal; namely, “Lorigan,” 
“L’Origan,” and “L’Origan,” with the pictorial feature of a leaf, registered August 5, 
1924, for use on identical goods, or goods of the same descriptive properties, for 
which the applicant sought to register its mark. 

The record discloses that on July 7, 1945, the applicant hereinbefore described 
filed an application for another mark for use on the same kind of goods. The appli- 
cant’s second mark, as shown in the accompanying drawings, likewise consisted of 
four parts: a box frame or outline within which the words “fleurs de” are printed 
above a pictorial feature of two leaves, beneath which is the word “Cherigan” in 
printed script. The leaves of the applicant’s mark are substantially identical with 
the leaf or leaves in the specimens of its marks submitted by appellant with its 
notice of opposition. 

The examiner in the second proceeding held that the words “fleurs de” were 
merely the French equivalent for the English words “flowers of” and possessed little 
if any trade-mark significance; that purchasers would rely on the word “Cherigan” 
in calling for and identifying the source of applicant’s products; and that that word, 
for the reasons stated in the companion opposition, was confusingly similar to appel- 
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lant’s mark “L’Origan,” with or without the accompanying leaf. The examiner 
further held that the applicant was not entitled to register its second mark. 

The commissioner in reversing the examiner’s decision in the second proceeding, 
83 U.S.P.Q. 438, relied upon his comments and conclusions in the first case. This 
court, in turn, hereby reverses the decision of the commissioner in the second pro- 
ceeding, for the reasons set forth in our decision in the companion appeal. 
Wor .ey, J., dissents. 


NORTHMONT HOSIERY CORPORATION v. 
TRUE MANUFACTURING CO. 


No. 4835—U. S. D. C. E. D. Wis.—September 28, 1951 


CopyriGHTS—Proor oF INFRINGEMENT—GENERAL 
To constitute copyright infringement there must be some appropriation of property 
of copyright owner. 
Plaintiff held to have failed to show that defendant made any use of plaintiff's 
copyrighted label in creating alleged infringing design. 
TraADE-Marks—EFFEct oF REGISTRATION—GENERAL 
Under 1946 Act, Principal Register registrations constitute constructive notice of 
registrant’s claim of ownership and prima facie evidence of registrant’s exclusive right 
to use registered mark; and defendant has burden of demonstrating legal or equitable 
defenses or defects. 
TraDE-MarkK INFRINGEMENT AND UNFAIR COMPETITION—-DEFENSES—GENERAL 
On facts of record held there is no evidence upon which to base finding of in- 
validity growing out of uses subsequent to plaintiffs. 
Evidence of prior use of plaintiff's mark by third parties held not to constitute 
defense to injunction against unfair competition by defendant. 
TrRADE-MARK INFRINGEMENT AND UNFAIR COMPETITION—Score OF RELIEF—PARTICULAR 
INSTANCES 
Plaintiff, hosiery manufacturer, held entitled to injunction restraining defendant’s 
use of orchid design on lingerie and to order directing delivery up for destruction of 
all printed matter bearing defendant’s orchid design. 
Plaintiff held not entitled to profits, damages or to provision restraining defendant 
forever “from engaging in any unfair competition with the plaintiff herein.” 


Trade-mark and copyright infringement and unfair competition suit by North- 
mont Hosiery Corporation against True Manufacturing Co. Judgment for plaintiff 
granting injunction. 

Beekman Aitken, of New York, N. Y., and Elwin A. Andrus (of Andrus & Sceales), 
of Milwaukee, Wis., for plaintiff. 

A. L. Morsell and Curtis B. Morsell (of Morsell & Morsell), of Milwaukee, Wis., 
for defendant. 

Teunan, D. J.: 

Plaintiff has brought this action alleging trade-mark and copyright infringe- 
ment and unfair competition. The plaintiff is a Pennsylvania corporation engaged 
in the manufacture and sale of women’s hosiery. The defendant is a partnership 
located in Gresham, Wisconsin, engaged in the manufacture and sale of lingerie. 

The plaintiff alleges that in 1938 it adopted the design of an orchid flower 
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as a trade-mark of its product and that all hosiery wrappings used by the plaintiff 
since 1938 have used an orchid design. Plaintiff owns a trade-mark certificate, 
number 397957, issued by the United States Patent Office on September 29, 1942, 
covering the design of an orchid flower and claiming a use since May 8, 1938. 
Plaintiff also owns, by virtue of an assignment made in 1941, trade-mark certificate, 
number 366382, issued by the United States Patent Office on April 11, 1939, to 
Hanes Hosiery Mills Co. Plaintiff also owns label copyright, number 52281, issued 
by the copyright office upon deposit made by the plaintiff in that office on December 
1, 1948 of the label depicting an orchid flower design and bearing statutory notice 
“Copyright 1938 Northmont Hosiery Corp.” 

Defendant contends that in the middle of 1949 it was solicited by a salesman 
of Milprint, Inc., a corporation, which specializes in creating distinctive packages. 
The defendant retained the services of Milprint and a Milprint employee designed 
the label which includes the alleged infringing orchid design. The defendant ordered 
a supply of the packaging material and has used up its initial supply of the alleged 
infringing material and has discontinued using any orchid design in its packaging 
since the suit was commenced. However, defendant has stated it will continue 
using the orchid design in its packaging and advertising if it prevails in this action. 

The issues presented are the usual ones in an action of this type, the question 
of validity of the mark and copyright, and the questions of infringement, unfair 
competition and damages. 

The plaintiff does possess trade-mark and copyright certificates which demon- 
strate a prima facie right to the symbol in question. This fact is not necessarily 
determinative of the question of validity of the trade-mark or copyright nor does 
it resolve the question of infringement. To these issues we now address our attention. 

The court shall consider first the question of the copyright infringement. The 
evidence presented failed in any way to indicate that the alleged infringing design 
was created with any reference to plaintiff’s copyrighted label. The design was 
created by an artist of Milprint who testified that he had never seen the plaintiff's 
label when he created the accused design. To constitute copyright infringement 
there must be some appropriation of the property of the copyright owner. West 
Publishing Co. v. Edward Thompson Co., 169 F. 833. Plaintiff must show that 
defendant made some use of the copyrighted label in the creation of the alleged 
infringing design. Plaintiff has failed to make such a showing in this case, and the 
court therefore holds that there has been no copyright infringement. This leaves 
for our consideration what the court believes to be the major issues of the lawsuit— 
the questions of whether there was a trade-mark infringement or conduct consti- 
tuting unfair competition. 

It is undisputed that plaintiff originally registered its mark in 1942 and that 
the mark was republished under the Act of 1946 on June 28, 1949. This affords 
to plaintiff the benefit of the rights granted by the Lanham Trade-Mark Act. Sec- 
tion 22 of said Act provides: 

“Registration of a mark on the principal register provided by this Act or 


under the Act of March 3, 1881, or the Act of February 20, 1905, shall be con- 
structive notice of the registrant’s claim of ownership thereof.” 
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Section 33 (a) of said Act provides: 


“Any certificate of registration issued under the Act of March 3, 1881, or the 
Act of February 20, 1905, or of a mark registered on the principal register provided 
by this Act and owned by a party to an action shall be admissible in evidence and 
shall be prima facie evidence of registrant’s exclusive right to use the registered 
mark in commerce on the goods or services specified in the certificate subject to any 
conditions or limitations stated therein, but shall not preclude an opposing party 
from proving any legal or equitable defense or defect which might have been 
asserted if such mark had not been registered.” 


The statute thus shifts to the defendant the burden of demonstrating a “legal 
or equitable defense or defect.” 

On the question of validity of the trade-mark, the defendant has attacked the 
mark on the ground that “The Orchid Idea for a Label was in common use before 
plaintiff’s use and is still in common use.” On this premise the defendant contends 
that the orchid is therefore not a symbol which identifies the goods of the plaintiff 
and distinguishes them from those manufactured or sold by others in accordance 
with the definition of the term “trade-mark” contained in section 45 of the Trade- 
Mark Act of 1946. Thus, concludes the defendant, the trade-mark is not valid. 

To substantiate its allegation that the Orchid Idea for a Label was in common 
use before plaintiff’s use and is still in common use, the defendant submitted copies 
of trade-mark registrations issued to third parties. These included registration for 
the term “The Orchid” issued to Lindeke, Warner & Sons of St. Paul, Minnesota 
on October 22, 1912; a registration on December 5, 1933 of the word “Orchid” 
issued to Northern Jobbing Company, St. Paul, Minnesota, which company was 
alleged in the registration to be the assignee and present owner of the Lindeke, 
Warner & Sons’ trade-mark; and a registration on June 4, 1907 to American Lady 
Corset Co. of Detroit, Michigan for the word “Orchid,” which registration was 
renewed in 1927 and again in 1947. 

The defendant alleges that registration constitutes prima facie evidence of use. 
Assuming this to be true, the registrations issued to Lindeke, Warner & Sons and to 
Northern Jobbing Company would not be material on the point of common use 
since they so long antedated the use and registration claimed here by plaintiff. 
The Act of 1946 in defining abandonment states: “Nonuse for two consecutive 
years shall be prima facie abandonment.” As to the Lindeke, Warner & Sons’ and 
the Northern Jobbing Company’s registrations, there was no evidence of any use 
within a two-year period preceding the first claimed use of plaintiff. The evidence 
as to the American Lady Corset Company registration discloses a renewal in 1947 
at which time an officer of the American Lady Corset Company asserted in the 
application for renewal that the mark had not been abandoned. Liberally con- 
strued, this American Lady Corset Company file wrapper would be evidence of a 
use of the word “Orchid” as a trade-mark within the relevant period prior to the 
first claimed use of the plaintiff. Defendant also asserts that “a word trade-mark 
is the complete equivalent of a picture trade-mark described by the word.” Heil- 
bronn Co. v. Hammermill Paper Co., 48 F. (2d) 963. 

Plaintiff’s reply to this position is twofold. Plaintiff asserts first that it is the 
law of this circuit that “registration without proof of user is not a sufficient defense. 
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It is user, not registration, that confers rights in a trade name.” Radio Shack Corp. 
v. Radio Shack, Inc., 180 F. (2d) 200, 84 U. S. P. Q. 410. Plaintiff’s second con- 
tention is that wrongs done to plaintiff if prior user, cannot condone a like wrong 
by defendant, and any uses prior to plaintiff cannot justify the defendant in its 
more recent use. We shall consider each of these contentions. 

As to the first point that registration without proof of user is not a sufficient 
defense, this contention is valid if applicable to the situation. It is not clear from 
the facts of the Radio Shack Corporation case whether Judge Duffy was there 
ruling only that a registration was not evidence of a subsequent use, or whether 
he also was ruling that a statement in an application for registration was not evidence 
of the use asserted in such statement. The court has heretofore indicated that it 
believes a registration is not evidence of subsequent use of the mark by the owner 
of the registration, and the court reads Judge Duffy’s opinion in this light. The 
court further believes that the statements contained in the application for a regis- 
tration or renewal thereof may be considered as evidence of the facts therein 
asserted. Thus, we find as to the plaintiff’s first reply to defendant’s assertion of 
invalidity, that while it is user, not registration that confers rights in a trade name, 
the statements contained in an application for a registration or a renewal thereof 
may be evidence of the use alleged therein. This then brings up the plaintiff's 
second defense, which is, that wrongs done to plaintiff, if prior user, cannot condone 
a like wrong by defendant, and any uses prior to plaintiff cannot justify the defend- 
ant in its more recent use. On the question of validity, the court finds that there 
is no evidence upon which to base a finding of invalidity growing out of uses 
subsequent to the plaintiff's use. 

We are then faced with the consideration of the remaining part of the state- 
ment, i.e. that any uses prior to plaintiff cannot justify defendant in its more recent 
use. Plaintiff has cited a number of cases in support of this proposition, but an 
analysis of them indicates that the rule stated, while valid, does not apply where 
a question of trade-mark infringement is involved. It does apply, however, to a 
claim for relief based upon unfair competition. Thus, in the case of Del Monte 


Special Food Co. v. California Packing Corp., 34 F. (2d) 774, the court said: 


“* * * Tt is sufficient with reference to such use of the name ‘Del Monte’ upon 
food products by others to say that, whatever may be the respective rights of the 
appellee and these other users of the name ‘Del Monte,’ such use does not justify 
the appellant in its more recent use of appellee’s well-known mark upon a new 
and different product recently produced by it; for, as has been stated, the question 
involved here is not the infringement of a trade-mark in which the prior use by 
others would be material, but is that of the adoption by the appellant of unfair 
methods of competition. Such practice is unfair to the appellee, notwithstanding 
the use of the brand by others, even if such use by others preceded the use by 
appellee. * * *” 


In the case of Lee v. Park Lane Togs, Inc., 81 F. Supp. 853, the court said: 


“‘* * * Even though at other times or in other parts of the country a manufacturer 
(other than this defendant) may have used the trade-mark ‘Park Lane’ before 
plaintiff used it, that would not in and of itself constitute a bar to plaintiff’s suit 
for unfair competition against this defendant. * * * ” 
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Thus, insofar as plaintiff's claim of unfair competition is concerned, the evidence 
of the prior use by the American Lady Corset Company is not a defense. 

Since the defendant has sought no affirmative relief in this action, the court 
does not feel that a proper determination of this case requires a finding on the 
question of whether the evidence of prior use by American Lady Corset Company 
is sufficient basis for an adjudication of invalidity of the plaintiff’s registration. We 
will, therefore, consider this action as one based on unfair competition. 

As a secondary position defendant has asserted that even if the mark of plain- 
tiff be found valid, its use should be restricted solely to hosiery since the orchid is 
such a common symbol. To support this claim defendant has introduced in evi- 
dence the following examples of the use of the orchid flower by third parties: 

“1. Use of an orchid in color on labels attached to women’s nightgowns by 
Benington Corporation at the present time. (Defendant’s Exhibit O.) 

“2. Use of an orchid on the carton of bonded whiskey to indicate excellence 
that “There is nothing better on the market.’ (Defendant’s Exhibit S.) 

“3. Use of an orchid by Spic and Span Dry Cleaning Company to tie in with 
the fact that they do ‘Beautiful Dry Cleaning.’ (Defendant’s Exhibits U and V.) 

“4. Use of orchids in an advertisement by Fisher Bodies to tie in with the 
idea of ‘Beauty by Fisher.’ (Defendant’s Exhibit X.) 

“5. Use of an orchid on a package for stationery to tie in with the word 
‘Exquisite.’ (Defendant’s Exhibit T.) 

“6. Use of the picture of an orchid by Tober-Saifer Shoe Manufacturing 
Company to tie in with the phrase ‘Orchids to You’ on shoe boxes. (Defendant’s 
Exhibit A.) 

“7. The giving away of orchids by Kresge’s Ten Cent Store to purchasers of 


stockings, showing the common tie in of orchids with the idea of beauty in women’s 
apparel. (Defendant’s Exhibit M.)” 


The court is impressed with the fact that the orchid flower is not a unique 
symbol in the class of such trade-marks as “Kodak.” On the other hand, the evi- 
dence at the trial indicated that it is common in the industry to have a close asso- 
ciation of hosiery and lingerie. Many manufacturers produce both and there are 
common trade journals and trade conventions for both hosiery and lingerie. On 
this basis the court feels that while the evidence would warrant some restriction 
on the area of exclusiveness of the trade-mark in question, the restriction is not so 
narrow as to eliminate lingerie from the field in which the court believes confusion 
as to source would result. 

The court therefore finds that the defendant has been guilty of acts of unfair 
competition against the plaintiff. The court will allow the injunction prayed for 
in the complaint except that the words “and that Defendant be forever enjoined 
and restrained from engaging in any unfair competition with the Plaintiff herein” 
may not be included in such injunction. The court will allow an order directing 
the defendant to deliver up for destruction all labels, advertising matter, letterheads, 
billheads, and other printed matter of whatsoever nature and description, apper- 
taining to the manufacture, labelling, packaging, sale and distribution of goods of 
the defendant under the trade-mark design of an orchid flower. The court finds 
no basis for an accounting as to profits since the defendant sold no goods which 
were in competition with the plaintiff. Triangle Publications v. Rohrlich, 167 F. 
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(2d) 969. The court finds no evidence on which to make an award of damages. 
Brooks Bros. v. Brooks Clothing of California, 60 F. Supp. 442, 459. 

Counsel for the plaintiff will revise their proposed findings of fact and conclu- 
sions of law and decree in accordance with this opinion and submit them for settle- 
ment by the court after five (5) days’ notice to defendant. 


A. N. CHAPPELL AND S. M. CHAPPELL, ETC. v. BEN R. GOLTSMAN ET AL. 
No. 656-N—U. S. D. C. M. D. Ala—September 20, 1951 


TraDE-Marks—AcgQuIsITION OF RiIGHTs—SECONDARY MEANING 

Test of secondary meaning is whether, as matter of fact, mark has become broadly 
known to the public as denoting origin. 

A merely descriptive name can never become exclusive property of first user, and 
the utmost that first user can insist upon, after mark has acquired secondary meaning, is 
that no one shall use it against him in an unfair way. 

While third party uses do not provide license to defendants to invade plaintiffs’ 
rights, testimony as to many other uses of “Bama” in trade-marks and trade names, is 
significant in determining meaning of word and whether it has acquired secondary 
meaning or is geographically descriptive. 

On facts of record, plaintiffs held to have failed to prove secondary meaning in 
“Bama.” 

Unrar CompetTiTion—Basis or RetierF—GENERAL 

One aspect of unfair competition is whether defendant is reaping benefits to which 
it is not entitled; another aspect is whether there is confusion as to origin of products of 
plaintiff and defendant but confusion must exist in the mind of the public generally. 

On facts of record, plaintiffs held to have failed to prove likelihood of confusion 
or any element of bad faith or unfair competition. 

Trape-Marxs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—GEOGRAPHIC TERMS 

The word “Bama” held a nickname for the State of Alabama which through long 
general use, by numerous concerns, has lost all elements of originality and distinctiveness 
and not to have acquired secondary meaning denoting origin in any particular concern. 

TRADE-MarRK INFRINGEMENT AND UNFAIR COMPETITION—Scope OF RELIEF—PARTICULAR 
INSTANCES 

Plaintiff held not entitled to injunctive relief nor to recover anything from defendants. 

Defendants held entitled to costs. 

To minimize chance of future confusion and avoid future litigation, defendants 
required in advertising matter and on labels, in addition to stating that defendants’ wine 
is “bottled by the Alabama Growers Association, Box 990, Montgomery, Alabama,” to 
plainly show in advertisements and on labels that the wine is “BOTTLED AND SOLD 
BY THE ALABAMA GROWERS ASSOCIATION, INCORPORATED, BOX 990, 
Montgomery, Alabama or by Ben R. Goltsman and Company.” 


Trade-mark infringement and unfair competition suit by A. N. Chappell and 
S. M. Chappell, doing business as The Bama Company against Ben R. Goltsman, 
et al, doing business as Ben R. Goltsman and Company, and also as Alabama 
Growers Association. Judgment for defendants but defendants required to use 
explanatory phrase in future. 
Henry L. Jennings (of Jennings & Carter) and Francis H. Hare, both of Birming- 
ham, Ala., and Thomas B. Hill (of Hill, Hill, Stovall & Carter) of Montgomery, 
Ala., for plaintiffs. 
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Beekman Aitken, of New York, N. Y., John C. Godbold and Truman M. Hobbs 

(of Godbold & Hobbs) of Montgomery, Ala., for defendants. 

KENNAMER, D. J.: 

This is a suit for a temporary and permanent injunction and for money dam- 
ages for the alleged infringement of a trade-mark and for unfair competition. 

A. N. Chappell and S. M. Chappell began business in Birmingham, Alabama 
in 1921 under the trade name ANCCO. This name was coined by taking the initials 
of A. N. Chappell and adding the abbreviation for Company. In 1924 ANCCO 
adopted the trade-mark “Bama” for its products, which they registered with the 
United States Patent Office in 1926 and in 1928 the name of the Company was 
changed to The Bama Company and the use of the name NACCO was discontinued. 
In 1946 the trade-mark “Bama” was renewed with the Patent Office. 

When the two Mr. Chappells began business in 1921, both were citizens of 
Birmingham, Alabama, and have continued as such until this day. The Company 
was formed in Alabama for the purpose of manufacturing certain products and the 
initial sales area of those products was Alabama. The business began with a capital 
outlay of some $7,500 and has grown progressively to be a business which, in the 
year 1950, had gross sales of over four and one-half million dollars. In 1933 the 
plaintiffs started operating a plant in Houston, Texas, and in 1937 built a new 
plant there. Plaintiffs began selling their products in states other than Alabama in 
1924. About fifteen percent of the products produced by the plaintiff company 
are made from blackberries. 

During an eight year period from 1941 to 1948, the plaintiffs spent $231,000 
on advertising their products. This amount does not include money spent in so- 
called good will advertising. This is an average of $28,875 per year on advertising. 
The company serves a territory composed of Georgia, Kentucky, Florida, Mississippi, 
Louisiana, Tennessee, North Carolina, South Carolina, Alabama, Arkansas, Texas, 
and a part of New Mexico. If the advertising were distributed equally among these 
states, it would amount to $2,406 per year per state. 


The plaintiff company employs between fifty and sixty employees in the Bir- 
mingham plant, a few more than this number in the Houston, Texas plant. It 
operates a total of nine trucks; five in Birmingham and four in Houston. 


The plaintiffs have never manufactured wine or other alcoholic beverages and 
have no intention of ever doing so. 

The defendant company, Alabama Growers Association, Inc., is owned by the 
defendant Goltsman, his wife, and son. Defendant Goltsman, having been in the 
wine business for several years in Montgomery, formed this new company to cooper- 
ate with the Chilton County Growers Association for the purpose of manufacturing 
a blackberry wine from Chilton County blackberries. In 1940 the defendant Asso- 
ciation began the sale of Bama Wine, which was produced from Chilton County, 
Alabama blackberries by the Monarch Company of Atlanta, Georgia and then 
shipped to the defendant Association where it was bottled and sold under the 
label Bama. 
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The defendant Goltsman, a well known sports enthusiast of Montgomery, a 
former owner of the Montgomery Baseball Club, selected the name “Bama” for this 
particular brand of wine, so he testified, because it was the nickname of the State 
of Alabama; the football teams of the University of Alabama are called by that 
name; two of his boys attended the University of Alabama; the wine was to be 
manufactured from Alabama grown blackberries, and the wine was to be bottled 
and sold exclusively within the State of Alabama. 

Goltsman further testified that at the time he selected this name for this partic- 
ular blackberry wine, he had never heard of the Bama Company of Birmingham and 
Houston and did not know of the products they manufactured under the brand 
name “Bama.” 

This Court has approached the infringement and unfair competition allega- 
tions from these aspects: 

(1) Whether the word “Bama” is primarily geographically descriptive. 

(2) If geographically designative, whether it has acquired secondary signifi- 
cance. 

(3) Whether there is confusion or likelihood of confusion in the mind of the 
public as to the origin of the products of the plaintiff and those of the defendants. 

(4) Whether the plaintiffs are entitled to the exclusive use of the word “Bama” 
on products for human consumption due to an association in the public mind 
between the plaintiff company, its products and the word “Bama.” 

(5) Whether, because of its numerous uses, including trade uses, all elements 
of originality and distinctiveness which may have adhered to the word, have long 
since been lost. 

This court, in the consideration of testimony, cannot disregard the human 
element. All of the witnesses for the plaintiffs impressed the court as being good 
citizens, however, without casting any reflections on any of them, they can be classi- 
fied as follows: 

(1) Active, zealous members of the Women’s Christian Temperance Union of 
Birmingham and Montgomery, anxious to take advantage of every oppor- 
tunity to crusade against alcoholic beverages. 

Citizens of Birmingham, Alabama and Houston, Texas who live in close 
proximity to the two plants of the plaintiff company. 

Citizens of Georgia and South Carolina who, due to personal acquaint- 
anceship with the two Mr. Chappells, or because of business dealings with 
the plaintiff company, are very familiar with the company and its products. 


There were, of course, two or three witnesses who would not fit into any of 
these classifications. 

There is evidence that the plaintiff company enjoyed a very favorable position 
in buying the producers’ blackberries in Chilton County, Alabama until the advent 
of the defendant Goltsman and associates into that field to compete with them in 
the buying of such berries, whereupon the plaintiffs’ purchases of blackberries from 
the grower’s association in that County materially decreased and in one year ceased 


altogether. 
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When this evidence is weighed with the other evidence in the case showing that 
numerous other concerns in Alabama and elsewhere are producing various articles 
such as food and soft drinks under the same colloquial name “Bama” without being 
sued, the question arises: Is all this effort expended to re-establish the plaintiffs’ 
favorable position as a buyer of Chilton County blackberries? Is the United States 
trade-mark law to be used to give effect to such results? 

This court is well aware that the defendants are not licensed to invade the 
rights of the plaintiffs because others might be doing the same thing; however, testi- 
mony that many other business establishments in Alabama and elsewhere use the 
word “Bama” as part of their trade name or as a trade-mark for products is par- 
ticularly significant in determining the meaning of the word, especially as to whether 
it is geographically descriptive, and also whether it has acquired secondary signifi- 
cance. It could be that such a word belongs in the public domain and is incapable 
of being the exclusive property of the plaintiffs. 

“The law governing trade-marks,” says Judge Wooley in Barton, et al. v. Rex- 
Oil Co., Inc., 2 Fed. 2d 402, “is but a branch of the law regulating trade com- 
petition. The policy of this law is to foster, not to hamper, competition, and it 
permits a monopoly in the use of the trade-mark only when it has become the abso- 
lute and exclusive property of the first users—good against the world. A merely 
descriptive name can never become such property, 265 U. S. 526, and the utmost 
the first user of such a name after it has acquired a secondary meaning can insist 
upon is that no one shall use it against him in an unfair way. Accordingly, the 
second user becomes an infringer only when he makes an unfair use of the mark. 
Not any competition, but only unfair competition on the part of such user is action- 
able.” See 13 Wall. 311, and other cases. 

“The test of secondary meaning is whether the trade-mark has become broadly 
known to the public as denoting a product of certain origin. Therefore, in looking 
for a secondary meaning this court is controlled by the fact that such a meaning 
has been acquired in the mind of the public rather than by the time it has taken 
for that fact to become established.” 2 Fed. 2d, 402. 

“Secondary meaning is association, nothing more. It exists only in the minds 
of those who identify some article of commerce or some business house by some 
name or sign and associate the two in their minds.” Herring-Hall-Marvin Safe Co. 
v. Hall’s Safe Company, 208 U. S. 554. 

Has the word “Bama” become broadly known to the public as denoting products 
of the plaintiff company? 

The court was particularly impressed with the testimony of Mr. Winstead, of the 
Alabama Feed Mills of Tuscaloosa, Alabama. This large concern manufactures 
and sells under the trade name “Bama” livestock and poultry foods and corn 
meal for human consumption. It has used the trade name “Bama” since 1945. 
This concern does an extensive business in Alabama, Florida, Louisiana, Mississippi, 
and Georgia; however, ninety-eight percent of its corn meal is sold in Alabama and 
each sack bears the imprint “Bama.” The corn meal is made from corn purchased 
in Alabama. At the time the name “Bama” was selected as its brand name, so Mr. 
Winstead testified, he had never heard of the Bama Company of Birmingham. The 
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name “Bama” was selected, so he testified, because the name of the company con- 
tained the word Alabama and “Bama” was short for Alabama; all its products were 
to be made in Alabama; the company was located in Alabama; the label on all its 
products was to have a picture of the map of the State of Alabama and of the 
goldenrod, the State flower at that time. 

The Alabama Feed Mills advertises these “Bama” products extensively in all 
the states in which it does business, and the advertising is varied. There are aprons 
with the words “Bama Feeds” inscribed thereon for the wholesale and retail houses 
with whom it does business; metal signs for roads and highways, “gopher” matches 
and thermometers, all with “Bama Feeds” on “Bama” corn meal, or both, printed 
thereon. 

Another large concern making products for human consumption and using 
the word “Bama” in its trade name and as a trade-mark is The Bama Pie Company 
of Dallas, Texas. This company began operations in 1927. It was begun by a Mr. 
and Mrs. Marshall. Mrs. Marshall was born in Selma, Alabama. Her given name, 
according to an exhibit in evidence, was Alabama and her nickname was “Bama”. 
She was noted for being a splendid cook. “Bama” pies are sold by Bama Pie Com- 
panies in Alabama, Oklahoma, Texas, Tennessee, Georgia, Mississippi, and Louisi- 
ana. There are eleven separate pie factories and their total gross sales for the 
year 1950 amounted to over three million dollars and the number of pies sold in 
that year was approximately fifteen million. 

One of the aspects of unfair competition is whether the defendants, in using 
the word “Bama,” if and after it had acquired secondary meaning, was reaping 
benefits to which it was not entitled. 

Another aspect of unfair competition is whether there is confusion as to 
the source of origin of the products of the plaintiffs and the defendants. 

The court made comment from the bench during the trial that seemed to 
mislead counsel for the plaintiffs as to what the court had in mind in regard to the 
matter of confusion. The court stated that it would be easier for confusion to exist 
if the two companies were manufacturing the same product at the same location 
and using the same trade name, than it would if the two manufactured entirely 
different articles at different places and there was printed on the label the name and 
location of the company which manufactured each article. Counsel for the plaintiffs 
seemed to think the court thought there had to be competition. Confusion, not 
competition, is the real test. 

“Though relief is not to be denied if the businesses are non-competitive, the 
apprehension of confusion is less in non-competitive than in competitive business.” 
American Automobile Ins. Co. et al. v. American Auto Club, 184 Fed. 2nd, 407. 

The witnesses who testified orally and by depositions for the plaintiffs, mostly 
citizens who live in and around Birmingham, Alabama and Houston, Texas, where 
the plants of the plaintiffs are located, testified as to the confusion that existed in 
their minds as to the source of origin when they first saw advertisements on bottles 
of wine with the “Bama” label on it. This, no doubt, would be true with some persons 
living in these localities. However, the confusion must exist in the mind of the 
public generally, not with a few. 
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“As probable confusion cannot be shown by pointing out that at some place, at 
some time, someone has a false identification, so the possibility that in rare and 
isolated instances relatively few persons may carelessly mistake the source does not 
warrant relief.” American Automobile Ins. Co. et al. v. American Auto Club, 184 
Fed. 2nd 407. 

An equal number of witnesses for the defense testified that no confusion existed 
in their minds when they first saw advertisements on bottles of the wine bearing 
the label “Bama,” and they offered as an explanation for the absence of such con- 
fusion that one company was engaged in the manufacture of foods and the other 
wine; that the two products were sold in separate establishments; that the word 
“Bama” on any products means only to them that it was made in Alabama or had 
some connection with Alabama; and that, there are so many business concerns in 
Alabama that use the word “Bama” in their trade name or as a trade-mark 
that they do not associate a product with that name on it as being the product 
of any particular concern unless they read the label to find out who manufactured it. 

Mr. Henson, of the Bama Pie Company, of Montgomery, Alabama, and Mr. 
Winstead, of the Alabama Feed Mills of Tuscaloosa, Alabama, both testified that 
they had never had a complaint from anyone that there was confusion as to the 
source of origin as to their products and the products of the plaintiff company. The 
defendant Goltsman also testified that no statement had ever been made to him by 
anyone about confusion as to the source of origin between his wine and the products 
of the plaintiff company. 

Counsel for the plaintiffs placed much emphasis on the affirmative nature of 
the testimony presented by the plaintiffs that confusion did exist in the minds of 
such witnesses, whereas, the testimony of the defendants’ witnesses was in the nega- 
tive. It was counsel’s insistence that such affirmative testimony should be more con- 
vincing; that it should have more consideration, and that it should carry greater 
weight. 

If the court follows such an approach to the consideration of testimony, such 
would be most damaging to the plaintiffs in dealing with the meaning of the word 
“Bama.” Defendants’ witnesses testified affirmatively that such was the nickname 
of the State of Alabama; that they had heard of the State of Alabama referred to 
as “Bama” on numerous occasions, and that the use of the word “Bama” on products 
means only to them that it is produced in Alabama or has some such connection 
with Alabama. Of course, no witness admitted to hearing the word used in such an 
awkward expression as: “I am from Montgomery, Bama.” Mrs. Lovett testified 
that on trips to New York she was referred to as the lady from “Bama”; a witness 
testified that when in the military service boys from Alabama were referred to as 
being from “Bama”; a witness testified that she was referred to as the girl from Bama 
while on a trip to California; a witness stated that on a visit to New York, when 
asked where he was from, he replied “Bama”; a witness testified that a drunk soldier 
cursed him and the people of “Bama” when he refused to sell him any liquor when 
he came into his business establishment. 

The testimony for the plaintiffs in regard to the State of Alabama being known 
by the name “Bama”, was in the negative. Most of them did state that they had 
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heard the University of Alabama and the University of Alabama football teams 
referred to by the name “Bama.” 

The Court knows of no way to combat affirmative testimony other than with 
negative testimony, in such instances. 

Witnesses who testified for the plaintiffs and who made careful and diligent 
search of newspapers published in the Birmingham area over a period of years, 
found instances in papers published many years ago of the use of the word “Bama” 
as referring to the State of Alabama. Mr. Hudson, a witness for the defendants, 
testified that such a word is an abbreviated affectionate appellation for the State 
of Alabama and the uses of such abbreviated words are considered as undignified 
nicknames and the general rule is not to use them except on the sport pages. Mr. 
Hudson is assistant editor and manager of the Montgomery Advertiser and has had 
many years’ experience in the newspaper business. 

Certain objections were made by the defendants to certain questions propounded 
to witnesses who testified by depositions, and all such objections are overruled. 

Based on the testimony and the evidence presented in this case, and after careful 
consideration of the briefs filed by plaintiffs, defendants, and by amicus curiae on 
behalf of the Chamber of Commerce of the City of Tuscaloosa, Alabama (opposing 
plaintiffs’ contentions), the Court makes the following findings of fact, conclusions 
of law, and decree: 

FInDINGs OF Fact 


1. On October 19, 1926, plaintiffs were granted certificate of trade-mark reg- 


istration No. 219,358, by the United States Patent Office for mayonnaise, peanut 
butter, and fruit in sugar, in Class 46, Foods and Ingredients of Foods, which was 


renewed October 19, 1946. 


2. Plaintiffs have never been granted a certificate of trade-mark registration 
by the United States Patent Office for wine, nor have they ever applied for such 
certificate. 

3. The word “Bama” is a contraction of the word Alabama, is commonly used 
as a nickname for the State of Alabama, and is descriptive of the State of Alabama. 


4. The word “Bama” is geographically descriptive and is primarily descriptive 
as applied to plaintiffs’ goods. 

5. Plaintiffs’ use of the word “Bama” as a trade name and as a trade-mark 
has not been to such an extent that it has become broadly known to the public as 
denoting a product of the plaintiff company. 

6. Plaintiffs have not been the exclusive user of the word “Bama” in connec- 
tion with the manufacture and sale of their products to such an extent that an asso- 
ciation has grown up in the public mind between the plaintiff company, its products, 
and the word “Bama.” 

7. There are numerous business establishments all over the State of Alabama 
which use the word “Bama” in their trade name or as a trade-mark and have made 
such use for many years, some of them are: 
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In Tuscaloosa: Bama Finance Co.; Bama Beauty Parlor; Bama Bowling Center; 
Bama Cleaners; Bama Drug Co.; Bama Eat Shop; Bama Theatre, and 
several others. 

In Talledega: Bama Realty Co., and Bama Service Station. 

In Alexander City: Bama Theatre. 

In Decatur: Bama Cigar & Candy Co. 

In Town Creek: Bama Theatre. 

In Gadsden: Bama Theatre. 

In Dothan: Bama Wholesale Co. 

In Cullman: Bama Cafe. 

In Athens: Bama Cafe. 

In Phenix City: Bama Club Restaurant; Bama Cafe. 

In Mobile: Bama Drive-In Theatre. 

In Birmingham: Bama Fuel Co.; Bama Grill; Bama Hardware Stores, Inc.; 
Bama Lumber Co.; Bama Sheet Metal Co.; Bama Super Market; and 
Bama Trailer Sales. 

In Montgomery: Bama Distributing Co.; Bama Foundries; Bama Oil Co.; 
and Bama Pie Co. 

In Demopolis: Bama Auto Part Co. 

In Brewton: Bama Beverage Company, which bottles a soft drink bearing the 
name “Bama” and a map of the State. 


8. The word “Bama,” a nickname for the State of Alabama, through long 
general use by numerous business establishments, both as a trade name and a trade- 
mark, has lost all elements of originality and distinctiveness and has not acquired 
a secondary meaning in the mind of the public as denoting any particular business 
concern or the products of any particular business concern. 

9. The reputation, credit, and business of the plaintiff company are not 
impaired by the defendants using the label “Bama” on blackberry wine, which they 
bottle and sell in the State owned liquor stores of Alabama. 


10. Plaintiffs’ products are sold only in the wholesale and retail grocery 
stores and never in wholesale or retail liquor stores in the State of Alabama. 


11. Defendants’ wine is manufactured from blackberries grown exclusively 
within the State of Alabama, the wine is bottled within the State of Alabama; and 
the wine is sold only to the Alabama Beverage Control Board. 

12. Defendants’ wine is sold only in retail liquor stores to the public and 
never in wholesale or retail grocery stores. 

13. Plaintiffs have never manufactured or offered for sale wine, and have 
no intentions of doing so. 

14. There has been no confusion on the part of the general public as to the 
source of origin of plaintiffs’ and defendants’ products and there is no likelihood 
of such confusion in the future. 

15. Any element of bad faith, unfair competition, or perfidious dealing on the 
part of the defendants is here lacking. 
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ConcLusIONS OF LAw 


1. The court has jurisdiction of the parties and of the subject matter involved 
in this cause of action. 

2. The word “Bama” being a contraction of the word Alabama, commonly 
used as a nickname for the State of Alabama and geographically descriptive, and 
primarily geographically descriptive as applied to plaintiffs’ goods, the plaintiffs 
not having been the exclusive user of such word in connection with the manufacture 
and sale of its products to such an extent that an association has grown up in the 
public mind between the plaintiff company, its products, and the word “Bama,” 
the use of the word “Bama” by the defendants as a trade-mark for blackberry wine 
does not constitute an infringement of the plaintiffs’ registered trade-mark for 
mayonnaise, peanut butter, and fruit in sugar. 

3. Since there is no confusion or likelihood of confusion in the mind of the 
public as to the source of origin of the plaintiffs’ products with those of the defend- 
ants, the use by the defendants of the trade-mark “Bama” on blackberry wine is 
not an infringement of the plaintiffs’ registered trade-mark for mayonnaise, peanut 
butter, and fruit in sugar. 

4. The word “Bama,” a nickname for the State of Alabama, through long 
general use, has lost all elements of originality and distinctiveness and has not 
acquired a secondary meaning in the mind of the public as denoting the products 
of any particular producer and is available for use as a trade-mark for all who, 
fairly and in good faith, and where no general confusion or likelihood of confusion 
exists in the mind of the public as to the source of origin of such goods, choose to 
make use of it. 

5. The plaintiffs are not entitled to the relief sought. 


6. The defendants are not entitled to recover any damages under their 
counterclaim. 
Orver, JUDGMENT AND DECREE OF THE CourRT 


It is, therefore ordered, adjudged, and decreed by the court that the plaintiffs 
have and recover from the defendants nothing; that the relief prayed for in the 
bill of complaint be, and is, denied; and that judgment be, and is, for the defendants. 

The plaintiffs are taxed with cost, for which execution may issue. 

It is further ordered that, in order to minimize the chance of confusion in the 
future, and to avoid future litigation, the defendants be, and are required in the 
future, in all advertising matter and wine labels, in addition to stating in such 
advertising and on such labels that the wine is bottled by the Alabama Growers 
Association, Box 990, Montgomery, Alabama, to plainly show in such advertise- 
ments and on such labels that the wine is BOTTLED AND SOLD BY THE ALA- 
BAMA GROWERS ASSOCIATION, INCORPORATED, BOX 990, Montgom- 
ery, Alabama, or by Ben R. Goltsman and Company. 

This 20th day of September, 1951. 
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RAINBOW ART COMPANY, INC. v. SEARS ROEBUCK AND COMPANY 
No. 536—U. S. D. C. S. D. W. Va.— August 31, 1951 


TRADE-MARKS—VALIDITY—EFFECT OF REGISTRATION 
Although rebuttable, 1905 Act registration furnishes strong presumption of validity. 


TRADE-Marks—AcQuisITION oF RiGHTS—-GENERAL 

Word which is merely descriptive of ingredients, qualities or characteristics of 
article of trade canont be appropriated as a trade-mark nor obtain legal protection 
for its exclusive use. 

Word which is descriptive of one class of goods may be purely arbitrary and 
fanciful when used on goods of another class. 

Word which is merely suggestive may be valid trade-mark; and in many cases 
it is a close and difficult question to decide whether a name is descriptive or suggestive. 


Trape-Marxks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 
“Rainbow” held descriptive of table glassware and not a valid technical trade-mark 
therefor. 


Trade-mark infringement suit by Rainbow Art Company, Inc. against Sears, 
Roebuck and Company. Judgment for defendant dismissing complaint. 


E. Henry Broh and Ned O. Heinish, of Huntington, W. Va., for plaintiff. 

E. A. Marshall, of Huntington, W. Va., and Frank H. Marks, of Chicago, IIl. 
(Fitzpatrick, Strickling, Marshall & Huddleston, of Huntington, W. Va., and 
Lederer, Livingston, Kahn & Adsit, of Chicago, IIl., on the brief) for de- 
fendant. 

Warkxins, D. J.: 

Plaintiff seeks an injunction against the defendant for alleged infringement 
of a federally registered trade-mark. Many issues were raised by the pleadings, 
but at the pre-trial conferences, all issues were eliminated, except one, and the case 
was submitted to the court for final decision in favor of the plaintiff or defendant, 
depending on how the court decided that single issue. As stated in the order of 
submission, that issue is as follows: 


“whether, on the basis of plaintiff’s registered trade-mark, the plaintiff is entitled 
to the exclusive use of the word ‘Rainbow’ in connection with glassware and, there- 
fore, entitled to the injunctive relief prayed for, or whether, as defendant contends, 
‘Rainbow’ is a word in the public domain and not subject to such appropriation.” 


In other words, the defense is that the registered trade-mark is invalid because 
descriptive. The case was submitted to the court upon stipulations as to facts, 
questions and answers to interrogatories, and affidavits and exhibits filed. In view 
of the limited issue upon which the case is now submitted for decision, some of 
this evidence is now immaterial. There is little dispute in the material facts. 

The Rainbow Art Company, Inc., of Huntington, W. Va., is a small company 
producing high grade hand-decorated table glassware. It obtained its technical 
trade-mark registration on August 28, 1945. In the original application plaintiff 
asked for a trade-mark consisting of the word “Rainbow” arranged in a semi-circle 
over the words “Hand Decorated.” The design resembles an old fashioned lady’s 
fan in open position, or might be interpreted as a sunrise or sunset with outwardly 
directed rays. The Patent Office denied registration for the reason that the words 
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“Hand Decorated” are “descriptive of the goods with which the word is used,” 
and stated that upon disclaimer of the words “Hand Decorated,” the mark was 
proper subject for registration. Plaintiff expressed a desire that the trade-mark 
apply to “all kinds of glassware decorated by hand, screen or printing, in luster, 
enamel colors, gold, platinum, silver, etc., in all kinds of designs,” or in the alterna- 
tive, “table, art, gift, ornamental, decorative, etc.,” but neither suggestion was 
approved. The Patent Office suggested that the trade-mark be limited to “Glass 
Tableware, in Class 33, Glassware.” A new application was filed in which no claim 
was made for use of the words “Hand Decorated,” apart from the mark itself, and 
in which the scope of the trade-mark was limited to Glass Tableware, as sug- 
gested, whereupon the mark was duly registered. Since August 28, 1945, plaintiff 
has used the trade-mark and advertised extensively on a national basis, centering 
its advertising on the word “Rainbow” as applied to Table Glassware. Plaintiff does 
not contend that the defendant has ever used the fan design, the complaint being 
restricted to the word “Rainbow.” 

The only act complained of by plaintiff is a single newspaper advertisement 
appearing over defendant’s name in the Louisville, Kentucky, Courier-Journal 
for May 22, 1949, in which a set of glassware was designated as “rainbow glass- 
ware’ and offered for sale. It is this use of the word “rainbow” of which the 
plaintiff complains. Forty-two pieces of glassware were offered for ninety-nine 
cents. Included in the glassware were ice tea, juice and ordinary drinking glasses. 
Each of these was brightly decorated with multi-colored bands extending around 
the glass. The carton containing the glassware bore a stenciled notation, ‘“Cali- 
fornia Rainbow.” In answer to an interrogatory it was learned that defendant had 
used the word “Rainbow” in three other advertisements as follows: Buffalo Evening 
News for September 9, 1948, wherein the goods were offered as “California 
Rainbow”; the Washington, D. C. Sunday Star for September 24, 1948, offering 
“California Glassware Set—Colonial Rainbow Design,” and in the Birmingham 
News-Age-Herald for May 1, 1949, offering “Rainbow Color Glasses.” Defendant 
contends that in all of these advertisements the word “Rainbow” was used to describe 
a characteristic of the merchandise; that the word “Rainbow” was synonymous 
with “Rainbow Colored” or “Rainbow Banded,” and that in offering this glass- 
ware for sale it had a right to describe this color characteristic. 

Plaintiff does not sell glassware with multi-colored stripes or bands on it. Its 
ware is heavy and hand-decorated as compared to the thin banded glassware which 
defendant advertised. 

The Patent Office has registered other trade-marks of the word Rainbow as 
follows: Rainbow, Sept. 26, 1922 to Rainbow Import & Export Corp. Class 13 
(Hardware, etc.) specifically for aluminum kitchen utensils; Rainbow, Sept. 4, 
1928 to National Enameling & Stamping Co. Class 2 (Receptacles) specifically 
for metallic garbage cans, etc.; Rainbow, June 25, 1929 to Nocatee-Manatee Crate 
Co. Class 2, specifically for fruit and vegetable hampers; Rainbow, Sept. 28, 1937 to 
Cumberland Chemical Co. Class 50 specifically for bottle caps; California Rainbow, 
Feb. 8, 1938 to Mearl C. Meyers, d. b. a. Myers Pottery, Class 30 (ceramics) 
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specifically for pottery goods, dinner ware, vases, flower pots, urns and mixing 
bowls. (This mark specifically disavows the term California as being geographic. ) 


The plaintiff is not asking for any damages and has made no effort to establish 
a “secondary meaning” for the word “Rainbow” as applied to Table Glassware, 
but relies upon its technical trade-mark for the injunctive relief asked. Like- 
wise the defendant asserts as its only defense that the trade-mark is descriptive 
and, therefore, not subject to such appropriation. 


15 U. S. C. A., Section 85 (in effect when this mark was registered), pro- 
vided that trade-marks might be registered. Registration was denied of marks 
“which are descriptive of the goods with which they are used, or the character or 
quality of such goods, or merely a geographical name or term.” Former Section 96 
provided that the registration of a trade-mark “shall be prima facie evidence of 
ownership.” Such registration “furnishes a strong presumption of its validity,” 
although this presumption is, of course, rebuttable. Chapin-Sacks Mfg. Co. v. 
Hendler Creamery Co., 4 Cir., 254 F. 553, 556; Autoline Oil Co. v. Indian Ref. Co., 
D. C., 3 Fed. 2d 457, Soper, J. 

The genera! law with reference to descriptive words in a trade-mark was 
stated by Judge Soper in Bliss, Fabyan & Co. v. Aileen Mills, 4 Cir., 25 F. 2d 370, 
372, as follows: 

“Tt is settled, beyond all controversy, that a manufacturer has no right to the 
exclusive use of a descriptive word in connection with his goods, and if nevertheless 

he adopts such a trade-mark, he himself is largely to blame for the confusion which 

ensues when other manufacturers, with equal rights, adopt similar terms to describe 

their products.” 


It is also true that a descriptive word, in common use, may be a good 
trade-mark, if it in no manner describes the class of goods on which the trade- 
mark is used, and has no natural meaning in relation to such goods. W. G. Reardon 
Laboratories, Inc. v. B. & B. Exterminators, Inc., 4th Cir., 71 F. 2d 515, 518; 
Nims on Trade-Marks and Unfair Competition, 3d Ed., Ch. 4. A word which is 
descriptive when used on one class of goods may be purely arbitrary and fanciful 
when used on goods of another class. In re Vortex Cup Co., 83 F. 2d 821. It is also 
well settled that a word which is merely suggestive may be the subject of a valid 
trade-mark. For example, in the case last cited, the court held that although the 
word “Trophy” might suggest that appellant’s paper drinking cups are of high 
quality, it is not, for that reason, descriptive of them, or of any characteristic or 
quality possessed by them. Likewise it has been held that the word “Sunshine” for 
stoves was a descriptive word used in an arbitrary and non-descriptive manner, and 
although it was suggestive, it did not describe any characteristic or property of 
a stove, and was a valid mark. Reading Stove Works v. S. M. Howes, 201 Mass. 
437, 87 N. E. 751, 21 L. R. A. (N. S.) 979. Other suggestive but non-descriptive 
names which have been approved as valid trade-marks are: ‘Mouse-Seed” as 
applied to poison grain for mice. W. G. Reardon Laboratories v. B. © B. Exter- 
minators, supra; “Arch Builder” and “Heel Leverer” as applied to shoes, In re 
Irving Drew Co., 54 App. D. C. 310, 297 F. 889; “Chicken of the Sea” as applied 
to canned tuna, Van Camp Sea Food Co. v. Alexander B. Stewart Organizations. 
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Cust. & Pat. App., 50 F. 2d 976. These names are suggestive, because it takes 
some mental effort for one to determine in what manner the name is appropriate 
to the product or suggestive of some characteristic of the product. They do not 
describe any characteristic or property of the product. 

In many cases it is a close and difficult question to decide whether a name 
is descriptive or merely suggestive. Nims on Trade-Marks and Unfair Competition, 
4th Ed., Sec. 201, page 538, would apply the following test: 


“A practical test is to inquire whether giving to the Plaintiff the right to appro- 
priate the word as his Trade-Mark is in any way, ‘restricting others from properly 


999 


describing similar articles produced by them’. 


Applying this test here, we must first concede that defendant had the right 
to sell “Table Glassware” produced by others, and it had the right to describe 
the characteristics and properties of that glassware, in any proper manner, not- 
withstanding plaintiff’s trade-mark or any other registered trade-mark. The reason 
for this rule is stated in Avery & Sons v. Meikel & Co., 81 Ky. 79, 90, 1883, 
as follows: 

“The alphabet, English vocabulary, and arabic numerals are to man in con- 
veying his thoughts, feelings and truth, what air, light and water are to him in the 
enjoyment of his physical being. Neither can be taken from him. They are the 
common property of mankind, in which all have an equal share and character of 
interest. From these fountains whosoever will may drink, but an exclusive right to 
do so cannot be acquired by any.” 


As stated by Mr. Justic Sutherland in Warner v. Lilly, 265 U. S. 526, 528, 68 


L. Ed. 1161, 1163: 


“A name which is merely descriptive of the ingredients, qualities, or charac- 
teristics of an article of trade cannot be appropriated as a trade-mark and the 
exclusive use of it afforded legal protection. The use of a similar name by another 
to truthfully describe his own product does not constitute a legal or moral wrong, 
even if its effect be to cause the public to mistake the origin or ownership of the 
product.” 


We are all familiar with the rainbow which appears in the sky following a 
rain. It is a radiant arc of multi-colored bands. Webster’s Unabridged Dictionary 
shows the word “rainbow” as an adjective, “like a rainbow.” It is beautiful and 
attractive, and there is no wonder that it is so commonly used to denote some- 
thing “rainbow colored” or something “colored like a rainbow.” Consequently 
it is not surprising that the dictionary shows application of the word to numerous 
objects, such as “rainbow cactus,” “rainbow duck,” and “rainbow trout.” 

One of the most important qualities or characteristics of table glassware is 
its color. In that manner alone, some glassware may be distinguished from others. 
Likewise the particular type of decoration is a most important property of table 
glassware, whereas color and decoration would be of no importance or significance 
in kitchen utensils, bottle caps, or garbage cans, for which the word “Rainbow” 
has been registered as a trade-mark. When used as trade-marks on these objects, the 
word does not restrict “others from properly describing similar articles produced by 
them,” because the decoration or color of these articles are of no significance. 
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When so used the word is technical or arbitrary, and not descriptive. But we 
have an entirely different situation when the word is used to denote table glassware. 


Defendant had for sale a cheap grade of table glasses, the glasses being dec- 
orated or colored by many bright multi-colored bands around each glass. On 
these very inexpensive glasses, it is quite obvious that the bright and gaudy coloring 
would constitute their chief selling point and attraction to the customers who 
would be purchasing that quality of glassware. Whether defendant had prior 
knowledge of plaintiff’s registered mark does not appear, but even without such 
knowledge, it is reasonable to believe that defendant could very properly have 
selected the words “rainbow glassware” to describe these particular glasses. What 
one word would have better described the most attractive and most important 
selling quality or characteristic of this merchandise? Advertising is expensive, and, 
like sending a telegram, one seeks to say as much as possible in a single word. 
The word “rainbow” denoted “rainbow colored” or “rainbow striped,” the most 
attractive characteristic of the glasses, and the one which chiefly distinguished these 
glasses from other inexpensive ware. 


I am of the opinion that the word “Rainbow” is descriptive of “Table Glass- 
ware” and that plaintiff does not have a valid technical trade-mark The prayer 
of the plaintiff for an injunction is denied and judgment will be entered for the 
defendant. 


NEBRASKA CONSOLIDATED MILLS v. SHAWNEE 
MILLING COMPANY 


No. 4598—U. S. D. C. W. D. Okla.—August 3, 1951 


TrapDE-Marks—AcQuisITION OF RiGHTS—GENERAL 
On facts of record, held that any concession by defendant as to its use of mark 
was based upon plaintiff’s incorrect statement as to registration and exclusive rights. 


TRADE-MARK INFRINGEMENT AND UNFAIR CoMPETITION—EvIDENCE—GENERAL 
On facts of record, plaintiff held to have failed to prove priority since there was 
no satisfactory evidence of actual use of “Mother’s Best” by plaintiff or its predecessor 
before 1920 and the evidence supports finding that defendant and its predecessors had 
used “Mother’s Pride” since about 1909. 
TrapDE-Marks—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—PARTICULAR INSTANCES 
The word “‘Mother’s” held incapable of exclusive commercial use by anyone because 
it has become so attached to everything connected with the home as to be universal 
in use and in meaning. 
The word “best” held a well recognized superlative, universally denoting the highest 
grade of material and exclusive rights may not be acquired in it. 
The word “pride,” as used in the flour trade, held to signify high grade and 
nothing more. 
TrapE-Marks—Marxs Not ConrusinGiy SIimMILAR—PARTICULAR INSTANCES 
“Mother’s Pride” held not confusingly similar to “Mother’s Best,” used on the 
same goods. 
On facts of record, design of defendant’s flour bags held not so similar to plaintiff's 
as to be likely to deceive purchasers. 
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Trade-mark infringement and unfair competition suit by Nebraska Consolidated 
Mills against Shawnee Milling Company. Complaint dismissed. 

Byrne A. Bowman, of Oklahoma City, Okla., and Wilkinson, Huxley, Byron © 

Hume, of Chicago, IIl., for plaintiff. 

Abernathy & Abernathy, of Shawnee, Okla., for defendant. 
Vaucut, C. J.: 

The plaintiff, a Nebraska corporation engaged in the flour milling business, 
with its principal place of business at Omaha, seeks to enjoin the defendant from 
the infringement of its trade-mark “Mother’s Best,” and for further relief. 

It alleges that it has been engaged in the manufacture of flour, and the expen- 
sive advertising, distribution and sale of flour under the trade name “Mother’s 
Best” for many years; that by itself and through its predecessor it has used said 
name since 1911; that the defendant has entered the market in the territory occu- 
pied by plaintiff, particularly in Alabama, in competition with plaintiff, with a 
flour under the trade name “Mother’s Pride”; that said name is an infringement 
of its trade-mark “Mother’s Best,” and that the defendant in competing in said 
territory is engaged in unfair competition. Plaintiff seeks to enjoin defendant (a) 
from conducting business and from using in the manufacture, sale and distribution 
of flour or similar products, the trade name “Mother’s Pride,” “Mother’s,” or any 
combination thereof in which “‘Mother’s” is the predominating word or any colorable 
imitation of plaintiff’s trade-mark ‘“Mother’s Best,” and (b) from unfairly com- 
peting with plaintiff in the sale of flour and related products, and asks for an 
accounting and other relief. 

Defendant in its answer denied that it is unfairly competing with the plaintiff 
in the sale and distribution of flour under the trade name “Mother’s Pride” and 
alleged that it has used the trade name “Mother’s Pride” throughout the Southwest 
for many years and continuously since it acquired the trade name from its prede- 
cessor; that it acquired the trade name in 1932 but said trade name had been used 
continuously since 1909 by its predecessor. The defendant further alleges that the 
name “‘Mother’s” belongs to the public and is not susceptible of exclusive appropri- 
ation by any manufacturer or distributor, and that the packages, containers, labels, 
et cetera bearing the names “Mother’s Best” and “‘Mother’s Pride” are so dissimilar 
that the ordinary buyer exercising ordinary intelligence in business matters would 
not be confused by the brands or names. 

The facts are that prior to 1920 Henry Glade & Co. had applied for the regis- 
tration of the trade-mark “Mother’s Best” but was unsuccessful. It is admitted 
that the trade-mark “Mother’s Best” was never registered in the United States 
Patent Office and that plaintiff had no knowledge of the use of such trade-mark 
prior to 1920 when, in purchasing the assets and good will of Henry Glade & Co., 
it found that said company had made some use of said trade-mark but the evidence 
is indefinite as to whether any flour was ever sold prior to 1920 by Henry Glade & Co. 
under the trade name “Mother’s Best.” Since 1920 the plaintiff has used and adver- 
tised ““Mother’s Best” as a trade name continuously and extensively. 

The evidence also discloses that the name “Mother’s Pride” was a flour brand 
used by Okeene Milling Company as early as 1909 and was being used in 1917 
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when said company was sold to J. Lloyd Ford, operating as Shawnee Milling Com- 
pany. The Shawnee Milling Company was organized as a corporation in 1932 and 
it has used the brand “Mother’s Pride” continuously and extensively. 


The evidence further discloses that ‘““Mother’s Best” was the name of a brand 
used by Pauls Valley Milling Company as early as 1907, which company was 
purchased by Shawnee Milling Company in 1915. 

There apparently was no conflict between plaintiff and defendant in the dis- 
tribution of their flours until 1940 when the plaintiff, under date of January 4, 
1940, wrote J. Lloyd Ford that it was advised the defendant was using the brand 
“Mother’s Best” in the State of Alabama. This letter, signed by R. S. Dickinson, 
President, further stated: “This brand, Mr. Ford, has been registered by us and 
used by us a good many years, and in that particular territory for about ten years,” 
and requested that the use of said brand by defendant be discontinued. On January 
8, the defendant, through its sales manager, wrote Mr. Dickinson as follows: 

“Since you are registered, we will, of course, refrain from shipping this brand 

of flour into the territory. We were not aware of the fact that the brand belonged to 

you, and the truth of the matter is, we have been using it for quite some time 

here in Oklahoma. 


“We are advising our salesmen to withdraw this brand from sale, and you 
may rest assured that we will not offer it any more.” 


On March 5, 1940, the plaintiff wrote the sales manager of the defendant company 
stating that the defendant was still selling “Mother’s Best” in Alabama and called 
attention to the defendant’s letter in which it agreed to refrain from further sales 
of ‘““Mother’s Best” in that territory. Replying on March 7, 1940, the sales manager 
of defendant explained that the sale of “Mother’s Best” in Alabama was an over- 
sight, as the shipment was made while he was out of the office, by an employee who 
was not aware of the correspondence between the plaintiff and the defendant 
relative to the sale of ‘““Mother’s Best,” and stated further: 
“We assure you that we had no intention of going around our letter in which 
we told you that we would discontinue the brand down there, and we really feel 


that your salesman is unduly alarmed as there has only been ten barrels of the flour 
sold.” 


On December 17, 1941, plaintiff, through its president, wrote Okeene Milling 
Company as follows: 
“# # * T noticed several sacks of your ‘Mother’s Pride’ flour distributed in that 
territory. 
“For your information, Gentlemen, we have been distributing our ‘Mother’s 
Best’ flour throughout the Southeast for a good many years. This would include some 
in Mississippi, Tennessee, and a considerable amount in Alabama, Georgia and the 
Carolinas over a period of years.” 


The letter claimed priority of the use of “Mother’s Best” and inquired about the 
use of the brand ‘“‘Mother’s Pride” by defendant. Mr. Ford, as president of Shawnee 
Milling Company, answered this letter February 6, 1942, in which he called atten- 
tion to the fact that Shawnee Milling Company had been using the brand “Mother’s 
Pride” since 1917 when it was bought from Okeene Milling Company and that it 
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had been used for many years before that time. On March 11, 1942, defendant, by 
its sales manager F. H. Bateman, wrote the plaintiff: 


“Referring to correspondence which has taken place between yourself and Mr. 
Ford with reference to our Mother’s Pride label from our Okeene Milling Company 
plant which Mr. Ford advised you was being held for my return to the office, has 
not come to my attention and I will endeavor to answer your letters of December 17 
and March 3.” 


This letter stated that ‘““Mother’s Pride” had been a leading brand of their Okeene 
plant for a good many years and had been sold in the South and Southeast for 
possibly twenty years or more. It called plaintiff's attention to the fact that de- 
fendant also had a brand “Mother’s Best” which belonged originally to its Pauls 
Valley plant; that some three or four years earlier plaintiff requested defendant to 
withdraw that brand from sale in Arkansas and some of the Southeastern states, 
which was done, and stated that at that time not a sack of “‘Mother’s Best” was 
being offered for sale in the territory claimed by plaintiff. The letter, in recalling 
defendant’s long use of the brand “Mother’s Pride,” concluded: 


“There are, as you know, any number of brands of flour with the word Mother’s 
on them and in view of the above explanation, we do not feel that you would be 
justified in asking us to withdraw our Mother’s Pride brand nor do we feel that it 
would be fair to our customers long established on this brand to do so.” 


Plaintiff replied to this letter on March 14, 1942 as follows: 
“I am aware, Mr. Bateman, that you have used this “Mother’s Pride” brand 

for a good many years, and I, myself, think that the difference between the two 

brands is enough so that there will be no great deal of confusion.” (Emphasis 

supplied. ) 
Further correspondence was had which is not material as it had to do with the 
use by the defendant of the brand “Mother’s Best.” 

It is apparent from the correspondence that on October 8, 1943 defendant dis- 
continued the use of the trade-mark “Mother’s Best” on its flour, and no further 
contention arose between the parties until October 16, 1946, when the president 
of plaintiff company, by letter, protested the use of “Mother’s Pride” in Alabama 
and stated: 


“If you will refer to your letter to us of September 29th, 1943, you will note 
you state your intentions to discontinue this brand entirely. I really think, Mr. 
Ford, that that is the smartest thing you could possibly do.” 


In July, 1949, the defendant wrote the president of the plaintiff company refer- 
ring to the previous correspondence. (It appears that much of the correspondence 
between the parties was destroyed by a fire in the defendant’s building and refer- 
ences to prior letters were made from memory.) Mr. Ford reviewed the correspond- 
ence in which he stated that they had agreed to discontinue the use of “Mother’s 
Best,” but denied they had ever agreed to discontinue the use of “Mother’s Pride,” 
and further advised that they had applied for registration of “Mother’s Pride” at 
the Patent Office. He again assured plaintiff that it was not their desire in any way 
to interfere with the use of plaintiff’s ‘““Mother’s Best” but they would continue to 
use “‘Mother’s Pride.” 
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There are certain things in the correspondence which are significant. In the 
letter of Mr. Dickinson on January 4, 1940 he made the statement: “This brand, 
Mr. Ford, has been registered by us and used by us a good many years, and in that 
particular territory for about ten years.” This statement was not correct. Mr. 
Dickinson testified that this brand had not been registered, that the plaintiff's 
predecessor had applied for registration but it was not granted. It appears that any 
concession made by the defendant as to the use by it of “Mother’s Best” was made 
upon the plaintiff's representation that it was registered by plaintiff and that it had 
exclusive right to its use. Nowhere in the correspondence, however, did defendant 
ever agree to discontinue the use of “Mother’s Pride.” The evidence discloses that the 
defendant and its predecessor had used “Mother’s Pride” since approximately 1909 
and that plaintiff had used ““Mother’s Best” since 1920 and was advised that it had 
been used by its predecessor, Henry Glade & Company, since approximately 1911. 
However, there was no satisfactory evidence introduced to show the actual use and 
sale of flour under the name “Mother’s Best” by the plaintiff or its predecessor 
prior to 1920. 

At this point it might be helpful to discuss briefly the use of ‘“Mother’s Best” 
and “Mother’s Pride” as trade names. The word or identity “mother” is just as old 
as the human race. It had its origin in the Garden of Eden when Eve became the 
first mother. The name mother is so intimately associated with the home and the 
family that one is never thought of without the other. In our modern commercial 
life the word mother has become so attached to everything connected with the home 
that the name has taken on commercial significance and has been applied or 
attached to almost every home article or device which would appeal to the buying 
public. There is not only mother’s flour, but mother’s oats, mother’s cocoa, mother’s 
mayonnaise, mother’s salad dressing, mother’s sandwich spread, mother’s meal, 
mother’s syrup, mother’s extracts, and many other articles for home use. The word, 
therefore, has become so universal in meaning and in use that its exclusive use for 
any commercial purpose has been judicially prohibited. As to flour, the evidence 
shows that “Mother’s” was manufactured and marketed by Quaker Oats Company, 
Chicago, first in July, 1895, has been on the market since that time and is registered 
in the United States Patent Office; “Mother’s Choice” has been manufactured and 
marketed since February, 1896 by John Bird Company, Rockland, Maine; “Mother’s 
Select” by Clinard Milling Company, High Point, North Carolina, since October, 
1920; “Mother Nature” by Pfeffer Milling Company, Lebanon, Illinois, since 
September 6, 1922; “Mother Hubbard” by Hubbard Milling Company, Mankato, 
Minnesota, since January 1, 1910; “Mother’s Joy” by James W. Crook, Baltimore, 
Maryland, since 1891 and Gilster Milling Company, Chester, Illinois, since 1909; 
‘Mother Goose” by Dunlop Milling Company, Clarksville, Tennessee, since January 
15, 1913; “Ask Your Mother” by Thornton & Chester Milling Company, Buffalo, 
New York, since July 27, 1915; “Mother’s Pet” by Empire State Flour Mills, 
Buffalo, New York, since February 29, 1932; ‘“Mother’s Prize” by Twin City 
Flouring Mills, Newark, New Jersey, since March, 1932; and “Mother’s Delight” 
by Cornesville Milling Company, Cornesville, Tennessee, since 1917. 

As to the trade name of the defendant, the undisputed evidence discloses that 
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“Mother’s Pride” was a flour brand used extensively by Okeene Milling Company 
in 1917 when it was sold to J. Lloyd Ford, operating as Shawnee Milling Company, 
and that said name had been used at least eight years prior to the transfer to Ford, 
which would place it in the market at least as early as 1909. The trade name 
“Mother’s Pride” now represents sixty per cent of the family flour sales of the 
defendant. Among the brands used by the Pauls Valley Milling Company was 
also a brand named “Mother’s Best.” 

In considering the words “best” and “pride” it is observed that the word 
“best” is a well-recognized superlative. In the commercial world its use to denote 
the highest grade material is universal. Thousands of articles have carried a desig- 
nation of “best” associated with the particular name of the article advertised. In 
the flour trade the name has been used to denote high-grade flour, such as ““Mother’s 
Best,” “Shawnee’s Best,” “Glade’s Best,” “Pillsbury’s Best,” “Garch’s Best,” “Yukon’s 
Best,” “Butler’s Best,” et cetera. The word “pride” also has a universal meaning 
and as commercially used in the flour trade signifies a high grade of flour, nothing 
more. The real distinction between similar brands of high-grade flour is the name 
of the manufacturer, and however modest the manufacturer may be, the name of 
the milling company always appears upon the packages and in such a conspicuous 
place that it can easily be seen by anyone interested sufficiently to make a casual 
observation. 

Notwithstanding the fact that these brands were being offered and marketed 
freely, there seems to have been no conflict or confusion about the matter until 
1940. Fortunately the correspondence between the parties reflects the entire picture 
concerning the controversy, and upon an analysis of the correspondence we are 
forced to the conclusion that the plaintiff has little ground for its contention as to 
unfair competition. 

As noted above, plaintiff in its letter of March 14, 1942, stated: “I, myself, 
think that the difference between the two brands is enough so that there will be no 
great deal of confusion.” 

On the question of the use of the brands, the court finds that the evidence 
supports the contention of the defendant that the brand “Mother’s Pride” has been 
used by the defendant and its predecessors, to which defendant is the legal successor, 
since approximately 1909, and that its use has been general and extensive since 1917. 

The court also finds that the plaintiff has used the brand ‘“Mother’s Best” 
continuously and extensively since 1920 and that its predecessor had made appli- 
cation for registration of the brand, but the evidence that the brand actually was 
used in the sale of flour prior to 1920 is indefinite and unsatisfactory. 

The next question is whether or not there is such marked similarity between 
the names “Mother’s Best” and “Mother’s Pride” as to confuse the public. 

In Coalgate Abstract Company v. Coal County Abstract Company, 180 Okl. 8, 
67 P. 2d 37, 38, the Supreme Court of Oklahoma held: 

“Under the law of unfair competition, in order to enjoin the use of a trade 
name there must be such a similarity to one formerly used or employed that the 
ordinary buyer, exercising ordinary intelligence and observation in business matters, 
will certainly or probably be deceived. Mere possibility of deception and confusion 
is not sufficient.” 





41 T.M.R. OWLS v. GREAT HORNED OWLS 975 


An examination of the bags in which the flour is sold shows such a marked 
difference in appearance that there is little basis for concluding that there is such 
similarity as would confuse any ordinary buyer. The evidence is not sufficient to 
convince this court that the designs are so similar that the buying public would be 
deceived. 

While it may not be material to pass upon this point, this court is of the 
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opinion that the word “mother’s” is incapable of exclusive commercial use by anyone 
for the reasons hereinbefore stated, and also that the words “best” and “pride” 
are of such general use and meaning that their exclusive use is not permissible 
commercially. 

The relief sought by the plaintiff will be denied and judgment rendered in 
favor of the defendant for its costs. 

Findings of fact, conclusions of law and a form of judgment consistent with this 
opinion may be submitted within fifteen days of this date. 


ORDER OF OWLS v. GREAT HORNED OWLS ASSOCIATION 
ET AL. ETC. 


Nos. 9097, 9189—U. S. D. C. W. D. Pa.—July 27, 1951 


Unrair CoMPETITION—BAsis OF RELIEF—GENERAL 
Use of name of legitimate benevolent, fraternal or social organization will be 
protected by restraining others from using confusingly similar names. 
On facts of record, plaintiff’s right to use “Owls,” the distinctive part of its name, 
held fully established. 
Question is whether defendants’ names are deceptively similar to plaintiff’s and 
will tend to cause confusion in the public mind. 


Unrarr ComMPpEeTITION—DEFENSES—GENERAL 
Where, as here, the words “Owl” and “Owls Club” had no significance or meaning 
in relation to men prior to their use by plaintiff, defendants’ contention that they 
are schismatic groups entitled to use the word “Owls,” is without merit. 


TrapDE-NAMES—CONFUSING SIMILARITY—PARTICULAR INSTANCES 

“Owls Club of McKees Rocks, Pennsylvania” and “Great Horned Owls Association,” 
held confusingly similar to “Order of Owls.” 

Sign consisting of single owl with the letters “C-L-U-B” in a vertical line upon 
its breast, held confusingly similar to plaintiff's emblem consisting of three owls each 
bearing the letter “O” on its breast. 

Emblem, motto and greeting adopted by defendant “Great Horned Owls Associa- 
tion” held deceptively similar to emblem, motto and greeting of plaintiff. 

Unrair ComMpPETITION—ScopeE OF RELIEF—PARTICULAR INSTANCES 

Plaintiff held entitled to injunction restraining defendants’ use of the word “Owl” 
or “Owls” in names, signs, emblems, paraphernalia, ritual, printed matter, etc. 

Injunction will not apply to individual present or future members of Order of Owls. 

Defendants’ counterclaim dismissed. 


Unfair competition suits by Order of Owls, by Ferdinand D’Esopo, Trustee 
ad Litem, against Great Horned Owls Association, John F. Gloeckner, Albert Brown, 
Nicholas Lemesh, and Lawrence J. McGraw, and against Owls Club of McKees 
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Rocks, Pennsylvania, Raymond Duerr, and Nicholas Lemesh. Judgment for plain- 

tiff granting injunction. 

Vincent M. Casey, Samuel J. Margiotti, and Casey, Power & Savage, of Pittsburgh, 
Pa., for plaintiff. 

Edgar J]. Cooke, Robert E. Carroll, John J. McGrath, and Cooke, Carroll & 
McGrath, of Pittsburgh, Pa., for defendants Great Horned Owls Association, Owls 
Club of McKees Rocks, Pennsylvania, John F. Gloeckner, Albert Brown, and 
Nicholas Lemesh. 

Mars, D. J.: 

The plaintiff, Order of Owls, by Ferdinand D’Esopo, Trustee ad Litem, seeks 
to enjoin the Owls Club of McKees Rocks, Pennsylvania, the Great Horned Owls 
Association, and certain individual defendants from using names which it alleges 
are deceptively similar to that of the plaintiff. The cases having come on for hearing 
and the parties having stipulated that the evidence should be taken as if upon final 
hearing, the court enters the following 


FINDINGS OF Fact 


1. The Order of Owls is a voluntary, unincorporated and nonprofit fraternal 
association which was founded on November 20, 1904, in the State of Indiana, and 
since January 31, 1929, has maintained its principal office and place of business 
in Hartford, Connecticut. 

2. Ferdinand D’Esopo, Trustee ad Litem, the Supreme President of the 


Order of Owls, is a citizen of the State of Connecticut, resides in Hartford, and is 
authorized to institute this suit. D’Esopo has been Supreme President since January 
1, 1929. : 

3. The Order of Owls chartered subordinate bodies in various states and 
places which are known as “Nests” while the parent association at Hartford is 
known as the “Home Nest.” Several subordinate nests were established in the State 
of Pennsylvania and at the time this suit was instituted they were still in existence. 

4. The Home Nest is the governing body of the Order of Owls. 

5. The Order of Owls has a form of government known as the degree promo- 
tion system whereby promotion of members is made from one degree to another. 
There are four degrees. Promotion into the various degrees is dependent upon the 
will of the Home Nest. The members of the fourth degree annually elect the 
supreme officers who serve without pay; however, it appears that the supreme officers 
are entitled to receive initiation fees at the rate of $1.00 per member. 

6. The subordinate nests are autonomous. The members of the subordinate 
nests have no voice in the election of the supreme officers or advancement of mem- 
bers to higher degrees. The order has approximately 1,500 subordinate lodges and 
approximately 100,000 members. 

7. The dues of the members of the Order of Owls payable to the Home Nest 
are 40 cents annually, plus a few cents to the widows’ and orphans’ fund. All 
monies are kept in one account at Hartford. When members become delinquent 
in the payment of dues, generally they are not expelled but continue to be members 
not in good standing. 
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8. The members of the Order of Owls are known collectively as “Owls”; an 
individual member is known as an “Owl.” Club houses, clubs, lodges or nests of 
the members of the Order of Owls are known as “Owls Clubs.” 

9. The Order of Owls has expended funds in promoting its organization and 
in soliciting and securing its present membership by meetings of agents, printed 
matter, cuts, advertising and general publicity. To arouse interest in the order, the 
Home Nest occasionally sends out to subordinate nests literature, cuts, postcards 
and other advertising matter. 

10. Members of the Order of Owls, at the time they become members, were 
required to take an oath that they would not join or organize any order of this name 
unless recognized by or under control of the Home Nest. 

11. In 1911, the Home Nest of the Order of Owls granted a charter to Nest 
1203 McKees Rocks, Pennsylvania, an unincorporated association. In the same year, 
pursuant to the laws of the Commonwealth of Pennsylvania, the members formed 
a nonprofit corporation under the name of “Nest 1203, Order of Owls.” Its place 
of business is 350 Island Avenue, McKees Rocks, Pa. 

12. Nest 1203, Order of Owls as a corporation had two classes of members. 
Those in the first class were known as beneficial members and were members of 
the national association (Order of Owls). They were obligated to pay dues to the 
Home Nest and had the right to vote at meetings of Nest 1203. Those in the second 
class were known as social members and were not members of the national asso- 
ciation (Order of Owls). They were entitled to enjoy the social privileges of the 
club but were not entitled to vote at meetings of Nest 1203. 

13. The defendants, Raymond Duerr and Nicholas Lemesh, are citizens of 
Pennsylvania, and in November, 1949, were beneficial members of Nest 1203 Order 
of Owls, and were respectively, president and secretary. 

14. The beneficial members of Nest 1203 Order of Owls were dissatisfied with 
the plaintiff organization, allegedly because of the following: lack of fraternal 
spirit and action; it did not hold a national convention during the past 42 years; 
it did not submit annual reports of per capita dues paid by the subordinate nests 
or reports of the widows’ and orphans’ funds contributed by the subordinate nests; 
it never submitted results of its annual elections of national officers who are elected 
by the members of the Fourth Degree; upon request, the national office refused to 
forward the names and locations of other subordinate nests; for many years it 
failed to publish a magazine. These alleged causes of dissent were in the main 
supported by the evidence. 

15. In November, 1949, Nest 1203 named Duerr and Lemesh and four other 
members as its delegates to attend a meeting on November 27, 1949, at Lewistown, 
Pennsylvania, of a group of Owl’s Nests known as the Four-State Association of 
Owls. 

16. The nests composing the Four-State Association of Owls met for the pur- 
pose of promoting the welfare of the Order of Owls by bringing pressure upon the 
Home Nest to hold annual conventions, and otherwise change its policies generally 
from the degree system of governing the order to the representative system of gov- 
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erning the order and otherwise remedy the causes of dissatisfaction set forth in para- 
graph 14, supra. 

17. Representatives of 14 nests attended the November 27, 1949, meeting of 
the Four-State Association of Owls, and officers were elected. Lemesh was elected 
trustee of the Association. 

18. On January 22, 1950, the representatives of the subordinate nests com- 
posing the Four-State Association of Owls changed the name of that organization 
to “Fraternal Organization of Owls.” Its purpose was the same as that of the Four- 
State Association of Owls. Duerr was elected vice president and Lemesh was elected 
trustee of the organization. 

19. At no time was it the express purpose of the Fraternal Organization of 
Owls or its predecessor, the Four-State Association of Owls, to secede from the Order 
of Owls. The intention of its membership was to maintain an organization within 
the national order having for its purposes those stated in paragraph 16 supra. The 
organization was not authorized or sanctioned by the Home Nest. 

20. The Fraternal Organization of Owls named and accepted the magazine 
“Owls” published by the defendants Duerr and Lemesh as its official magazine. The 
magazine “Owls” was not authorized or sanctioned by the Home Nest. 

21. On April 20, 1950, the Supreme President pursuant to authority con- 
tained in the constitution of the Order of Owls, revoked the charter of Nest 1203 
Order of Owls on the grounds of insubordination, which he alleged consisted of: 
(1) membership in the Four-State Association of Owls; (2) membership in the 
Fraternal Organization of Owls; (3) its individual members, Raymond Duerr and 
Nicholas Lemesh, acting respectively as editor and business manager of the “Owls” 
magazine which was unauthorized by the parent association; and (4) other alleged 
subversive and disloyal acts on the part of members of the nest by attending meetings 
of Four-State Association of Owls and the Fraternal Organization of Owls. 

22. In his letter of revocation, the Supreme President gave Nest 1203 Order 
of Owls fifteen days from April 20, 1950, to apply for reinstatement. Instead, on 
May 5, 1950, Nest 1203 unanimously voted to disaffiliate from the Order of Owls 
because of the “arbitrary action of the Supreme President in revoking its charter.” 

23. On May 12, 1950, this corporation changed its name from “Nest 1203, 
Order of Owls” to “Owls Club of McKees Rocks, Pennsylvania,” one of the defend- 
ants herein. The place of business remained at 350 Island Avenue, McKees 
Rocks, Pa. 

24. At the time the nest changed its name to “Owls Club of McKees Rocks, 
Pennsylvania” it had approximately 45 beneficial members and between 250 and 
300 social members. 

25. The defendants, Raymond Duerr and Nicholas Lemesh, are, respectively, 
president and secretary of the Owls Club of McKees Rocks, Pennsylvania. 

26. Nest 1203, Order of Owls, never made application to the Home Nest for 
reinstatement of its charter, and the charter has never been reinstated and the 
members thereof have never made application for membership in another nest. 

27. The Owls Club of McKees Rocks, Pennsylvania, has never made applica- 
tion to the Order of Owls for a charter and is not affiliated with the Order. 
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28. Prior to the revocation of the charter of Nest 1203 it had maintained a 
sign at 350 Island Avenue, McKees Rocks, Pa., consisting of three owls, each bearing 
the letter ‘“O” on its breast in neon, sitting side by side on a branch, which is sub- 
stantially the emblem of the Order of Owls. 

29. After the revocation of the charter of Nest 1203, the defendant, Owls 
Club of McKees Rocks, Pennsylvania, substituted a sign consisting of a single owl 
with the letters “C-l-u-b” in a vertical line upon its breast. 

30. After the revocation of the charter of Nest 1203 Order of Owls the defend- 
ant, Great Horned Owls Association, was organized in compliance with the require- 
ments of the Nonprofit Corporation Law of the Commonwealth of Pennsylvania. 
Its principal office and place of business is 603 Law and Finance Building, Pitts- 
burgh, Pennsylvania. 

31. The purpose of the Association is to “organize, maintain, operate and con- 
duct a grand lodge of a purely social nature with power to create subordinate 
lodges * * *.” 

32. The defendants, John F. Gloeckner, Albert Brown and Nicholas Lemesh 
are respectively, the president, vice president and secretary of the Great Horned 
Owls Association and are all citizens of the Commonwealth of Pennsylvania. 

33. The defendant, Lawrence J. McGraw, a citizen of Pennsylvania, was the 
treasurer of Great Horned Owls Association, but testified he is no longer connected 
with the corporation. 

34. There were eighteen persons associated with the Great Horned Owls Asso- 
ciation as incorporators and directors. One person was not and never was a member 
of the Order of Owls; eleven were former members of the Order of Owls, viz., 
Nest 1203; six were members of various nests of the Order of Owls. Three of the 
latter group, namely, Lawrence J. McGraw, Rudy Halpate and Madison Main, 
resigned from the Great Horned Owls Association shortly after its incorporation. 

35. The Great Horned Owls Association notified various members of the 
Order of Owls that a convention of the Great Horned Owls Association would be 
held at Nest No. 101, 350 Island Avenue, McKees Rocks, Pa., on September 23-24, 
1950. These premises were owned and occupied by the Owls Club of McKees 
Rocks, Pennsylvania, formerly Nest 1203 Order of Owls. 

36. One of the purposes of this convention was to induce members of the 
Order of Owls and subordinate nests thereof to secede from the Order of Owls 
and affiliate with the Great Horned Owls Association. 

37. The emblem of the Order of Owls consists of three owls, each bearing the 
letter “O” on its breast, sitting side by side on the same branch or rod and facing 
the observer. The emblem of the Great Horned Owl Association is a great horned 
owl sitting on a branch with a full moon in the background. 

38. The Nests and members of the Order of Owls have continuously used the 
emblem in the form of pins, rings, pennants, printed matter, letterheads, and other 
paraphernalia. 

39. The motto of the Order of Owls is as follows: “There is so much bad 
in the best of us, and so much good in the worst of us, it hardly behooves any of us 
to speak ill of the rest of us.” The motto of the Great Horned Owls Association is 
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as follows: “When speaking of your fellow man, and a good word can’t be spoke, 
it’s best not to speak at all, like the old owl in the oak.” 


40. The greeting sign of the Order of Owls is “Hoo-Hoo.” The greeting sign 
of the Great Horned Owls Association is “Yoo-Hoo.” 


41. The Great Horned Owls Association proposed to adopt a representative 
system of government and hold annual conventions, and otherwise initiate a national 
fraternity system. 


Discussion 


It is well established that the courts will protect a benevolent, fraternal or social 
organization in the use of its name by restraining another organization from using 
the same name or one which is deceptively similar. Grand Lodge I. B. P. O. Elks v. 
Grand Lodge I. B. P. O. Elks, 50 F. 2d 860 (C. A. 4, 1931) ; Grand Lodge, K. P. v. 
Grand Lodge, K. P., 174 Ala. 395, 56 So. 963; International Committee of Young 
Women’s Christian Association v. Young Women’s Christian Association, 194 Ill. 
194, 62 N. E. 551; Most Worshipful Widows’ Sons Grand Lodge of A. F. and A. 
Colored Masons of Pennsylvania v. Most Worshipful Prince Hall Grand Lodge of 
F. and A. Masons of Pennsylvania, 160 Pa. Super. 595, 52 A. 2d 333 (1947) ; 
Societa di Mutuo Soccorso, Christoforo Colombo v. Lombardo, 350 Pa. 530, 39 A. 
2d 581 (1944). 


In the case of Most Worshipful Widows’ Sons etc., supra, the Superior Court 
of Pennsylvania, after stating that the tendency of the decisional law in Pennsyl- 
vania is to give full protection to the name of a legitimate fraternal, religious or 
charitable organization, sets forth the following procedure: 

“In these cases the courts first determine whether the one organization has the 


rightful use of a name or distinctive part thereof, and second, whether the other 
party, by taking a similar name, will commit a fraud on the original.” 


The Order of Owls was organized as a fraternal association in 1904. It is 
organized on the grand lodge system and has approximately 100,000 members and 
1,500 subordinate lodges called “Nests.” Unquestionably, it has the right to use the 
name “Order of Owls.” Its nests are popularly known as “Owls Clubs” and its 
members as “Owls,” and have been so known during the entire existence of the order. 
The distinctive part of the name is the word “Owls” and plaintiffs right to this 
part is fully established. 


The principal issue in this case is whether the names adopted by the defendant 
corporations are deceptively similar and will tend to cause confusion and misunder- 
standing in the public mind, and to deceive and induce strangers to join or treat 
with the new organization in the belief that it was the old and well-known asso- 
ciation. 


If this is found to be the case the defendants will have committed a fraud upon 
the plaintiff which a court of equity will enjoin. We find this to be the situation 
and injunctions will be granted. 

Talbot et al. v. Independent Order of Owls et al., 220 F. 660 (8 C. A. 1915) is 
very similar to the instant case and involved this plaintiff in the earlier stages of its 
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development.! There, as here, the charter of the nest had been revoked and the 
dissident members had formed a competing corporation. An injunction issued 
because the name and emblem of the defendant corporation were deceptively similar 
and would cause confusion. 

In the case against the Owls Club of McKees Rocks, Pennsylvania, all of the 
members, about forty-five in number, were formerly members of the Order of Owls, 
who, after their charter was revoked, promptly and unanimously disaffiliated from 
the parent association. The corporation proceeded to change the corporate name 
and the sign in front of the corporation premises. The sign is an owl with “C-l-u-b” 
written vertically on its breast. It is beyond argument that the members of the 
Owls Club of McKees Rocks and the club building itself, unless restrained, will 
continue to be known respectively as “Owls” and the “Owls Club” to the detriment 
of the plaintiff. 

In the case against Great Horned Owls Association, the deception and con- 
fusion in the name are equally apparent. In addition, the corporation has delib- 
erately adopted the grand lodge system and intends to recruit subordinate lodges 
from existing Owls Clubs. It also adopted an emblem, motto and greeting decep- 
tively similar to those in use by plaintiff. We take judicial notice of the master’s 
report in the proceeding to incorporate this defendant. He wrote: 

“The testimony in this case shows that there are various Owls Clubs located 

in Pennsylvania and some of these Clubs have been in existence for over forty 

years, Delegates from the Owls Clubs of McKees Rocks and Carnegie attended the 

meeting before your master. They outlined the organization meeting by representa- 
tives from the Owls Clubs of Beaver Falls, Rochester and East Liverpool, Ohio. 

These various clubs have held regular meetings and are well organized. Some of the 

clubs are financially sound and are very active in the communities in which they 

are located * * * Your master determines that * * * the various Owls Clubs 

elected delegates for the purpose of forming and incorporating a central governing 

body for all the Owls Clubs that will affiliate with it and be subject to the rules 
and regulations * * * of the ‘Great Horned Owls Association.’ 

“et & # 

“Your master concludes * * * that the purpose for the organization of the 

‘Great Horned Owls Association’ is for the combining of the various Owls Clubs 

under one central governing body * * *.” 


It was no coincidence that the corporation held its first convention at the Owls 
Club of McKees Rocks and circularized various members of the plaintiff association, 
in order to induce them and their respective nests to secede from the plaintiff asso- 
ciation and affiliate with this defendant. The background, causes and purposes 
underlying the formation of the Great Horned Owls Association are set out with 
particularity and detail in the findings of fact. Taking them all into consideration, 
we are convinced that this corporation was deliberately formed to compete with 


1. It appears in this case that the membership of the Order of Owls was about 200,000 
members. In Peltyn v. The Improved Order of Owls of Pennsylvania, Inc. et al., No. 4445 
March Term, 1928, in the District Court of the United States for the Eastern District of 
Pennsylvania, an unreported opinion by Judge Kirkpatrick, a copy of which was furnished 
by counsel for the plaintiff, indicates that the membership of the Order of Owls in 1928 
“is in the neighborhood of 60,000, of whom more than half, by reason of refusal to pay dues to 
the central body, are not in good standing, although still members of the order.” In the instant 
case it was testified that the membership was approximately 100,000. 
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the Order of Owls, to cause it injury and confuse the public as well as genuine 
members of the Owls and Owls Clubs. 

The dominant word in this defendant’s name is not “Horned” but “Owls” and 
it goes without saying that the use of this word in its name will enable it to reap an 
unfair benefit by capitalizing upon the reputation of the Order of Owls and its 
organization and efforts uf almost a half century. The fact that Great Horned Owls 
Association was given so many characteristics of the Order of Owls repels any sug- 
gestion of fairness or bona fide intention on the part of its incorporators. Compare 
Knights of The Ku Klux Klan v. Independent Klan of America, 11 F. 2d 881 (D.C. 
Ind. 1926); Grand Lodge I. B. P. O. Elks v. Eureka Lodge No. 5, Independent 
Elks et al., 114 F. 2d 46 (30 T. M. R. 629) (C. A. 4, 1940). 

Defendants contend that they are schismatic groups and entitled to use the 
word “Owls” in their respective names. This contention is without merit. First 
of all, it seems that a schism is recognized when a considerable percentage of mem- 
bers of an organization split or divide into two discordant branches.* Members 
composing approximately 1/20 of 1% of the whole number, in our judgment, are 
not to be accorded the dignity of a schism. They are not so identified in Talbot v. 
Independent Order of Owls, supra, nor in Peltyn v. The Improved Order of Owls, 
supra (see footnote 1), nor in Grand Lodge 1, B. P. O. Elks v. Eureka Lodge No. 5. 
Independent Elks et al., supra. The case last cited exemplified the principle appli- 
cable to this situation. There it was argued, as it has been here, that inasmuch 
as defendants have been members of the order, they have the right, after seceding 
from it, to use so much of its name as will identify them as having been originally 
connected with it. The court said: “Reliance for this position is placed upon the 
decision of Supreme Lodge, Knights of Pythias v. Improved Order Knights of 
Pythias, 113 Mich. 133, 71 N. W. 470, 38 L. R. A. 658. As we pointed out in our 
former decision, however, the soundness of this Knights of Pythias decision is ques- 
tionable. And see Creswill v. Knights of Pythias, 133 Ga. 837, 67 S. E. 188, 134 
Am. St. Rep. 231, 18 Ann. Cas. 435, and Emory v. Grand United Order of Odd 
Fellows, supra. Where a name, not merely generic or descriptive, is adopted by an 
order, there is no reason why seceding members should be allowed to use it. Such 
use by seceding members, over whom the order has no further control, has obviously 
every element of unfairness that would arise from use by strangers. To say that 
the defendants are ‘Elks’ and, therefore, have the right to use the word ‘Elks’ in 
the name of their organization is to beg the question. They cease to be ‘Elks’ when 
their connection with the organization is severed. When members of the order, they 
are ‘Elks,’ not in any generic or descriptive sense of that word but in an imaginative 


2. Defendants also contend that plaintiff is not entitled to the exclusive use of the 
word “Owl” or “Owls” and cite Afro-American Order of Owls, Baltimore Nest No. 1 v. 
Talbot et al., 123 Md. 465, 91 A. 570 (1914). In that case, however, the court appears 
to have considered the fact that the parties were not in competition with each other in 
that the Order of Owls excludes persons of African descent. The court enjoined the use 
of the emblem as being deceptively similar to that of the Order of Owls. The rationale of 
Grand Lodge I. B. P. O. Elks v. Grand Lodge I. B. P. O. Elks supra, at pages 864, 865, 
refutes this contention. 

3. See Gilmore et al. v. Supreme Grand Lodge of Loyal Orange Institution et al., 
291 Pa. 568, 140 A. 530, 531 (1928), where each of the contending factions had about 
5,000 members. 
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sense. They are not elks, but men, and are called ‘Elks’ only because of membership 
in the order which has adopted that name. Upon separation from the order, their 
use of the name applicable to members of the order amounts to a fraud upon the 
order and upon the public and should be enjoined.” 


In support of their schismatic argument, defendants cite Gilmore et al. v. 
Supreme Grand Lodge of Loyal Orange Institution et al., 291 Pa. 568, 140 A. 530. 
In Gilmore, however, the court demonstrated that the “words ‘Orange’ and 
‘Orangemen’ had acquired a definite signification long before the plaintiff associa- 
tion was organized.” The court said, however: “By breaking from the original 
lodge, the seceders lost the right to use its name or any other name so similar as 
to breed confusion, but did not forfeit their right to be known as ‘Orangemen’ or 
to use the word ‘Orange,’ when so done as not to interfere with, or prejudice the 
rights of the plaintiffs. Members of a fraternal order like the one in hand, by seced- 
ing, lose the right to use the name of the parent order or any similar name, but may 
choose a new one which will identify their principles, keeping clear from an identity 
with the old.” It will be observed that the injunction affirmed in that case® restrained 
defendants from making use of any part of said names or titles or any name, title 
or design naturally tending to mislead and induce the belief that the defendant organ- 
izations and those in association with them as lodges, officers or members, are in any 
way a part of the plaintiff or are in any way connected or affiliated therewith. 


Also in opposition to defendants’ argument is Societa di Mutuo Soccorso, Chris- 
toforo Colombo v. Lombardo et al., 350 Pa. 530, 30 A. 2d 581 (1944), where the 
Supreme Court of Pennsylvania in dealing with a schismatic group, held that since 


the seceding members are no longer affiliated with the parent association, they can- 
not use its name to its detriment and should be restrained. Also see Knights of The 
Ku Klux Klan v. Independent Klan of America, supra. 


CONCLUSIONS OF LAW 


1. This court has jurisdiction of the parties and of the subject matter. 

2. Ferdinand D’Esopo, Supreme President of the Order of Owls and Trustee 
ad Litem, is authorized to institute this suit. 

3. The name “Owls Club of McKees Rocks, Pennsylvania,” is deceptively 


4. In the instant case the words “Owl,” “Owls,” and “Owls Club” had no significance 
or meaning in relation to men prior to 1904. 

5. In the Gilmore case the injunction affirmed by the Pennsylvania Supreme Court 
at page 531, was as follows: “The defendants and each of them ‘be restrained perpetually 
from using the names and titles “Supreme Grand Lodge of the Loyal Orange Institution of the 
United States of America,” and from using or employing the badges, emblems, rituals, or 
seals of said Supreme Lodge of the Loyal Orange Institution of the United States of 
America, or Loyal Orange Institution of the United States of America, and from making 
use of any part of said names or titles, or any name, title, or design naturally tending to 
mislead and to induce the belief that the defendant organizations and those in association 
with them as lodges, officers, or members are in any way a part of the plaintiff Supreme 
Grand Lodge of the Loyal Orange Institution of the United States of America, or the Loyal 
Orange Institution of the United States of America, or are in any way connected or affiliated 
therewith; * * *.’” 

Note: The injunction would not restrain the defendants, McGraw and Brown, who are 
members of the Order of Owls, from being designated as “Owls,” and using other indicia, 
so long as they and their respective nests remain in the Order. 
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similar to the name “Order of Owls” and will likely cause confusion to the public, 
and may deceive and induce persons to join the defendant corporation in the belief 
that it is the well known plaintiff association. 

4. The sign displayed on the property of the Owls Club of McKees Rocks, 
Pennsylvania, at 350 Island Avenue, is deceptively similar to the emblem of the 
Order of Owls and would tend to mislead the public and members of the Order of 
Owls. 

5. Continued use of the name “Owls Club of McKees Rocks, Pennsylvania” 
would permit the defendant corporation to reap unfair benefits from the reputation 
and existence of the Order of Owls of almost a half century. 

6. The name, “Great Horned Owls Association,” is deceptively similar to the 
name “Order of Owls” and will likely cause confusion to the public, and may 
deceive and induce persons to join the defendant corporation in the belief that it 
is the well known plaintiff association. 

7. The emblem, motto and greeting adopted by the Great Horned Owls Asso- 
ciation are deceptively similar to the emblem, motto and greeting of the Order of 
Owls, and were so designed in order to mislead the public and cause injury to the 
Order of Owls. 

8. Continued use of the name “Great Horned Owls Association” would permit 
the defendant to reap unfair benefits from the reputation and existence of the Order 
of Owls of almost a half century. 

9. Plaintiff is entitled to an injunction restraining the use of the word “Owl” 
or “Owls” in the names, signs, emblems, pins, paraphernalia, ritual, printed matter 
and advertising matter, etc., by the defendants, Owls Club of McKees Rocks, Penn- 
sylvania, Great Horned Owls Association, and by any of the individual defendants 
named, or their associates. 

10. The injunction shall not apply to individuals who are or in the future may 
become members of the Order of Owls. 

11. The counterclaim for an accounting requested by the defendants, Ray- 
mond Duerr and Nicholas Lemesh, is dismissed for the reason that they are not 
members of the Order of Owls and have no present interest in the funds collected 
by the Home Nest. 

12. The parties shall pay their own costs. 


GENERAL ELECTRIC COMPANY v. SCHWARTZ, ETC. 
No. 10982—U. S. D. C. E. D. N. ¥.—July 18, 1951 


TrapDE-Marks—AcQuISITION OF RiGHTs—Goops oF DIFFERENT CLASSES 
Plaintiff held entitled to appropriate and use the letters “GE” as a trade-mark for 
electrical apparatus including electric fans; and beer, explosives, heating, lighting and 
ventilating apparatus, not electrical, and cigars to which others applied the letters 

“GE” and “E” and “G” held different in kind from plaintiff’s goods. 


Trape-Marks—AcguIsiITION OF RiGHTs—EFFECT OF REGISTRATION 
Fact that plaintiff’s early registration covering electrical apparatus and other goods 
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failed to specify electric fans, held not to affect validity of registration since registrant 
was not required to enumerate every single piece of electrical apparatus upon which mark 
was used. 

Principal benefits gained from valid registration are constructive notice to infringers 
and presumption of validity. 


TraDE-MARK INFRINGEMENT AND UNFaiR CoMPETITION—BaAsis OF RELIEF—GENERAL 
On facts of record, held that defendant wilfully and consciously passed off products 
of others as those of plaintiff to gain an unfair advantage and deceive the buying public. 
Plaintiff held entitled to protection against use of “GE” as part of scheme to pass 
off as plaintiff's product fans which were manufactured or assembled by others, even 
though in some instances defendant used plaintiff’s parts in fans which he distributed. 
Defendant’s use of legend in small letters specifying authentic components used, held 
insufficient to avoid confusion of buying public. 
Defendant’s use of legend with respect to desk fans to the effect that plaintiff's 
motor was used, held a false representation. 


Courts—]J uRISDICTION—GENERAL 
In suit between citizens of the same state, federal court held to have jurisdiction to 
determine issue of unfair competition even if plaintiff’s registrations were invalid, since, 
on facts of record, there is only one cause of action pleaded with relief requested on two 
grounds, viz. federal registration and unfair competition and the proof to support both 
claims is identical. 
TraDE-MarK INFRINGEMENT AND UNFAmR CompetiTion—Scopre or ReLier—PAartTICULAR 
INSTANCES 
Plaintiff held entitled to judgment with costs and injunctive relief sufficiently broad 
to protect it against defendant’s use of its monogram or signature on any kind of elec- 
trical apparatus, including fans, which plaintiff manufactures or distributes. 


Trade-mark infringement and unfair competition suit by General Electric 
Company against Julius Schwartz, doing business as City Electric Equipment Co. 
Judgment for plaintiff granting injunction. 

Rogers, Hoge & Hills (James F. Hoge of counsel) of New York, N. Y., for plaintiff. 
Jacob W. Friedman, of New York, N. Y., for defendant. 
KENNEDY, D. J.: 

In this suit for an injunction the complaint sets forth the claim that defendant 
has infringed plaintiff's registered trade-marks, and has been guilty of unfair com- 
petition. The defendant in affirmative defenses attacks the validity of plaintiff’s 
trade-mark registrations on grounds which will be touched upon later, denies the 
jurisdiction of the court, charges a monopoly, and counterclaims for damages in the 
amount of $5,000,000. The counterclaim was abandoned at the trial. 

During the pendency of this suit there was an attempt by defendant in a Patent 
Office proceeding to cancel plaintiff’s first trade-mark registration (September 18, 
1900, No. 35,089). Plaintiff (respondent) filed a motion for summary judgment 
which on December 28, 1950, was granted by the Examiner of Interferences. 

One other collateral proceeding must be mentioned. On July 31, 1950, Judge 
Inch denied an application by plaintiff for a temporary injunction on the ground 
that issues of fact were raised by the pleadings and affidavits (92 F. Supp. 966). 

Plaintiff was incorporated by special act of the General Assembly of the 
State of New York on April 15, 1892, and has ever since borne the corporate name 
General Electric Company. It manufactures and sells electrical appliances, machin- 
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ery and apparatus of two general types: (1) producer goods such as turbines and 
generators, and (2) consumer products such as toasters and electric fans. The 
smaller items of the latter class are called “traffic appliances” because they lend 
themselves to window and counter display. Electric fans, the only product here 
involved, come under the head of “traffic appliances.” 


On September 18, 1900, plaintiff registered its trade-mark “GE” (registration 
No. 35,089). The mark was described and shown to consist of script letters “GE,” 
embossed upon metal in the form of a monogram enclosed in a circle which had 
ornamentation on the inner portion of its circumference. According to the registra- 
tion the mark was for use on “machinery, electrical apparatus, and supply parts.” 
Thereafter various devices were enumerated in the way of examples, but electric 
fans are not specifically mentioned. This trade-mark is referred to in what is said 
hereafter as the “monogram” or the “disk.” 


On December 25, 1934, plaintiff registered (No. 320,304) its “signature mark.” 
This consists of the written-out words “General Electric” with the monogram be- 
tween the two words. The monogram, as such, has been the subject of 19 additional 
registrations, and the signature of 16 additional registrations. In the original appli- 
cation for registration of the “signature,” which it will be remembered embodies the 
monogram, electric fans were spoken of as one of the appliances on which the signa- 
ture would be used. 


Prior to April 9, 1950, defendant Schwartz was associated with City Electrical 
Service & Equipment Company in some kind of vague association with David 
Gordon, one of the proprietors of that business, which was and is conducted as a 
partnership. Plaintiff heretofore sued the partnership in New Jersey, and restrained 
Gordon and his brother-partner against violation of the trade-mark by a consent 
injunction. Prior to the issuance of this injunction and in March 1950 defendant 
Schwartz had received a number of fan parts and motors from Gordon. The fans 
were assembled at Schwartz’ place of business in New York and shipped back as 
complete units to Gordon with plaintiff's monogram affixed or supplied. Around 
this time there was correspondence between the defendant and one Graham, an 
employee of the plaintiff, in the course of which defendant sought to get permission 
to reproduce plaintiff's motor identification tags in metal. This permission was 
refused. Nevertheless defendant procured to be manufactured metal disks or plates 
which reproduced plaintiff’s monogram both in color and design. These disks were 
affixed to desk fans and pedestal fans, and a plate showing the monogram was put 
upon hassock fans. The pedestal fans in fact contained motors manufactured by 
the plaintiff. The desk fans contained no item of equipment manufactured by the 
plaintiff. The only component of the hassock fans, which was one of plaintiff’s 
products was the cord and plug. In the case of the disk used on desk and pedestal 
fans a legend was inscribed around the monogram in tiny letters reading “Equipped 
with (GE)* motor distributed by Quietaire Div. of City Electric Equipment Co., 
New York 1, N. Y.” On the hassock fans there was, as already mentioned, a plate 
reproducing plaintiff's monogram trade-mark, and again around the monogram was 
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a legend in small letters to the effect that the fan was “Equipped with (GE)! cord 
and plug distributed by Quietaire Div. of City Electric Equipment Co., New York 
1, N. Y.” From time to time defendant had occasion to display photographs of the 
fans which he distributed. On these photographs the distinguishing legend cannot 
be seen because the letters are too small to show up. 

Defendant continued to sell fans bearing the “GE” monogram right down to 
the day before the trial. On August 25, 1950, defendant organized in the State of 
New Jersey a corporation under the name “General Electric Corporation.” Defend- 
ant has advertised fans for sale describing them as “General Electric,” the word 
“Corporation” appearing in small letters underneath these words. On these adver- 
tisements the monogram is at the top. There can be no doubt that defendant did 
all of these things deliberately because on at least one occasion, as mentioned, he 
was told that he could not reproduce metal tags bearing the plaintiff's monogram, 
and on two other occasions (in conversations with one Grainger, and with 
Gordon) the use of the monogram by defendant was questioned, and his reply 
was to the effect that he would take care of whatever trouble might arise. Defend- 
ant in his deposition has admitted that the letters “GE” on electrical equipment 
signified plaintiff’s product. 

The attack on the validity of the monogram and of the signature is based upon 
the claim by the defendant that at various times between 1896 and 1915 the 
Patent Office had registered those same letters for four other products. These 
were respectively (1) registration No. 28,360 (June 9, 1896, expired June 9, 1926) 
to George Ehret, a manufacturer of beer. The letters “GE” were superimposed 
upon one another and arranged at the center of a six-pointed star. (2) Regis- 
tration No. 41,379 (October 27, 1903, expired October 27, 1933) showed the 
letters ‘““GE” enclosed within a circle also containing an anchor. This mark was 
for explosives manufactured by Lindener Zundhutchen-Und Thonwaaren-Fabrik 
of Linden, Germany. (3) The third registration, No. 101,927 (issued January 19, 
1915, expired January 19, 1935) showed a circle enclosing two winged seahorses 
with the small letters “E” and “G” at the bottom. It applied to heating, lighting 
and ventilating apparatus but not to electrical apparatus. It was issued to Ehrich & 
Graetz of Berlin, Germany. (4) Registration No. 49,375 (February 6, 1906) was 
issued to Havana Commercial Company, cigar manufacturers. It has a double ellipse 
having on the top portion the words “La Africana,” the letters “EG” in the center, 
and the word “Habana” in the lower portion. This is the only one of the marks 
alleged to be in conflict with plaintiff’s which has been renewed. All of the plain- 
tiff's marks are still in force. 

There can be no doubt that the monogram shown in the 1900 registration and 
shown as part of the 1934 registration has been actually used by plaintiff on 
fans manufactured and sold by it since May 18, 1899. In fact fans were the first 
articles manufactured by plaintiff on which the monogram was used. The signa- 
ture (“composite trade-mark”) as such was first used on fans in 1930. 

It can be seen that defendant’s attack on the validity of the registration is two- 


1. The “GE” is the monogram, in large letters. 
og ’ g 
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fold: (1) he urges that under the 1900 registration plaintiff failed specifically 
to mention fans in the examples it gave of “electrical apparatus” and that therefore 
the registration was a nullity so far as fans were concerned. And (2) as for the 
1934 registration which did specifically mention fans it is claimed that the letters 
“GE” in some combination had been previously registered for other products, 
namely, beer, explosives, ventilating apparatus other than electrical, and cigars. 
These same contentions were raised by defendant in the Patent Office, and over- 
ruled by the Examiner of Interferences. The gist of the opinion filed by the 
examiner is that defendant Schwartz had no proprietary right and claimed none in 
any of the marks alleged to be in conflict with plaintiff’s. The examiner also 
pointed out that the products on which these marks were used or were to be used 
were “different classes of merchandise” than those of plaintiff’s in this case, that 
there were no defects either in form or substance in plaintiff’s registration papers, 
and that the claim of laches was of no help to defendant Schwartz in a cancella- 
tion proceeding. 

I do not see how any different conclusions could be reached by me, inde- 
pendently of anything said by the Examiner of Interferences, even if the owners of 
the marks cited by the defendant were before me seriously urging that plaintiff’s 
registrations were invalid because by them plaintiff was attempting to appropriate 
marks already the property of others. I would have to find and do find that the 
merchandise manufactured and distributed by plaintiff is so different in kind from 
that to be made or sold under the other marks that plaintiff was and is at liberty 
to appropriate and use the letters “GE”. As for the contention that the 1900 regis- 
tration is a nullity in the situation at bar because plaintiff failed specifically to 
mention “electric fans,” I think this is completely weak and implausible. Fans are 
certainly “electrical apparatus,” on the date of the issuance of registration plaintiff 
was already using the monogram on fans, and it certainly would be a strained 
construction of the registration to deny it validity on the ground that plaintiff 
was required to enumerate every single piece of electrical apparatus upon which 
it proposed to use the mark. 

Moreover, and more important, the record shows without dispute that con- 
tinuously since 1899 plaintiff has paid large sums for advertising featuring its trade- 
marks, including the monogram, which is shown affixed to fans. In 1950 plain- 
tiff’s total advertising bill for “traffic appliances” (of which fans are a part) was 
$3,367,200. Of this amount $145,600 was spent for advertising fans alone. 

The principal benefits gained by a valid registration are of course the 
constructive notice to infringers (15 U. S. C. A. § 1072) and the presumption of 
validity. But wholly apart from that, defendant admits that in fact he knew 
of the significance which ought to be given to the letters “GE” on electric ap- 
pliances. Certainly by 1950 plaintiff had acquired a right to be protected against 
the use by others of the letters “GE,” in a monogram which was a Chinese copy 
of that ussed by plaintiff for over 50 years and as part of a scheme to pass off 
on the public as plaintiff’s product fans which were manufactured or assembled 


by those others. 
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This is true even though in some instances defendant did use General Electric 
parts in the fans which he distributed (pedestal and hassock). The use of the 
monogram and the plate was calculated to make purchasers think they were buying 
a General Electric product, and no citation of authority should be needed to sup- 
port the view that merely using one component, or imprinting on the monogram 
in tiny letters a specification of the authentic component eliminates the deception. 
I say that no citation of authority is needed, not meaning to imply that I am 
attempting to formulate a general rule of law. Rather, having examined defend- 
ant’s advertising and the products distributed by him, I am saying that I have not 
the slightest doubt that purchasers thought, as I would think, that they were buying 
General Electric products. The monogram is very distinctive, and because of 
advertising has become familiar to the public, including defendant himself, as the 
signature of the General Electric Company. Added flourishes in microscopic letters 
do not undeceive the buying public: they certainly would not undeceive me. And 
if I were to be told, as a purchaser, that the use of that signature on the device 
as a whole can be justified on the ground that some part of the device was in 
truth a General Electric product, I would surely feel that the morals of the market 
place had reached a new low. 


As for the desk fans the proof underlines the fraudulent intent of the defend- 
ant. In the papers before Judge Inch on the application for a temporary injunction 
and at later stages of the case defendant asserted that the motors in that particular 
device were in truth General Electric motors. They were not. The plaintiff traced 
them to their source and defendant’s earlier assertion that he had purchased them 
from a mysterious person called “Hamilton” were never seriously pressed at the 
trial. So that in this instance even the tiny letters on the monogram to the effect 
that the motor was a General Electric product constitute a false representation. 


The only conclusion that I can reach as trier of the facts is that defendant 
was wilfully and consciously attempting to pass off and did pass off the product of 
others in whole or in part as the product of the plaintiff, to gain an unfair advan- 
tage as well as to deceive the buying public. 


One more point deserves to be mentioned. Defendant Schwartz urges that 
if I am wrong in my holding that the trade-marks were validly registered, and if 
in fact they were not, then there is no federal question and I am without jurisdiction 
because there is no diversity of citizenship. But I am confident that even if I am 
in error on the issue of validity of the registration I still have jurisdiction to deter- 
mine the issue of unfair competition and to administer appropriate remedies. 
Because to me this is a clear case, if there ever was one, for the application of the 
doctrine of Hurn v. Oursler, 1933, 289 U. S. 238. There is only one “cause of 
action” pleaded. There are two grounds: on the one hand relief is asked under a 
federal statute (15 U. S. C. A. § 1121), and on the other protection is sought 
against unfair competition. The proof to support both claims is identical. Even the 
registrations themselves (assuming them invalid for some reason which I am unable 
to discover) would be relevant and highly material on the non-statutory ground of 
unfair competition. 
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The plaintiff is entitled to a judgment with costs and injunctive relief suff- 
ciently broad to protect it against the use by the defendant of its monogram or 
signature on any kind of electrical apparatus, including fans, which plaintiff manu- 
factures or distributes. At the trial, in the course of a colloquy between court and 
counsel, plaintiff indicated that incidental damages (i.e., accounting) was not the 
objective, or at least the immediate objective, of the lawsuit. The passage in the 
record is somewhat equivocal and I am in doubt whether plaintiff is pressing a claim 
for incidental relief or whether it has been intentionally waived. The position can 
be clarified by the settlement of the judgment on notice. 


I have filed findings of fact and conclusions of law. 


STERLING BREWERS, INC. v. COLD SPRING BREWING CORPORATION 
No. 50-233—U. S. D. C. D. Mass.—July 2, 1951 


TrapE-MarKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Hacker’s Sterling Ale,” held confusingly similar to “Sterling,’ 
Mere use of name ‘“‘Hacker’s” in connection with plaintiff’s trade-mark held insuffi- 
cient to obviate misappropriation. 
TraDE-Marks—AcQUuISITION OF RiIGHTS—SECONDARY MEANING 
While “Sterling” is descriptive of quality, held it is not directly descriptive of ale, 
and has acquired secondary meaning identifying plaintiff’s beer and ale, primarily in the 
mid-west but not in Massachusetts. 
TraDE-MarkK INFRINGEMENT AND UNFAIR COMPETITION—BAsSIS OF PROTECTION—GENERAL 
Plaintiff's common law rights held governed by Massachusetts law, under which 
plaintiff’s rights are not protected beyond territory where plaintiff’s goods are sold. 
Massachusetts statute, permitting injunctive relief in trade-mark infringement and 
unfair competition cases, in absence of competition between the parties, held not to en- 
large rights of plaintiff in mark which had not acquired secondary meaning in Massa- 
chusetts. 
TrapDE-MarKs—REGISTRABILITY—CLAss OF Goops 
Up to 1933, held that beer was sufficiently different from ale to entitle plaintiff to 
ten year clause registration under 1905 Act for beer and no invalidity results from 
parallel early use of “Sterling” on ale in New England. 
Plaintiff’s extension of registration to ale under 1920 amendment of 1905 Act 
held valid. 
TraDE-MArK INFRINGEMENT AND UNFAIR CoMPETITION—Scope OF RELIEF—DEFENSES 
1946 Act held to negative defense of “territorial limitation” of protection accorded 
registered mark, irrespective of plaintiff’s “expansion situation.” 


> 


used on same goods. 


Trade-Mark infringement and unfair competition suit by Sterling Brewers, Inc. 
against Cold Spring Brewing Corporation. Judgment for plaintiff granting in- 
junction. 

Richard F. Walker, of Boston, Mass., and Francis C. Browne and Jewett, Mead & 
Browne, of Washington, D. C., for plaintiff. 


Cedric W. Porter, of Boston, Mass., for defendant. 
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McCarthy, D. J.: 

1. This is an action for trade-mark infringement and unfair competition. 
The plaintiff has waived an accounting for damages. 

2. The plaintiff is a corporation organized under the laws of Indiana, having 
its usual place of business in Evansville, Indiana. Its business was founded prior 
to 1894 when it was taken over by plaintiff's immediate predecessor in business, 
the Evansville Brewing Association, an Indiana corporation. 

3. The Evansville Brewing Association adopted the “Sterling” mark for beer 
prior to 1895 and had actual and exclusive use of “Sterling” as a trade-mark for 
beer, with such use including interstate use, until subsequent to 1905. 

4. The plaintiff was incorporated in 1917 under the name of Sterling Products 
Company, and in 1919 acquired all the assets of its predecessor, including its trade 
and trade mark rights in, to and under said mark “Sterling” for beer, together 
with the attending good will, and thereafter plaintiff continued said business with 
its activities including until 1933 the production of “near beer” under the mark 
“Sterling.” 

5. From the early 1880’s until the advent of Prohibition a concern, Reuter & 
Company, was engaged in Boston, Massachusetts, in the production of ale which 
it sold solely within the New England States under the mark “Sterling.” 

6. From some time in 1900 until in or about November of 1907 another con- 
cern, Worcester Brewing Corporation, with a place of business in Worcester, 
Massachusetts, was engaged in the production and sale of ale which it sold 
within the New England States under the mark “Worcester Sterling Ale.” 

7. Shortly after the advent of Prohibition Reuter & Company liquidated and 
terminated its business activities. Neither Reuter & Company nor Worcester Brew- 
ing Corporation was at any time engaged in the manufacture or sale of beer. 

8. In pre-Prohibition days ale and beer were substantially different in character, 
and the uniform practice was for one product to be produced and sold by certain 
brewing concerns from their breweries and for the other product to be produced 
and sold by different brewery concerns. Following repeal of Prohibition, ale and 
beer became so close in character that it has become a well-known practice to have 
both products produced in the same brewery and to have both sold by the brewer 
under single trade-mark. 

9. Upon the repeal of Prohibition the plaintiff in 1933 resumed its production 
and sale in interstate commerce of beer under the “Sterling” mark, and has con- 
tinued such production and sale continuously to date. In late 1934 the plaintiff 
expanded its business to include the production and sale of ale which had not 
previously been made or sold by it, and since late 1934, except for a short period 
of inactivity during World War II, plaintiff has continued the sale of its ale 
under the “Sterling” mark. 

10. The plaintiff under Section 5 of the Trade-Mark Act of 1905 secured 
September 26, 1933 its registration of “Sterling” for beer, since which date the 
plaintiff has been the owner of the registration, No. 306,673. 

11. During the prosecution of the application therefor the plaintiff's Presi- 
dent Richard T. Riney represented as the basis for the registration that through 
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the ten years preceding 1905 its use of the “Sterling” mark had been exclusive 
as to beer. 

12. Following the commencement of its manufacture and sale of ale under the 
mark “Sterling,” and after more than one year’s exclusive use of the mark as 
applied to ale, the plaintiff secured its “extension” registration, No. 332,040, Janu- 
ary 28, 1936, of “Sterling” for ale under the 1920 amendment to Section 5 of 
the Act of 1905. 

13. The plaintiff’s registrations Nos. 306,673 and 332,040 were duly republished 
pursuant to Section 12(f) of the Trade-Mark Act of 1946 on May 18, 1948. 

14. Plaintiff is also the owner of registrations No. 394,670, April 21, 1942 for 
ale, and No. 394,929, May 5, 1942 for beer, both of which have been republished 
under the Act of 1946. 

15. The plaintiff (the term is meant to include its predecessor in business) has 
confined its principal activities with respect to the distribution and sale of beer 
and ale under its “Sterling” mark to the States of Indiana, Illinois, Kentucky, 
Ohio, Tennessee, Virginia, North Carolina, Florida, Georgia, Mississippi, Alabama, 
Louisiana and Arkansas. The further a sales territory is located from the site of 
the brewery, the smaller are the sales. In Indiana, for example, the plaintiff makes 
one-third to one-half of its annual sale by volume (approximately 175,000 barrels 
in the last year) while in Virginia, Florida, Georgia, Mississippi, Louisiana and 
Arkansas, last year’s sales amounted to only two to four hundred barrels in each 
State. 

16. In 1950 the plaintiff made very small sales in New Hampshire, Massa- 
chusetts and Rhode Island, each shipment being ten to fifteen cases, and there 
being but three or four shipments. 

17. I find that the plaintiff’s zone of potential expansion of business cannot 
reasonably be expected to extend to New England. The plaintiff now covers the 
outlying States of its sales territory very lightly. —To come into New England from 
the South the plaintiff would have to cover Maryland, Pennsylvania, Delaware, 
New Jersesy and New York before reaching the borders of New England. From 
the West the plaintiff would have to cover that portion of Ohio east of Dayton, 
Pennsylvania and New York. Despite the alleged “intentions” of the plaintiff, 
its President admits that he has taken no active steps toward expansion into the 
northeastern section of the country. He testified that he talked about possibly 
buying a brewery in New Bedford, Massachusetts, but the talk did not progress to 
actual negotiations. 

18. Since 1933 the plaintiff has expended approximately four and a half 
million dollars for advertising its products, using the media of newspaper adver- 
tisements, radio programs, outdoor posters or billboards, signs and display adver- 
tising at points of sale. One type of advertising which has reached potential cus- 
tomers in New England has been advertisements in Indianapolis, Nashville, Atlanta, 
Birmingham, Memphis, Terra Haute, Evansville, Louisville and Chicago news- 
papers. At best, as conceded by the plaintiff, each of these newspapers has about 
a dozen individual subscribers in the Boston area (some as few as one or two) and 
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a smaller and scattered circulation in the rest of New England. “Point of sale” 
advertising has accompanied the aforementioned small 1950 sales of plaintiff’s 
products in Massachusetts, New Hampshire and Rhode Island. 

19. During World War II, some 15% of the plaintiff’s “Sterling” products 
were sold to the armed forces in camps throughout the Mid-West. The Court 
takes judicial notice of the fact that New Englanders, both in and out of the 
Armed Forces, spent some time within the Mid-West during that period. 

20. I find that the plaintiff's “Sterling” mark has not acquired a secondary 
meaning in Massachusetts and New England as indicative of the plaintiff and its 
products. 

21. The defendant, a Massachusetts corporation, was incorporated in Sep- 
tember of 1947, and is the successor to the Cold Spring Brewing Company which 
has conducted a business of brewing since 1895. In the course of that time it has 
sold its products under the marks “Cold Spring”, “Amberlite”, “SX” and “Hacker’s”. 

22. In the early fall of 1949 the defendant’s President, Mr. Richmond, had 
actual knowledge of the plaintiff's use of the mark “Sterling” for ale in the 
Mid-Western States. 

23. On November 10, 1949, the defendant posted the brand name “Hacker’s 
Sterling Ale”, and the price at which the product bearing the mark would be 
sold, with the Massachusetts Alcoholic Beverage Commission. 

24. On November 17, 1949, the plaintiff served written notice on the defend- 
ant of its “Sterling” registrations and of a “plan to expand” its “Sterling” trade in 
New England. 

25. On November 21, 1949, the plaintiff filed an application for registration 
of the mark “Sterling” for beer and ale on the Principal Register under the 
Trade-Mark Act of 1946 which resulted in Registration No. 526,392, June 13, 1950. 
This registration is under the provisions of Section 2(f), for registration of a 
descriptive word which has become “distinctive of applicants goods in commerce”. 
Through the five years next preceding the filing date, the plaintiff had had sub- 
stantially exclusive and continuous use of “Sterling” as its trade mark for ale and 
beer in interstate commerce. 

26. On December 9, 1949, the defendant made its first sale of “Hacker’s 
Sterling Ale” in Massachusetts. The first interstate shipment was to Portland, Maine, 
on December 16, 1949. 

27. The defendant made no special product for its “Sterling” mark but 
applied the said mark to the same ale which it had been selling as ““Amberlite”. 

28. The plaintiff’s first sales in New England were made on or subsequent to 
January 3, 1950. 

29. The defendant’s mark is confusingly similar to that of the plaintiff. The 
resemblance is such as to deceive the ordinary purchaser. The only difference 
between the two is the name “Hacker’s” in the mark of the defendant. The 
dominant part of the mark is the word “Sterling”, as was intended and admitted 
by the defendant through its President who testified that he considered “Sterling” 
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to be an old New England tradition as a mark, and that the defendant corporation 
aspired to become known eventually as the “Sterling Brewing” Company. 

As pleaded in the first paragraph of this complaint, the jurisdictional basis 
is threefold: (1) 28 U. S. C. A. § 1332, diversity of citizenship and requisite 
amount in controversy; (2) U. S. C. A. § 1121, Sec. 39 of the Trade-Mark Act 
of 1946, on which the plaintiff places its main reliance as the basis of its statutory 
registration rights; (3) 15 U. S. C. A. 1126 (h) and (i), Sec. 44 (h) and (i) of 
the Trade-Mark Act of 1946 relative to statutory rights against unfair competition. 

The word “sterling”, of course, is descriptive. It is descriptive of quality, 
however, not directly descriptive of ale, and the meaning is such that it need not 
be used in connection with ale except for some special purpose such as for indica- 
tion of origin. Worcester Brewing Corp. v. Reuter @ Co., 157 F. 217. This is the 
use to which the plaintiff put the term. Its sales and advertising under the mark 
have been such that for many years, its “Sterling” mark has become and is 
distinctive of the plaintiff's goods in commerce, has acquired public recognition 
and secondary meaning as indicative of the plaintiff and its beer and ale, with 
said distinctiveness, recognition and secondary meaning confined primarily to the 
plaintiff's market in the Mid-Western States. 

That the defendant’s mark infringes is clear. The only difference, as here- 
inbefore stated, between the two is the use of the name “Hacker’s” preceding the 
word “Sterling” in the defendant’s mark. The mere use of a name in connection 
with the trade mark of another is not enough of itself to obviate misappropriation. 
Little Tavern Shops, Inc. v. Davis, 4 Cir., 116 F. 2d 903, 48 U. S. P. Q. 161. 
Bunte Bros. v. Standard Chocolates, Inc., D. C. 45 F. Supp. 478, 481 [32 T. M. R. 
349]. 

To the extent that the plaintiff's case is based on common law rights, his 
rights are governed by the law of Massachusetts, and it is settled that under such 
law the rights are not protected beyond the territory where the plaintiff’s goods 
are sold, where he has no customers and where he has no trade. Kaufman v. 
Kaufman, 223 Mass. 104; Staples Coal Co. v. City Fuel Co., 316 Mass. 503, 511, 55 
N. E. 2d 934. The plaintiff relies upon Mass. G. L. (Ter. Ed.) c. 110, § 7A 
under which a plaintiff is entitled to injunctive relief on the basis of “likelihood of 
injury to business reputation or of dilution of the distinctive quality of a trade 
name or trade-mark.” 

The statute was passed to permit injunctive relief in cases of trade-mark 
infringement or unfair competition notwithstanding the absence of competition 
between the parties or of confusion as to source of goods or services. Food Fair 
Stores, Inc. v. Food Fair, Inc., D. C., 83 F. Supp. 445 [38 T. M. R. 1085]. Where, 
however, as here, the plaintiff's mark has not acquired a secondary meaning in 
Massachusetts, as indicative of the plaintiff, the plaintiff’s rights are not enlarged 
by the statute. Mann v. Parkway Motor Sales, Inc., 324 Mass. 151, 85 N. E. 2d. 
210 [39 T. M. R. 474]. The plaintiff must find the protection it seeks under 
Federal law. 

The defendant has averred that the plaintiff’s registrations are invalid and 
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void, having been granted “improperly and improvidently”. Registration No. 
306,673 was filed January 23, 1933 for malt products, “especially beer” in Class 48, 
malt beverages and liquors. The amended application of the plaintiff for this 
registration contains the sworn statement: “The mark has been in actual use 
as a Trade-Mark by applicant and its predecessors from whom title was derived 
for ten years next preceding February 20, 1905, and such use has been exclusive”. 
This, asserts the defendant, was a false statement, knowingly made, because of the 
well-known Reuter and Worcester Brewing uses in New England. See Worcester 


Brewing Corp. v. Reuter & Co., supra. 


It appears, however, as noted hereinbefore, that up to 1933 beer was sufh- 
ciently different from ale to entitle the plaintiff to its ten-year proviso registration 
for beer, and no invalidity results from the parallel uses of Reuter and Worcester 
of “Sterling” on ale through the ten years preceding 1905. Furthermore, I find 
that there was no concealment by the plaintiff of the early uses of “Sterling” on 
ale. The file wrapper history of the plaintiff’s basic 1933 registration (P. Ex. 17A) 
shows that the applicant took affirmative action in calling the attention of the 
Patent Office to the decisions involving the Reuter and Worcester companies. The 
argument that the goods recital in the 1933 registration “malt products”—namely 
beer, includes ale and that therefore the Reuter and Worcester uses precluded 
a valid registration, ignores the principle that a specific recital limits the generality 
of an accompanying general recital except as an intent to the contrary is expressed. 


S.C. Johnson & Son v. Johnson, 2 Cir., 116 F. 2d 427 [36 T. M. R. 82]. 


The plaintiff validly extended its registration rights to ale in 1936 with Regis- 
tration No. 332,040, a ten-year proviso expansion registration under Sec. 5 of the 
Trade-Mark Act of 1905, as amended by the Act of 1920. The plaintiff did not 
make ale until 1934 and had more than a year’s exclusive use on ale before its 
1936 registration. On the basis of the foregoing the plaintiff was further entitled 
to Registrations No. 394,670 and No. 394,929 in 1942. All four became entitled 
to the benefits of the Lanham Act with their republications in 1948. 


Plaintiff's Registration No. 526,392 is a registration under Sec. 2(f) of the 
Lanham Act, which permits registration of a mark “which has become distinctive 
of the applicant’s goods in commerce”. ““The mark (Sterling) is claimed to have 
become distinctive of the applicant’s goods in commerce which may lawfully be 
regulated by Congress through substantially exclusive and continuous use thereof 
as a mark by the applicant in commerce among the several States for the five 
years next preceding the date of the filing of this application”. By Sec. 2(f) this 
five year use, prior to the critical filing date of November 21, 1949 is made 
prima facie evidence that the mark has become distinctive. The fact of such 
use was proved at trial. This registration is valid. 


The defendant presses the argument that it is “settled law that trade-mark 
rights do not extend beyond the territory in which a mark is used, the registrant’s 
zone of reputation and probable expansion. This is true at common law, of 
registration under the 1905 Act and under the 1946 Act”. The defendant cites 
the leading cases of Hanover Star Milling Co. v. Metcalf, 240 U. S. 403, United 
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Drug v. Rectanus, 248 U. S. 90 and Griesedieck Western Brewery Co. v. People 
Brewing Co., 8 Cir., 149 F. 2d 1019 [35 T. M. R. 211]. 

The contention here that the territory in which the plaintiff has established 
its trade is remote from the territory in which the defendant is using its mark is 
well founded. At least until the adoption of the Trade Mark Act of 1946 the courts 
have accepted the principle that it is only where the trade goes attended by the 
use of the mark that the owner of the mark will be given protection against 
the sale by another of his product labeled similarly in good faith. One fact, how- 
ever, stands out here. The defendant had actual knowledge of the prior use 
of the mark “Sterling” by the plaintiff, and knowledge of the plaintiff’s registrations. 


I am of opinion that the provisions of the Act of 1946 negative the defense 
of “territorial limitation” of the protection accorded to a registered trade mark, 
and that the plaintiff is entitled to injunctive relief irrespective of the plaintiff's 
“expansion situation”. 

Sec. 32 (1) of the Act of 1946 (15 U. S. C. A. § 1114 (1)) provides: “Any 
person who shall, in commerce, (a) use, without the consent of the registrant, any 
reproduction, counterfeit, copy, or colorable imitation of any registered mark 
in connection with the sale, offering for sale, or advertising of any goods or services 
on or in connection with which such use is likely to cause confusion or mistake 
or to deceive purchasers as to the source of origin of such goods or services * * * 
shall be liable to a civil action by the registrant * * *”. 

Sec. 22 of the Act (15 U. S. C. A. § 1072) provides that: “Registration of 
mark on the principal register provided by this Act or under the Act of March 3, 
1881, or the Act of February 20, 1905, shall be constructive notice of the regis- 
trant’s claim of ownership thereof”. 

With respect to this last-quoted section, the commentary on the Act by Daphne 
Robert, to be found in 15 U. S. C. A. introductory to Chapter 22, is illuminating. 
“It should be noted that any use of a mark commencing after July 5, 1947 is not 
a lawful use if the same mark was previously registered by another under the Act 
of 1881 or the Act of 1905 and such other person continues to use it. This 
result obtains because on and after July 5, 1947, the registrations are constructive 
notice of ownership and a second user cannot claim that he adopted and used 
the mark in good faith and without knowledge of the prior use * * *.” (P. 272) 
Under the subtitle “VII. Effect of Registration” it is stated: “The greatest single 
advantage of a principal registration is that it is constructive notice of the regis- 
trant’s claim of ownership of the mark. This means simply that so long as a 
mark remains on the principal register, everyone is charged with notice of the 
claim of ownership * * *. It means that such use is an unlawful use and cannot be 
justified by a claim of innocence, good faith or lack of knowledge. Its practical 
effect is to give nation-wide effect to a principal registration, providing notice to 
intrastate users as well as others, and thereby eliminating one of the weaknesses 
inherent in prior statutes.” The same author in the “New Trade Mark Manual,” 
1947, sums up the situation as follows: “* * * This answers the question so often 
asked: ‘What does my registration give me?’ Up to now, there was good reason 
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for asking the question, and lawyers and judges were frequently hard put to find 
a satisfactory answer * * *. Its practical effect is to give nationwide coverage to a 
Federal registration * * *. It provides a sense of security to the registrant by 
preserving for him the right to expand his market at a later date without fear of 
having had it usurped by a newcomer. The prior laws did not enlarge the common 
law, but the common law to this extent is now supplanted by the statute.” Pp. 
129, 130. 

Counsel may prepare judgment granting injunctive relief to the plaintiff in 
accordance with the foregoing. It follows, and I rule, that the defendant’s counter- 
claim must be dismissed. 


SEAGRAM DISTILLERS CORPORATION v. BEN GREENE, INC. 
No. 22,114—S. Ct. Fla.—September 14, 1951 


Courts—StatutTory CoNSTRUCTION—GENERAL 

Legislature’s findings of fact on fairly debatable subject are presumed correct until 
challenged and disproved in appropriate proceedings. 

Legislature ’s findings must be as to facts not conclusions; they do not carry presump- 
tion of correctness if obviously contrary to proven and established truths of which courts 
take judicial notice; and they are always subject to judicial inquiry. 

It is unnecessary here to decide question whether recitations in Section 1, Chapter 
25,204, Laws of Florida, 1949, as to economic policy are actual findings of fact and 
what effect should be given to them. 


Farr TrapE Laws—Scope or ProrecTion—ParTICULAR INSTANCES 
Dismissal of complaints, alleging violation of Florida fair trade law, by “non-signer” 
of fair trade contract, affirmed upon authority of Schwegmann case (51 T. M. R. 545). 


Appeals from Circuit Court for Pinellas County. 

Unfair competition suits by Seagram Distillers Corporation, Calvert Distillers 
Corporation and Frankfort Distillers Corporation against Ben Greene, Inc. for 
injunction restraining alleged violation of fair trade law. Complaints dismissed. 
Affirmed. 

Harris, Barrett, McGlothlin @ Dew, John D. Harris and H. L. McGlothlin, for 

Appellants. 

Robert W. Fisher, for Appellee. 
S. Henry Harris and Wm. C. Harris for West’s Drug Stores, Inc., and Royal Palm 

Pharmacy of Fort Myers, Inc., Intervenors. 

John T. Wigginton and Caldwell, Parker, Foster & Wigginton as Amicus Curiae. 
Sam Bucklew for The International Silver Co., a Corporation, as Amicus Curiae. 
Hosson, J.: 

In each of these cases, which have been consolidated, the questions presented 
for our determination are identical. Indeed, with one exception, every question 
posed by appellants was determined by this Court adversely to appellants’ position 
in and by our decision in the case of Liquor Store, Inc. v. Continental Distilling 
Corporation (Fla.), 40 So. 2d 371. 


The question which was not, and which could not have been, presented in the 
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above mentioned case is the one which deals with the findings or recitations of 
fact and declaration of necessity as to the State’s economic policy made by the legis- 
lature and incorporated in Chapter 25,204, Laws of Florida, 1949, which Act is 
now before us for consideration. 

Section 1 of Chapter 25,204, supra, is entitled “Findings of Fact.” Epitomized, 
the legislature’s declarations were that the enactment of Chapter 25,204, supra, will 
serve the public interest and general welfare of the State of Florida, will prevent the 
creation and perpetuation of monopoly and that Act constitutes a lawful exercise 
of the police power. The general rule is that findings of fact made by the legislature 
are presumptively correct. However, it is well recognized that the findings of fact 
made by the legislature must actually be findings of fact. They are not entitled to 
the presumption of correctness if they are nothing more than recitations amount- 
ing only to conclusions and they are always subject to judicial inquiry. Moreover, 
findings of fact made by the legislature do not carry with them a presumption of 
correctness if they are obviously contrary to proven and firmly established truths 
of which courts may take judicial notice. If the subject upon which the legislature 
makes findings of fact is one which is fairly debatable, the presumption of correct- 
ness attaches and remains extant until and unless such findings are challenged and 
disproved in an appropriate proceeding. 

The cases now under consideration were brought in the Circuit Court of Pinel- 
las County by the appellants Seagram Distillers Corporation, Calvert Distillers 
Corporation and Frankfort Distillers Corporation, against the appellee Ben Greene, 
Inc. The relief sought in each of these suits was an injunction against Ben Greene, 
Inc., restraining and enjoining Ben Greene, Inc., a corporation, its agents, servants 
and employees from selling, offering for sale, or advertising for sale any of the 
beverage products described in the several bills of complaint at prices less than the 
prices established by appellants in and by their fair trade agreements with various 
liquor dealers in the City of St. Petersburg and elsewhere in the State of Florida 
(Ben Greene, Inc., appellee, although requested or invited to do so, did not execute 
an agreement with any of the appellants) and from offering or making any conces- 
sions whatsoever, whether by the giving of coupons or otherwise, in connection with 
any such sale, and from offering or giving any article of value in connection with the 
sale of any such products, and from the sale, or offering for sale, of any such com- 
modity or product in combination with any other commodity. Appellants’ suits were 
founded upon the provisions of Chapter 25,204, supra. 

The appellee, Ben Greene, Inc., filed a motion to dismiss the bill of complaint 
in each of the several suits. The Chancellor granted the motions to dismiss and 
appellants filed notices of appeal. 

The Chancellor in dismissing the bills of complaint held Chapter 25,204, supra, 
to be unconstitutional and invalid. Obviously he was guided by our opinion in the 
case of Liquor Store, Inc. v. Continental Distilling Corporation, supra, but the Act 
which we declared unconstitutional did not contain legislative findings of fact. Con- 
sequently, if it were not for the fact that the bills of complaint filed by appellants 
show affirmatively that Ben Greene, Inc., was a “non-signer” and except for the 
recent opinion of the United States Supreme Court in the cases of Schwegmann 
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Brothers, et al. v. Calvert Distillers Corporation, et al., and Schwegmann Brothers, 
et al. v. Seagram Distillers Corporation, 341 U. S. 384, 71 Sup. Ct. 745, 95 
L. Ed. 684 [51 T. M. R. 545], we probably would be faced with the query as to 
whether the Chancellor erred in dismissing the bills of complaint in the absence 
of any pleading directly challenging and proof refuting, the legislature’s findings 
of fact. 

The learned Chancellor was eminently correct in dismissing the several bills of 
complaint since it is clear that Ben Greene, Inc., did not sign any contracts or agree- 
ments with any of the appellants. It is, therefore, unnecessary for us to discuss 
further or to decide the question of the effect which this Court should give to the 
legislature’s findings of fact, or to determine whether the recitations contained in 
Section 1 of Chapter 25,204, supra, are actually findings of fact as distinguished 
from mere conclusions. Except for such so-called findings of fact contained in Chap- 
ter 25,204, supra, there is no material difference between said Act and Chapter 19201, 
Laws of Florida, 1939. 

The final decrees entered by the Chancellor below dismissing the several bills of 
complaint are affirmed upon authority of Schwegmann Brothers, et al. v. Calvert 
Distillers Corporation, et al., and Schwegmann Brothers, et al. v. Seagram Distillers 
Corporation, supra, and Liquor Store, Inc. v. Continental Distilling Corporation, 
supra. Affirmed. 

SEBRING, C. J., CHAPMAN, THomas, Apams, JJ., and Lewis, Associate Justice, 

Concur. 


FARRELL v. THE MENNEN COMPANY ET AL. 
No. 7461—S. Ct. Utah—August 31, 1951 


TrapE-MarkK INFRINGEMENT AND UNFAIR COMPETITION—PLEADING AND PRAcCTICE—GENERAL 

On facts of record, complaint held to fail to state a cause of action. 

One principal defect in complaint is failure to allege plaintiff’s priority of use of 
mark alleged to be infringed. 

General allegations in a bill are controlled by the specific allegations; and where 
the latter show that mark is not used in distinctive but in descriptive sense, complaint 
will be dismissed even though there may be general allegations to the contrary. 

TRADE-MarKs—Worps INCAPABLE OF EXCLUSIVE APPROPRIATION—DESCRIPTIVENESS 

“Bracer” held descriptive of plaintiff’s hair tonic. 

TrRADE-MarK INFRINGEMENT AND UNFAIR COMPETITION—BAsiIsS OF RELIEF—GENERAL 

General rule is that infringement and unfair competition exist where similarity is 
such as to be likely to deceive purchasers exercising ordinary caution into buying goods 
of one for those of another. 

TrapE-Marxks—Marxs Not ConrusinGiy SimitLar—PArTICULAR INSTANCES 

“Skin-Bracer” held not confusingly similar to “Brace For The Hair” or “A Real 

Bracer for the Hair,” used on similar goods. 
CourtTs—PLEADING AND PRACTICE—DISMISSAL OF COMPLAINT 

Judgment dismissing action as to two defendants not served with complaint set 

aside; and judgment in favor of other defendants affirmed. 


Appeal from District Court. 
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Trade-mark infringement and unfair competition suit by William J. Farrell 
against The Mennen Company, Smith-Faus Drug Company, Zion’s Co-Operative 
Mercantile Institution, Walgreen Drug Company, and John Doe. Plaintiff appeals 
from dismissal of complaint. Affirmed in part and vacated in part. 

Raymond R. Brady and John Hays O’Donnell, of Salt Lake City, Utah, for plaintiff. 
Ray, Rawlins, Jones & Henderson, of Salt Lake City, Utah, for defendants. 

Before Wo re, Chief Justice, and McDonoucu, Wane and Crockett, Justices. 
McDonoueu, J.: 

Plaintiff sued to enjoin defendants from selling a skin lotion under the trade 
name of “Skin Bracer.” From a judgment of dismissal of the action predicated on 
failure to state a cause of action, plaintiff appeals. 

Plaintiff alleged that The Mennen Company as the manufacturer of a skin 
lotion known as “Skin-Bracer” had distributed such skin lotion in the State of Utah, 
and is now distributing the same; and that the other defendants have been and 
now are engaged in the distribution and sale of said skin lotion under the trade 
name of “Skin Bracer.” Plaintiff further alleged that he has been and now is “en- 
gaged in the extensive and profitable business of manufacturing and selling, whole- 
sale and retail, a certain hair tonic and skin lotion in the State of Utah which is an 
original formula conceived by plaintiff ;” and that he has been and is now selling said 
hair tonic and skin lotion throughout the state under the trade name of “Brace 
for the Hair, A Real Bracer for the Hair;” that he registered said trade name in 
the State of Utah on August 31, 1925; that plaintiff has acquired a good will of 
great value in said business under said trade name; that defendants, by using the 
trade name of “Skin Bracer” for their skin lotion, have adopted and are using 
a trade name so similar to the trade name used by plaintiff that defendants have 
thereby appropriated to their own use the good will of plaintiff’s business and 
have “deluded the plaintiff's customers and the public in general into the belief 
that the product manufactured and sold by plaintiff and the product sold by 
defendants are one and the same article;” and that if defendants continue to sell 
the skin lotion under the trade name using the word “Bracer,” the customers and 
prospective customers of plaintiff and the public generally will be deceived and 
defrauded into believing that the article sold by defendants is the same article 
manufactured and sold by plaintiff; and that after repeated demands to cease 
doing so, defendants continue to sell their product under the name of “Skin Bracer” 
and such conduct results in “much confusion in plaintiff’s said business,” and that 
unless restrained, defendants will continue to carry on their business of selling a 
skin lotion under a trade name which encroaches on the registered trade name 
of plaintiff. 

This case arose prior to the new Rules of Civil Procedure, and the court sus- 
tained a general demurrer, and upon refusal of plaintiff to plead over, an order 
was entered dismissing the action. 

The complaint fails to state facts sufficient to constitute a cause of action, 
and under the new Rules of Civil Procedure (Rule 12 (b) (6)) the complaint fails 
to state a claim upon which relief can be granted. One principal defect in the 
complaint is the failure to allege that plaintiff’s use of the trade name allegedly 
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infringed was established prior to any use in the same competitive area of the 
alleged similar trade name of defendants. Section 95-1-6, U. C. A. 1943. See 52 
Am. Jur., Trade Marks, etc., § 24. This omission could have been cured, perhaps, 
by amendment. 

The basic question is whether the registered trade name of plaintiff is being 
infringed, assuming for the purpose of discussing such question that plaintiff had 
established a use prior to the time any of the defendants commenced selling a 
product under the trade name of “Skin Bracer.” 

The one word common to the trade name of both plaintiff and defendants 
is “Bracer.” Defendants contend that plaintiff could not acquire the exclusive 
right to use such word. Plaintiff's trade name admittedly uses such word as a 
part of a combination of words, which defendants contend to be descriptive of 
plaintiffs product, and which does not have trade name significance standing alone. 
The product distributed by defendants is sold under a trade name consisting of 
two words only: “Skin Bracer.” The word “skin” is not used in the registered 
trade name of plaintiff, and the word “Bracer” is used in such combination as to 
refer exclusively to the hair. The facsimile of the registered trade-mark is: 

“BRACE FOR THE HAIR 
“A Real Bracer for the Hair 


“Alcohol 15% 
“Formulated and produced by Wm. Farrell, Hair Specialist.” 


The trade-mark specified is “A Real Bracer for the Hair.” 

While plaintiff admits that words in common use may not be adopted as a 
part of a trade name or trade-mark so as to exclude use by others, he contends 
that the word “bracer” is an obsolete word no longer in general use, and that 
such a word may be so adopted. In his brief he refers to definitions of the word 
“bracer” found in several standard dictionaries, which indicate that the use of 
the word to denote a tonic or stimulant is obsolete. His contention is that since 
a word not in general use may be adopted as a trade-mark or as a part thereof, 
by using the word “Bracer” to name or describe a hair tonic, he has appropriated 
the word so that it may not be used in the competitive area by any one dealing 
in a tonic or lotion for the skin or scalp. It is to be observed that from the facsimile 
of the trade-mark or trade name, the name of the product manufactured by plaintiff 
appears to be “Brace for the Hair,” and not the phrase written thereunder, “A 
Real Bracer for the Hair.” 

It seems clear to us that the last quoted phrase is used to describe something. 
What it describes is what is called a “brace for the hair.” Certainly, “A Real 
Bracer for the Hair” means that plaintiff is representing to the public that he has 
a genuine as distinct from a counterfeit or imitation “bracer for the hair.” What 
plaintiff in effect argues is this: The word “bracer,” since it is obsolete, could have 
no meaning to the general public in describing the qualities or function of the 
preparation in which it is used. Hence, it may be and has been exclusively appro- 
priated by defendant as a trade name. Yet, the very manner in which he has used 
it in connection with the name of the product which he manufactures, is, evidently, 
to impress the public with its genuineness as a stimulant or tonic for the hair. In 
the alternative, the phrase alluded to, must have been used to convey an entirely 
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different thought, for as shown by dictionary definitions, cited by defendant, the 
word “bracer” also means “that which braces, binds or makes firm, strengthens, 
steadies.” 

It is patent, however, that plaintiff used the word in his alleged trade name 
in its obsolete sense, as a “stimulant” or as a “tonic.” This being true, it must be 
emphasized as defendants point out in their brief, that it is the particular modus 
in which “bracer” is and has been used by plaintiff, as a part of the phrase, “A Real 
Bracer for the Hair,” which is of controlling significance. Defendants state their 
position succinctly in their briefs as follows: 

“In commenting on an exception to the general rule that a word, generic or 
descriptive of the product, cannot be appropriated exclusively, appellant assumes that 

his alleged trade-mark is simply the word ‘bracer’ and proceeds to cite authorities 

to show that such a word may become a valid trade-mark when through long and 

exclusive use as a trade name or mark it has acquired a secondary meaning, indicating 

to the public the source of the product. We do not dispute this exception to the 

general rules. Respondents did not below, and do not now contend that if appellant 

had used the word ‘bracer’ by itself, in a trade-mark sense to denote the source rather 

than some claim of functional merit of the product, it could have acquired a second- 

ary meaning and thus become valid as a trade-mark or trade name. But appellant 

elected to use ‘bracer’ in a phrase and in such a manner that on the face of his 

alleged trade-mark ‘A Real Bracer For The Hair’ the word ‘bracer’ has only a descrip- 

tive meaning. Therein lies the basic distinction between the present case and those 

relied upon by appellant.” 


We adopt the foregoing and hence find it unnecessary to refer to and distin- 
guish the numerous cases cited by plaintiff in support of his position relative to the 
secondary meaning of a word or combination of words. 

Plaintiff, however, strenuously argues that nevertheless, in the light of certain 
allegations of his complaint, defendants’ demurrer should have been overruled. He 
refers to the averments of his complaint to the effect that the public has been 
and will continue to be misled by defendants’ use of the trade name “Skin Bracer.” 
This argument overlooks the general rule of pleading that general allegations in a 
complaint are controlled by specific allegations. As pointed out in 2 Nims, Unfair 
Competition and Trade-Marks, sec. 315, page 1009: “The general allegations in 
a bill are controlled by the specific allegations so that where the latter show that 
a name is not used by plaintiff in a distinctive sense and has not acquired a 
secondary meaning but on the contrary is used in a descriptive sense, the complaint 
will be dismissed even though there may be general allegations to the contrary.” 

To the point in the instant case is the following rule set forth in the same 
section of Mr. Nims’ work, at page 1009: 


“A complaint, the averments of which are sufficient to charge imitation of 
plaintiff's product and the deception of the public thereby is insufficient where 
exhibits attached to it show such dissimilarities that the public could not be misled 
thereby into believing defendant’s product was that of plaintiff’s.” 


Said text statement is supported by the cited case of Schudder Foods Products v. 
Ginsberg, 21 Cal. 2d 596, 134 P. 2d 255 [33 T. M. R. 243], adopting opinion in 
126 P. 2d 674. 





41 T.M.R. FARRELL v. MENNEN COMPANY 1003 


It seems abundantly clear from the facsimile of the trade name or trade-mark 
of plaintiff as set forth in the complaint, as well as from what has been said 
hereinabove relative to the descriptive sense in which the phrase is used, together 
with the manufacturer’s name, that the public could not be misled by defendants’ 
use of their trade name. The fact, if it be a fact, that some careless person or 
one lacking a reasonable sense of discrimination, might conceivably fail to dis- 
tinguish between the two products, is not a sufficient basis upon which to found 
an infringement. It must be remembered that plaintiff claims no infringement 
on the basis of similarity of labels or arrangement of letters or design in such 
manner as to create confusion, such as was involved in Hi-Land Dairymen’s Asso- 
ciation v. Cloverleaf Dairy, 107 Utah 68, 151 P. 2d 710 [34 T. M. R. 321]. As 
stated in 52 Am. Jur., Trade-Marks, Trade Names, etc., sec. 128, page 600: 


“# * * The general rule is that an infringement exists if, but only if, the 
resemblance is so close that it deceives, or is likely to deceive, a customer exercising 
ordinary caution in his dealing, and induces him to purchase the goods of one manu- 
facturer in the belief that they are those of another. Similarly, in cases of unfair 
competition while the requisite degree of resemblance or similarity between the names, 
brands, or other indicia is not capable of exact definition, it may be stated generally 
that the similarity must be such, but need only be such, as is likely to mislead pur- 
chasers of ordinary caution and prudence, or in other words, the ordinary buyer, into 
the belief that the goods or wares are those, or that the name or business is that, 
of another producer or tradesman * * *.” 


In view of the specific allegations of the complaint and the modus in which 
the word “bracer” is used, the trial court properly sustained the demurrer to the 
complaint and upon refusal of plaintiff to amend timely, dismissed the action as 
to the defendants who made an appearance. 

One contention of plaintiff remains to be considered. The order of dismissal 
operates to dismiss the complaint and the action as to all of the named defendants. 
However, it appears that two of the defendants were not served with process and 
made no appearance. Hence, the plaintiff argues that the court erred in dismissing 
the action as to such defendants. The plaintiff is technically correct, since under 
Section 104-5-1, such defendants not served might subsequently be served. 

In the light of the holding herein, it is doubtful whether plaintiff will find it 
profitable to pursue the action against such defendants. However, he may desire 
to amend his complaint and do so. The action was improperly, and doubtless 
ina‘vertently, dismissed as to such defendants who were not served. The order 
dismissing the complaint and the action as to those defendants, must be set aside. 

The judgment dismissing the action as against the two defendants not served 
is set aside. The judgment in favor of other defendants, respondents herein, is 
affirmed. Costs to respondents. 
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MILLER BREWING COMPANY v. BLATZ BREWING COMPANY 
No. 226,781—Wis. C. Ct. Milwaukee County—August 18, 1951 


TRADE-Mark INFRINGEMENT AND UNFAIR CoMPETITION—Basis OF RELIEF—GENERAL 

It is the casual customer who is entitled to protection from the calculated deceptive 
practices of a producer. 

The test of imitation in unfair competition cases is general impression of similarity 
and not detailed side by side comparison. 

Proof of actual deception or confusion is not required, but such proof cannot be 
disregarded. 

On facts of record, plaintiff held to have sustained burden of proving that the 
ordinarily prudent person is likely to be confused and deceived by dress of defendant’s 
package. 

Dress oF Goops—AcQuISITION OF RiIGHTS—SECONDARY MEANING 

“Miller High Life” package, in which plaintiff’s beer is sold, held to have acquired 
secondary meaning, indicating origin in plaintiff. 

TrRADE-MaRK INFRINGEMENT AND UNFAIR CoMPETITION—Scope OF RELIEF—PARTICULAR 
INSTANCES 

Plaintiff held entitled to injunction restraining defendant from simulating plaintiff's 
package, from infringing plaintiff’s state and federal registrations and ordering destruc- 
tion of infringing labels. 

Plaintiff held entitled to accounting of damages and profits and to costs and 
disbursements. 


Trade-mark infringement and unfair competition suit by Miller Brewing Com- 
pany against Blatz Brewing Company. Judgment for plaintiff granting injunction, 
profits and damages. 

Morsell & Morsell and A. L. Morsell (Whyte, Hirschboeck & Minahan, H. C. 
Hirschboeck, and Victor M. Harding of counsel) of Milwaukee, Wis., for 
plaintiff. 

Lecher, Michael, Spohn, Best & Friedrich, John W. Michael, and John S. Best 
(Gold & McCann and Ray T. McCann of counsel) of Milwaukee, Wis., for 
defendant. 

Murpny, C. J.: 

Plaintiff Miller Brewing Company and defendant Blatz Brewing Company are 
Wisconsin corporations, each with its principal office in Milwaukee, Wisconsin, and 
each is engaged in the brewing and sale of beer and are in competition with each 
other throughout the United States. 

The plaintiff seeks a perpetual injunction against the defendant, alleging 
general unfair competition in the first cause of action, and infringement of certain 
state and federal trade-marks and for damages in the second cause of action. 

Plaintiff and its predecessors have, for forty-five years, packaged its High Life 
beer in a distinctive package in a bottle of clear, uncolored glass and have affixed 
thereto labels with gold lettering, white background, emphasized by contiguous 
darker colored lines. Except for the prohibition period, the original High Life 
package has been in continuous use, and Plaintiff’s Ex. 5 represents the original 
package after a series of refinements. 

Plaintiff makes no claim that the use of the uncolored, flint select type of bottle 
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by the defendant constitutes unfair competition, nor does it claim that the state 
or federal trade-marks protect it in that regard. Many breweries throughout the 
country package and sell beer in the same type of bottle, and no contention is made 
that the color or shape of that bottle is, in itself, distinctive. The claim is seriously 
made, however, that the general dress of the Miller High Life package in the uncol- 
ored package with its distinctive labels and color combination has become associated 
in the public mind with the origin of its product and has became a “famous” 
package. 

Defendant Blatz Brewing Company packaged and sold its beer in a white 
bottle, Ex. 91, during the period from 1938 to 1943 when its use was discontinued 
and from then on until 1950 packaged its beer only in an amber colored bottle. 
Ex. 91 was an attractive, distinctive bottle and made an excellent companion piece 
with the Blatz amber bottle and constituted a combination of packages that adhered 
to Blatz traditions and was consistently carried out in its advertising. Defendant 
Blatz Brewing Company in 1949 decided to again package its beer in a white, flint 
select bottle, but they abandoned the labels formerly used on Ex. 91. 

Defendant Blatz ordered labels for its new white bottle from Reynolds Metals 
Company art department. The artist, Mr. Birnie, who designed the labels, was 
furnished with a Miller neck label and Miller neck foil as a guide or inspiration to 
produce a new Blatz neck label. Mr. Birnie testified as to the various steps taken 
in the preparation of the designs for the new Blatz neck label. He made several 
sketches which were submitted to the responsible heads of the Blatz Company. 
Schenley Company owns the Blatz Brewing Company and Colonel Levy is an officer 
in both corporations. After the second sketch of the new neck label was submitted, 
Colonel Levy, who had an opportunity to examine it, in a memorandum, Ex. 65, 
to the officials at Blatz in Milwaukee, admonished them as follows: 

“We are also of the opinion after careful study that it might be well to use a 


different shape shoulder label which does not so closely resemble the Miller shoulder 
label. There doesn’t seem to be much point in looking like ‘another one.’ ” 


Shoulder label and neck label are used interchangeably in the testimony in this case. 

Subsequently, and apparently in recognition of Colonel Levy’s admonition, a 
third sketch, Ex. 71, was submitted. The artist Birnie testified that the third sketch, 
which was obviously his conception of a shoulder label that would not too danger- 
ously simulate the Miller shoulder label, was submitted but was not accepted by 
Blatz Brewing Company. The shoulder label accepted by Blatz Brewing Company 
was the label that Colonel Levy said was too similar to Miller’s. That label was 
affixed to the flint select, white bottles and is represented by Ex. 63, which is the 
package indicated by the plaintiff as being confusingly similar to the Miller package, 
Ex. 5. 

Before the new Blatz package, Ex. 63, to which the new labels were affixed, was 
introduced on the market, an elaborate and extensive survey had been conducted 
by Mr. Edstrand and Mr. Kerr, executives of the Blatz Company. This survey was 
conducted for the purpose of determining the public acceptance of the Miller select 
package in the various areas in which they made inquiries. It is clear that the result 
of this survey was an important factor, if not the sole responsible cause of defendant 
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Blatz’ decision to again package its product in a white, flint select bottle with new 
labels. A comparison of Ex. 91, the original Blatz bottle which was on the market 
between 1938 and 1943, with Ex. 63, the new package adopted in 1949, shows an 
important, radical and unmistakable change in the label ensemble. Ex. 63 (Blatz) 
may not be an exact copy of Ex. 5 (Miller) but except to an artist’s eye or a side 
by side inspection it represents a distinction without a difference. Ex. 63 and Ex. 5 
are twins, even though they may not be “identical” twins. 


Birnie, the artist who designed the new Blatz labels, was, of course, an expert 
familiar with the trade and it is no overstatement to say that his work in designing 
the new Blatz label represented a studied effort to simulate the Miller label but 
at the same time avoiding the production of an exact copy. In 2 Nims, Unfair 
Competition and Trade-Marks, 4th Ed. 1108, the case of N. K. Fairbank Co. v. 
Bell Mfg. Co., the court, in dealing with the designing of a new package, uses this 
significant language: 

“It may fairly be assumed that the individual who designed defendant’s yellow 

and black package was an expert, familiar with the trade; that the changes he made 

in the old package were all in the direction of complainant’s package is manifest; 

that he was intelligent enough to make such changes in order to accomplish a definite 

object will surely not be disputed; and that such object was the production of a 

package resembling complainant’s is the irresistible inference.” 


The early case of Manitowoc Malting Co. v. Milwaukee Malting Co., 119 Wis. 
543, which is the leading Wisconsin case on unfair competition and which sets 
out in the opinion illustrations of the two labels in question, employs this forceful 
and pointed language: 

“Tt is not to be expected, of course, that there will ever be an exact copy. The 
imitator will always seek to introduce enough differences to justify a claim that 


there has been no imitation, while incorporating enough similarities to carry the 
general effect of the original design to the mind of the unwary purchaser.” 


The defendant Blatz Brewing Company, in the main, defends the charge of 
unfair competition on the ground that the word “Blatz” is prominently displayed 
upon the body labe! and the word “Blatz” in small type (discernible only upon 
examination) at least thirteen times on its new package, Ex. 63, and that a pur- 
chaser exercising ordinary care could not, therefore, be confused, mistaken or 
deceived. 


Amplifying this contention, the defendant maintains that no manufacturer or 
producer has a monopoly of the trade of the careless or indifferent buyer and that 
the law should give its protection only to the reasonably prudent purchaser. While 
agreeing with defendant’s contention as a purely legalistic principle, it must be con- 
ceded as a matter of common sense that the buying public comprises the ignorant 
and the wise—the indifferent and the cautious—the casual and the careful. It is 
the casual customer, who lives and buys by symbols, who is entitled to protection 
from the calculated deceptive practices of a producer. No producer of goods has a 
right to confuse or deceive him in exhibiting for sale something that is just about 
the same. 
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The Manitowoc Malting Company case, 119 Wis. at page 547, answers the 
argument of conspicuous display of the name of the producer as follows: 


“The conclusion of imitation from the similarity in these respects is irresistible, 
nor is that conclusion at all shaken by the difference in the words attached, or the 
fact that the defendant has incorporated its name in the device.” 


The test of imitation in unfair competition is general impression of similarity 
and not detailed side by side comparison. Selchow @ Righter Co. v. Western Print- 
ing & Lithographing Co. (U. S. District Court, Eastern District of Wisconsin), 29 
F. Supp. 569 (29 T. M. R. 625) (Affirmed 112 F. 2d 430). 


It is significant that the defendant Blatz Company up to the commencement 
and trial of the case had not offered the new package, Ex. 63, for sale in Wisconsin. 
Plaintiff, therefore, obtained the depositions of many witnesses from far distant 
and widely separated places in the United States, showing instances of actual con- 
fusion on the part of customers and bartenders. Plaintiff was not required by 
specific proof to show that purchasers and bartenders were actually deceived or 
confused, but such proof cannot be disregarded. These depositions read into the 
record and the testimony of witnesses who appeared at the trial clearly establish 
the likelihood that purchasers would be confused and deceived by the similarity of 
the two packages. 

The Manitowoc Malting Company case, 119 Wis. at page 543, in that regard 
has this to say: 

“The fact of imitation being established and such imitation being well calcu- 
lated to deceive, it is not necessary to show by specific proof that purchasers have 
been actually deceived. A court of equity will act before the injurious consequences 


of the unfair competition have made themselves manifest, if the imitation is estab- 
lished, and the consequent deception seems certain to result.” 


Attached to the complaint are Exhibits “A,” “B” and “C,” which are faithful 
colored photographic reproductions of Miller High Life, Ex. 5, and Blatz, Ex. 63, 
showing front, side and back views of such packages. A casual look at any one of 
those exhibits gives the immediate impression of sameness. Only a careful, side 
by side examination will reveal a difference in the two packages exemplified in the 
three exhibits. 


The burden to establish to a reasonable certainty by the greater weight of the 
credible evidence in the case that the ordinarily prudent person is likely to be 
confused and deceived by the manifest similarity between Miller High Life, Ex. 5, 
and the Blatz package, Ex. 63, has been abundantly met by the plaintiff, and the 
equitable relief prayed for in the complaint is granted. 


Findings of Fact and Conclusions of Law in accordance with this decision will 


be filed. 


FInpINGS oF Fact 


1. Plaintiff is a Wisconsin corporation and is engaged in the brewing and 
sale of beer with its principal office in Milwaukee, Wis. 
2. Defendant, Blatz Brewing Company, is a Wisconsin corporation and is 
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engaged in the brewing and sale of beer with its principal office in Milwaukee, Wis- 
consin, and is in competition with plaintiff throughout the United States. 

3. Plaintiff is the owner of trade-mark registrations Nos. 7062 and 7063 issued 
by the Secretary of State of the State of Wisconsin pursuant to Chapter 132 of 
the Statutes of the State of Wisconsin. 

4. Plaintiff is the owner of trade-mark registration No. 533,165 issued by the 
United States Patent Office on November 7, 1950, as a result of application filed 
July 16, 1949, and is the owner of trade-mark registration No. 542,339 issued 
May 15, 1951, on an application filed July 16, 1949. 

5. The brewing business conducted by the Plaintiff was founded by Frederick 
Miller, who operated the brewery at the site of the plaintiff’s present brewery from 
1855 until the year 1887 as sole proprietor. In 1887 he transferred the assets and 
good will of the business to the Fred Miller Brewing Company, a Wisconsin corpo- 
ration. The plaintiff has been and now is the successor, by sundry assignments, of 
the business and good will established over the many years by Frederick Miller and 
Fred Miller Brewing Company, since the incorporation of the plaintiff in 1936. 

6. Some time prior to the year 1906, plaintiff’s predecessor, Fred Miller 
Brewing Company, commenced packaging its High Life beer in a distinctive package 
including a bottle formed of clear uncolored glass and having affixed thereto a com- 
bination of labels and devices in a distinctive arrangement, which labels and devices 
cooperate with the appearance of the bottle to impart to plaintiff’s package a char- 
acteristic and distinctive appearance. Gold lettering, a white background, emphasized 
by contiguous darker colored lines were and are the predominating coloring on these 
labels and devices. These labels in the form described have been used on such bottles 
by plaintiff and its predecessors continuously since their original adoption prior to 
1906, except for the prohibition period, and the present package shown by plaintiff's 
Ex. 5 is a result of a series of refinements of the original package. 

7. Beer packaged by plaintiff in the distinctive manner referred to in para- 
graph 6 above has been sold extensively throughout the United States of America 
and has become a “famous” package. 

8. Plaintiff has extensively advertised its beer in its distinctive package by the 
use of posters, window displays, newspapers, national magazines and other publica- 
tions, by the use of television, by the use of point of sales pieces, and by other 
media distributed throughout the United States of America, and since the year 1933, 
and through the year 1950, has expanded for such purposes the sum of 
$13,116,194.99. 

9. Plaintiff's package in which its beer is sold has acquired a 
meaning,” as indicating origin in the plaintiff. 

10. In the early part of 1950 defendant commenced producing and selling beer 
in packages as shown in plaintiff’s Ex. 63, and is now selling such beer in a large 
number of states in the United States of America, but significantly not in Wisconsin 
up to the commencement and trial of this action. 

11. Defendant adopted and marketed its said package after extensive and 
pointed surveys in the trade had been made to accurately determine the public 
acceptance of plaintiff’s beer in its distinctive package. 



































‘ 


‘secondary 















41 T.M.R. MILLER BREW. CO. v. BLATZ 1009 


12. Defendant adopted its said package with the intention of closely simulating 
the package in which plaintiff’s beer has been sold, and introduced it on the market 
in certain localities in the United States in March 1950. 

13. Confusion has occurred in the trade between the package of defendant, 
plaintiff's Ex. 63, and the package of plaintiff, plaintiff’s Ex. 5, and is likely to 
continue. 

14. Defendant’s package, plaintiff's Ex. 63, is confusingly similar to plaintiff's 
package, plaintiff's Ex. 5, and it is likely that the ordinarily prudent buyer of beer 
would be deceived by said similarity. 

15. The acts of the defendant in introducing on the market its package, plain- 
tiff’s Ex. 63, are calculated to deceive and confuse the public and buyers of bottled 
beer. 

16. The acts of defendant in using the package, plaintiff's Ex. 63, confusingly 
similar to plaintiff's package, have damaged the plaintiff and threaten to cause irrep- 
arable injury in the future. 

Conc.usions or Law 


1. Plaintiff’s State of Wisconsin trade-mark registrations Nos. 7063 and 7064 
are valid. 

2. Defendant’s package shown in plaintiff's Ex. 63 embodies label features 
which infringe upon plaintiff’s said Wisconsin registrations Nos. 7063 and 7064. 

3. Plaintiff’s United States trade-mark registrations Nos. 533,165 and 542,339 
are valid and plaintiff has the exclusive right to use the same for beer in commerce. 

4. Defendant’s package, plaintiff’s Ex. 63, embodies features which infringe 
upon plaintiff’s said United States registered trade-marks, Nos. 533,165 and 542,339. 

5. Defendant has competed unfairly with plaintiff in adopting the package, 
plaintiff's Ex. 63, and marketing beer by means thereof. 

6. Plaintiff is entitled to damages resulting from the manufacture and sale 
of defendant’s beer in packages shown by plaintiff’s Ex. 63, including all profits 
derived from such wrongful manufacture and sale at common law and as provided 
in Section 132.12 of the Wisconsin Statutes. 

7. An interlocutory judgment shall be entered in accordance with the fore- 
going findings and conclusions ordering the defendant to deliver all labels in the 
possession of the defendant or under its control, which are used or procured for use 
on packages like plaintiff's Ex. 63, to the clerk of this court to be destroyed as 
provided in Section 132.12 of the Wisconsin Statutes, and perpetually enjoining 
and restraining the men, dealers, jobbers, distributors and others in privity with 
defendant or under its control from: 

(a) Infringing the aforesaid Wisconsin trade-mark registrations Nos. 7063 
and 7064. 

(b) Infringing the aforesaid United States trade-mark registrations Nos. 
533,165 and 542,339. 

(c) Competing unfairly with plaintiff by manufacturing and selling, or offering 
for sale, or advertising of any beer or other goods of substantially the same descrip- 
tive properties in a package as exemplified by plaintiffs Ex. 63, or in any other pack- 
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age which simulates the package exemplified by plaintiff’s Ex. 5, or in any package 
which is so similar as to make confusion therewith likely. 

In said interlocutory judgment it shall be further adjudged that plaintiff shall 
have an accounting of damages resulting from the trade-mark infringement and 
from the defendant’s sale of beer in packages like plaintiff's Ex. 63, including all 
profits derived from such wrongful sales; that jurisdiction for hearing and enforce- 
ment of such accounting and for other appropriate relief shall be reserved in said 
judgment; and that plaintiff shall have and recover the costs and disbursements of 
this action. 

Let judgment be entered accordingly. 


GENERAL ELECTRIC COMPANY v. KAUFMANN, ETC. 
Commissioner of Patents—July 30, 1951 


OpposiTIONS—PLEADING AND PracticE—GENERAL 
Applicant’s prior registration not pleaded in notice of opposition, held irrelevant. 
Issue in opposition proceedings is whether applicant’s mark sought to be registered 
so resembles opposer’s mark that, when applied to applicant’s goods, there would be like- 
lihood of confusion as to origin. 


TRADE-MArRKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Lumilite” held confusingly similar to “Lumiline,” used on similar goods, under 


1905 Act. 


Trape-Marks—Goops oF THE SAME DescripTIVE PROPERTIES—PARTICULAR INSTANCES 
Display signs, not including cardboard signs, namely electrically illuminated signs, 
held goods of the same descriptive properties as electric lamps, under 1905 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by General Electric Company against Albert C. Kauf- 
mann (Lumilite Neon Sign Company, substituted). Applicant appeals from 
decision sustaining notice of opposition. Affirmed. 

Vernet C. Kauffman and Thomas W. Brown, of Cleveland, Ohio, for opposer. 
Zugelter & Zugelter, of Cincinnati, Ohio, for applicant. 
Ku1ncE, Assistant Commissioner: 

The applicant, Albert C. Kaufmann (Lumilite Neon Sign Company, assignee, 
substituted) appeals from the decision of the examiner of interferences sustaining 
an opposition proceeding under the Act of 1905 filed by General Electric Com- 
pany, opposing registration of application Serial No. 501,187, filed April 30, 1946, 
for the notation “Lumilite,” for “display signs not including cardboard signs, 
namely, electrically illuminated signs for indoor and outdoor display use and self- 
illuminated window display signs and outdoor display signs adapted to be auto- 
matically turned on and out by an automatic switch.” 

Neither party filed testimony, but both parties filed briefs and applicant 
was represented at the hearing. 

The opposer bases its right of action upon the allegation of priority of use 
of its trade-mark “Lumiline,” registration No. 337,734, registered August 18, 1936, 
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under the Trade-Mark Act of February 20, 1905 for “electric lamps.” Opposer 
alleges in the notice of opposition that it would be damaged by the registration 
of the applicant’s mark “Lumilite” because it is confusingly similar to opposer’s 
mark “Lumiline” both in sound and in appearance and because the goods of the 
applicant is goods of the same descriptive properties to which the opposer applies 
its mark “Lumiline.” 


The applicant, under Rule 282 of the Rules of Practice, filed an exhibit 
(identified as applicant’s Exhibit 7) which is a photostat of a Patent Office record 
of assignment to the applicant, recorded on December 13, 1948, of registration 
No. 331,983 issued under the Act of 1905 for the mark “Lumi-Lyte” for “elec- 
trically illuminated signs.” Such goods are classified in the same class in this office 
as are the goods of opposer. Applicant’s registration No. 331,983 has a record date 
of September 23, 1935, which is prior to the filing date of opposer’s registration 
relied upon in this proceeding. Opposer filed a motion to strike the exhibit, 
opposing the admissibility thereof on the ground that the registration was not 
pleaded by the applicant in its answer, and that it is irrelevant to any issue 
here presented. Applicant contended, however, that it was unnecessary that the 
registration, owned by it, be pleaded for the reason that this registration and a 
notice of assignment thereof to the applicant were of record in the very applica- 
tion which is here opposed. 


The examiner in his decision ruled that proceedings of this character must 
be determined solely upon the issue raised by the pleadings even if the matter 
not pleaded is of record, citing the following decisions: The Emerson Electric 
Manufacturing Co. v. Emerson Radio & Phonograph Corporation, 24 C. C. P. A. 
1279, 90 Fed. (2d) 331, 34 U. S. P. Q. 55; The Crown Overall Mfg. Co. v. 
Desmonds, 37 C. C. P. A. 1118, 182 Fed. (2d) 645, 86 U.S. P. QO. 166; The House 
for Men, Inc. v. Rawlings International, Inc., 636 O. G. 1088, 86 U.S. P. Q. 173; 
Goldsmith Bros. v. Atlas Supply Company, 32 C. C. P. A. 1001, 148 Fed. (2d) 
1016, 65 U. S. P. QO. 378; McKesson & Robbins, Inc. v. Benet, 585 O. G. 651, 
69 U.S. P. Q. 57; Polaroid Corporation v. Sun Glass Industries, Inc., 581 O. G. 522, 
67 U. S. P. Q. 239. The examiner also held that reliance by the applicant upon 
its prior registration No. 331,983, amounts to a collateral attack upon the opposer’s 
registration, a situation which cannot be entertained in the present opposition, 
citing the following decisions: Societe Anonyme Mido v. Meyer & Studeli Societe 
Anonyme, 581 O. G. 524, 67 U. S. P. Q. 300; Eastman Kodak Co. v. Faraday 
Electric Corp., 613 O. G. 1098, 78 U. S. P. Q. 132; Ex parte Mooresville Cotton 
Mills, 595 O. G. 478, 72 U. S. P. Q. 174; Tinnerman Products, Inc. v. Speed 
Products Company, 70 U. S. P. Q. 39; American Cyanamid Co. v. Synthetic Nitro- 
gen Products Corp., 19 C. C. P. A. 1235, 58 Fed. (2d) 834, 13 U. S. P. Q. 421. 
Accordingly the opposer’s objection to the applicant’s Exhibit 7 was sustained by 
the examiner and the motion to strike was granted to the extent that the exhibit 
was not considered. 


The applicant petitioned for reconsideration before the examiner, again urging 
that the applicant’s exhibit is a part of the record of this proceeding and that 





1012 TRADE-MARK REPORTER 41 T.M.R. 


the examiner must therefore consider whether the opposer’s “Lumiline” mark 
is confusingly similar to the applicant’s “Lumi-Lyte” mark, for which it now 
owns registration. In his decision on reconsideration the examiner stated that the 
question before him was not whether the applicant’s registration No. 331,983 
disclosing the mark “Lumi-Lyte” is part of the record, (it obviously being such, 
having been referred to in the applicant’s application here involved) but whether 
the question of confusing similarity between the marks “Lumiline” (opposer) 
and “Lumi-Lyte” (applicant) is among the issues raised by the parties and which 
could be decided in this proceeding. The examiner’s holding on reconsideration 
was again that the applicant’s registered mark “Lumi-Lyte” had not been pleaded 
and to consider such registration would be to permit a collateral attack on the 
opposer’s mark, contrary to the well-established practice. As I see the situation 
here presented, the examiner was unquestionably correct in refusing to con- 
sider the matter of the applicant’s prior registration in this proceeding. Applicant’s 
registered mark “Lumi-Lyte” is irrelevant to the present opposition because it 
is not the mark here sought to be registered. Opposer has clearly established 
priority with respect to applicant’s published mark “Lumilite” and the applicant’s 
rights in its other mark “Lumi-Lyte” are not in issue in this opposition. As was 
observed in Societe Anonyme Mido v. Meyer @& Studeli Societe Anonyme, cited 
above, involving a similar situation, “if the opposer is impinging upon the 
applicant’s rights in that regard, the applicant has its remedy by cancellation.” 
The paramount question in the present case is whether or not the applicant’s 
mark here sought to be registered so resembles the mark of the opposer that, when 
applied to the applican’s goods, there would be likelihood of confusion as to the 
origin of the applicant’s goods. That question does not concern applicant’s regis- 
tered mark in this proceeding. 

In considering the involved marks “Lumilite” and “Lumiline” the examiner 
observed that they have the same number of syllables and the same number of 
letters, differing in but a single letter. The two marks were considered the same 
in sound and appearance and therefore clearly confusingly similar. I find myself 
in complete accord with the examiner’s views in this regard. 

The only question remaining for consideration is whether the goods of the 
parties possess the same descriptive properties. The examiner was of the opinion 
that they do, and I am of like opinion. Lamps of the kind dealt in by the opposer 
are often used in the electrically illuminated signs of the applicant and the goods 
are so Closely related that deception of purchasers is considered almost inescapable. 

The decision of the examiner of interferences is affirmed. 


THE CROWN OVERALL MFG. COMPANY v. TARDY 
Commissioner of Patents—July 30, 1951 
OpposiTiIons—Basis OF RELIEF—EFFECT OF REGISTRATIONS 


Opposer’s prior 1905 Act registration held prima facie evidence of its ownership 
of mark shown therein. 
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OpposITIONS—PLEADING AND PracTiIcE—GENERAL 
Where only issue presented is whether applicant’s mark sought to be registered is 
confusingly similar to opposer’s mark, opposer held not called upon to prove ownership 
of its prior registrations. 


OpposITIONS—PLEADING AND Practice—MotTIons TO STRIKE 
TraDE-Marks—LIkELIHOOD oF ConFUSION—GENERAL 
Striking of paragraphs of answer, alleging lack of trade-mark significance of opposer’s 
crown marks due to prior use by others, and listing over 150 registrations in the clothing 
field containing the mark, held proper because irrelevant and involving collateral attack 
on opposer’s registrations. 
Question of likelihood of confusion cannot be properly decided by determining 
number of persons now using the mark on their goods. 
Exhibit to applicant’s brief consisting of page of telephone directory listing number 
of names including the word “Crown,” held irrelevant and improper as coming too late. 


TraDE-MArRKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Prince Vézy” superimposed upon representation of a crown, held confusingly 
similar to the word “Crown” and to representation of a crown, used on similar goods, 


under 1946 Act. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Crown Overall Mfg. Company against Suzanne 
Tardy. Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Zugelter & Zugelter, of Cincinnati, Ohio, for Opposer. 

Blair & Blair, of New York, N. Y., and O’Boyle & Blair, of Washington, D. C., 
for Applicant. 
Kurnce, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by The Crown Overall Mfg. Company to 
the registration by the applicant, Suzanne Tardy, of the trade-mark “Prince Vézy” 
superimposed upon the representation of a crown for use upon “wearing apparel 
for men, women, and children, namely, neckties, scarfs, bathrobes, dressing gowns, 
dress and negligee, shirts, underwear, handkerchiefs, hats, suits, coats, pants, vests, 
hosiery, dresses, shoes made of fabric or leather and combinations of the same, 
bathing slippers, bedroom slippers, bathing suits, riding habits, sports jackets, slacks, 
and evening gowns.” The application, Serial No. 526,628, for registration on the 
Principal Register was filed July 5, 1947 under the Act of 1946, and published 
March 2, 1948. 

The allegations set forth in the notice of opposition relate to the confusion in 
trade clause of section 2(d) of the Act of 1946 and constitute the opposer’s sole 
‘statutory ground for negativing the right of registration claimed by the applicant. 
The applicant, in its answer to the notice of opposition, either alleged insufficient 
information or denied all of the allegations set forth in the notice and answered 
further by stating in paragraph number 10 of the answer that the word “Crown” 
or the representation of a crown, because of their continuous usage by many 
persons and companies in the clothing field beginning long before opposer’s first 
use, are entirely lacking in trade-mark significance in this field and do not indicate 
either origin or ownership. In paragraph number 11, the applicant alleged that 
the word “crown” or the representation of a crown lack trade-mark significance 
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because of the use thereof by certain others as indicated in a submitted list of 
over one hundred and fifty unexpired trade-mark registrations for use on clothing. 


The opposer filed a motion to strike paragraphs 10 and 11 of the applicant’s 
answer, and the applicant, by permission, filed a brief in opposition to the opposer’s 
motion to strike. The examiner considered the motion and held that the allega- 
tion relating to the use by third persons of marks like, or similar to, that relied upon 
by the opposer involves a collateral attack upon the validity of opposer’s registra- 
tions, and is therefore irrelevant to the statutory issues raised in this proceeding, 
citing Polaroid Corporation v. Sun Glass Industries, Inc., 581 O. G. 522, 67 
U.S. P. Q. 239; Standard Oil Company of New Jersey v. Eddington Metal Specialty 
Co., 611 O. G. 1023, 77 U. S. P. Q. 399. The motion to strike was accordingly 
granted by the examiner and paragraphs 10 and 11 of the answer were stricken. 


The examiner then proceeded to the merits of the case and rendered a decision 
sustaining the opposition and adjudging the applicant not entitled to the registration 
for which application has been made. The applicant, thereupon, appealed from 
the decision of the examiner alleging only that the examiner erred in striking para- 
graphs 10 and 11 of the applicant’s answer. 


As correctly stated in the applicant’s brief, the sole question here presented 
for review is the propriety of the examiner’s action in striking the said two para- 
graphs. It is argued that the applicant is not making a collateral attack upon the 
trade-mark of opposer, but is only attempting to prove that The Crown Overall 
Company does not have any trade-mark rights in the word “crown.” If what the 
applicant, by paragraphs 10 and 11 of its answer, is attempting to show does not 
constitute a collateral attack upon the trade-mark of the opposer, it is difficult for 
me to comprehend just what is the applicant’s purpose. In any event the opposer’s 
prior registration relied upon constitutes prima facie evidence of its ownership 
of the mark therein shown. If the opposer was not the first to use the word 
“Crown” or a symbol of a crown as a trade-mark, for the reasons alleged in para- 
graph 10 of the applicant’s answer, certainly the opposer should have the oppor- 
tunity to prove the contrary; but this is not the place to try that issue. The opposer 
is not here called upon, under the issue presented, to prove ownership of its prior 
registrations, the only issue in this opposition being whether the mark here sought 
to be registered by the applicant so resembles the mark of the opposer as to be 
likely, when applied to the goods of the applicant, to cause confusion or mistake 
or to deceive purchasers. Neither the allegation in paragraph 10 of the applicant’s 
answer, nor the many registrations sought to be introduced by the applicant in 
this proceeding is relevant to that issue. The applicant appears to be well aware 
of the main question presented in this proceeding, but I am unable to agree with 
the applicant that the question of likelihood of confusion can be properly decided 
by determining “the number of persons now using the word ‘Crown’ or the symbol 
of a crown on their goods,” as the applicant seems to argue. It is therefore my 
conclusion that the examiner was entirely correct in striking paragraphs 10 and 11 
from the applicant’s answer to the notice of opposition. 


One other matter meriting but brief consideration in this case, involves a 
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motion by the opposer to expunge part of the applicant’s brief. The matter objected 
to is in the nature of an exhibit which is a copy of page 338 of the 1950 Manhattan 
Telephone Directory, listing a number of firm names which include the word 
“crown.” Consideration of this motion has been deferred until such time as the 
present appeal is disposed of. The proposed exhibit is considered improper as a 
part of the applicant’s brief, as coming too late and as irrelevant to the issue 
presented. It has therefore not been considered. 
The decision of the Examiner of Interferences is affirmed. 


THE CROWN OVERALL MFG. CO. v. FRANK H. CHAMBERLAIN CO., INC. 
Commissioner of Patents—July 30, 1951 


TrapE-Marks—Marks Not ConFusincLy SimILar—ParTICULAR INSTANCES 

Pictorial representation of a small crown as part of composite mark, held not to 
constitute appropriation of opposer’s corporate name, under 1905 Act. 

Composite mark, consisting of the words “Royal Chamberlain” above and the nota- 
tion ““Chamberlain” below, a large fanciful design bearing representation of a lion’s 
head on bulb-shaped latticed background surrounded by ornamental foliage, and having 
at its upper part a small crown flanked by two helmet-like figures, held not confusingly 
similar to the word “Crown” or to representation of a crown, used on similar goods, 


under 1905 Act. 


TrADE-MarKS—DoMINANT FEATURE—PARTICULAR INSTANCES 
In a mark comprising words and fanciful designs, the words are ordinarily con- 
sidered the dominant portion. 
The words “Chamberlain” and ‘Royal Chamberlain,’ held dominant feature of 
applicant’s composite mark. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by The Crown Overall Mfg. Co. against Frank H. 
Chamberlain Co., Inc. Opposer appeals from dismissal of notice of opposition. 
Affirmed. 

Zugelter & Zugelter, of Cincinnati, Ohio, for opposer. 
Milo B. Stevens & Co. and Eugene E. Stevens, of Washington, D. C., for Applicant. 
KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing opposer’s notice of opposition to the registration by applicant, 
under the Trade-Mark Act of February 20, 1905, of a composite trade-mark here- 
inafter more particularly described, for “men’s, boys’, and women’s hats and caps.” 

Only the opposer has filed testimony. Both parties have filed briefs and were 
represented at the hearing. 

As stated by the examiner, the allegations in the notice of opposition relate 
to the confusion in trade clause and to the name clause of section 5 of the Act 
of 1905 as the statutory grounds relied upon by the opposer for negativing the 
right of registration of the applicant’s mark. 

The examiner has described the applicant’s trade-mark shown on the drawing 
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as “a composite mark comprising the notation ‘Royal Chamberlain’ above, and 
the notation ‘Chamberlain’ below, a large fanciful design, the center of which 
bears the representation of a lion’s head on a generally bulb-shaped latticed back- 
ground, substantially surrounded by ornamental foliage, and having at its upper 
part a small crown flanked by two helmet-like figures.” It may be added that the 
general motif of the design is heraldic in nature. The heavy black lines of the 
lion’s head and of the helmets attract immediate attention while the crown and 
ornamental foliage features are considerably less conspicuous in the design as a 
whole. 


There appears to be no question but that opposer is the prior user of the 
word “Crown” and the pictorial representation of a crown, and that the goods 
of the parties are goods of the same descriptive properties. The essence of opposer’s 
objection to registration of the applicant’s mark, as stated in the opposer’s brief, 
is the use by the applicant of a pictorial representation of a crown at the top central 
portion of the design part of its mark. The opposer also contends that the word 
“crown” by reason of its trade-mark use and the inclusion thereof in the opposer’s 
corporate name, The Crown Overall Mfg. Co., entitles the opposer to object to 
the applicant’s use of any crown feature because the same constitutes appropriation 
of the distinctive characteristic of the opposer’s corporate name. 


The examiner dismissed the corporate-name contention of the opposer because 
the applicant’s mark, disclosing the pictorial representation of a small crown as 
part of a much larger composite mark, does not constitute a complete appropriation 
of opposer’s corporate name, which is not “crown” but “The Crown Overall Mfg. 
Co.” The examiner held, therefore, that the opposer cannot prevail under the 
name clause of section 5 of the Act of 1905, citing Norma-Hoffman Bearings Cor- 
poration v. Edw. H. Hufnagel, 29 C. C. P. A. 732, 123 F. 2d 648, 51 U.S. P. Q. 
466; Superior Oil Works v. Galena Manufacturing Company of Illinois, 493 O. G. 
954, 38 U. S. P. Q. 241; Puritan Soap Company v. The Pure Oil Company, 494 
O. G. 727, 38 U. S. P. Q. 493. This same question was reviewed more recently in 
a somewhat similar situation by the Court of Customs and Patent Appeals in the 
case of The Crown Overall Mfg. Co. v. Bee-Bee Frocks, referred to hereinbelow. 
I consider the examiner’s decision in this regard entirely correct. 


The other question to be reviewed on this appeal relates to the propriety 
of the use in the applicant’s mark of a pictorial representation of a crown from 
the point of view of the likelihood of confusion in trade resulting from such 
use. In considering this question the examiner referred to the decision of the 
Assistant Commissioner in the recent case of The Crown Overall Mfg. Co. v. 
Bee-Bee Frocks, Inc., 81 U. S. P. Q. 289, affirmed by the Court of Customs and 
Patent Appeals and reported in 38 C. C. P. A. 845, 187 F. 2d 170, 88 U. S. P. Q. 
498, wherein the present opposer sought to prevent registration of a fanciful figure 
having the body of a bee and the head of a girl, wearing a small crown, for 
use as a mark on goods of the same descriptive properties as those of the opposer. 
The grounds of opposition there urged were similar to those urged in the present 
case. In that case the Assistant Commissioner considered, and the Court agreed, 
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that the crown portion of the applicant’s mark was diminutive and inconspicuous, 
and therefore a feature which would not be noticed or regarded as significant by 
purchasers, but rather as one of the incidental decorative features of the mark. 
The views expressed in that case apply in all respects to the present situation, in my 
opinion, even though the facts may differ somewhat. The use by this applicant of 
the picture of a crown is such that it fits quite appropriately and inconspicuously 
into the general motif of the mark as a whole. The examiner in his opinion stated, 
and I think properly so, that the dominant feature of the applicant’s mark in the 
instant case is not its fanciful design, but the notation “Royal Chamberlain” above, 
and “Chamberlain” in rather heavy black letters below, the design portion of the 
mark. He also observed that in a mark comprising words and a fanciful design, 
the words are ordinarily considered to be the dominant portion of the mark. 
Ex parte Ottawa Silica Company, 574 O. G. 790, 65 U. S. P. Q. 173; Prince 
Matchabelli v. de Botelho, 31 C. C. P. A. 748, 139 F. 2d 519, 60 U. S. P. Q. 190; 
Bausch & Lomb Optical Company v. International Industries, Inc., 31 C. C. P. A. 
1114, 142 F. 2d 1019, 61 U. S. P. Q. 489; W. B. Roddenbery Co. v. Kalich, 34 
C. C. P. A. 745, 158 F. 2d 289, 72 U.S. P. Q. 138. I think that is particularly true 
in the present case since purchasers would more readily remember the written 
portion of the applicant’s mark, namely, “Royal Chamberlain” or “Chamberlain” 
especially where the design portion is as complex as that here presented. While 
opposer lays great stress on the applicant’s pictorial use of a crown as a com- 
ponent of the design portion of its mark, it has little to say about the prominence 
given the words “Chamberlain” and “Royal Chamberlain”. It is entirely clear to 


me that these words not only constitute the dominant feature of the applicant’s 
mark, as the examiner held, but that the crown portion is such an inconspicuous 
and insignificant part thereof as to attract little or no attention from prospective 
purchasers of the applicant’s goods. 


The decision of the Examiner of Interferences is affirmed. 


BUNTE BROTHERS v. MOORE 


Commissioner of Patents—-August 8, 1951 


Trape-Marxs—Goops or DirrerENtT Descriptive PRoPpERTIES—PARTICULAR INSTANCES 
Fresh citrus fruit and citrus juices held goods of different descriptive properties from 
candy, under 1946 Act. 


Trape-Marks—Goops oF THE SAME CLAss—GENERAL 
Mere fact that two commodities may on occasion be purchased in the same stores 
held not sufficient to justify holding that they are goods of the same descriptive properties. 
Appeal from Examiner of Interferences. 
Trade-mark cancellation proceeding by Bunte Brothers against Frank W. 
Moore. Petitioner appeals from dismissal of petition for cancellation. Affirmed. 


John B. Hosty, of Chicago, Ill., for petitioner. 
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Jackson, Webster & Read and Harris, Kiech, Foster & Harris, of Los Angeles, Cal., 
for Respondent. a4 
Ku1NcE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the petition filed October 27, 1949 by Bunte Brothers seeking 
cancellation of Registration No. 345,451, issued April 27, 1937, under the Act of 
1905 to Frank W. Moore, and disclosing the mark “Tango” applied to “fresh 
citrus fruit and citrus juices used for food purposes,” claiming use since October 
31, 1936. Neither party has filed testimony; both parties filed briefs. 

Petitioner relies upon the prior use of the mark ““Tangos” for “candy” disclosed 
in its registration No. 115,296, issued February 6, 1917 under the Act of 1905, 
renewed, and republished April 26, 1949 under the Act of 1946. It is alleged 
in the petition that the trade-mark “Tango” of the respondent so nearly resembles 
the trade-mark ‘““Tangos” of the petitioner, when applied to goods of the same 
descriptive properties, as to be likely to cause confusion or mistake in the minds 
of the public or to deceive purchasers. The respondent’s fresh citrus fruit and citrus 
juices used for food purposes are alleged by petitioner to be goods of the same 
descriptive properties as the petitioner’s candy. 

Priority of use by the petitioner of its mark “Tangos” has been admitted and 
is not in issue. In view of the substantial identity of the marks, the only question 
presented for consideration is whether candy constitutes goods of the same descrip- 
tive properties as fresh citrus fruit and citrus juices used for food. 

The examiner held that the goods of the parties in this proceeding are not 
goods of the same descriptive properties, and in this connection referred to two 
decided cases considered to be in point. In the case of Interstate Bakeries Cor- 
poration v. Hollywood Brands, Inc., 565 O. G. 729, 62 U. S. P. Q. 253, bread and 
candy were held not to constitute goods of the same descriptive properties. In the 
other case, Cracker Jack Co. v. Blanton Citrus Growers, Inc., 23 C. C. P. A. 925, 
81 F. 2d 553 [26 T. M. R. 161], it was held by the court that citrus fruits and 
popcorn confection do not constitute goods of the same descriptive properties. 

The appellant urges that the examiner erred in so deciding and in relying upon 
these two decisions in support of his decision. It is contended that these decisions 
have been reversed by a later decision of the Court of Customs and Patent Appeals, 
by necessary implication. The case referred to by the petitioner is W. B. Rodden- 
berry Co. v. Rose Kalich, 34 C. C. P. A. 745, 158 F. 2d 289, 72 U. S. P. Q. 138, 
wherein the Court of Customs and Patent Appeals overruled the Assistant Commis- 
sioner’s holding that table syrups and peanut butter did not constitute goods 
of the same descriptive properties as fresh vegetables, reversing the decision of the 
Assistant Commissioner in W. B. Roddenberry Co. v. Rose Kalich, 574 O. G. 794, 
65 U.S. P. Q. 254. In view of the court’s decision in that case, the same Assistant 
Commissioner held in the later case of Ambrosia Chocolate Company v. Myron 
Foster, 603 O. G. 545, 74 U.S. P. Q. 307, that fresh fruits and candy are goods of 
the same descriptive properties. In the W. B. Roddenberry Co. v. Rose Kalich 
case, supra, it will be noted that the goods there under consideration were staple 
food products and that candy was not involved. That case does not, in my 
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opinion, overrule the cases relied upon by the examiner by implication or other- 
wise. It seems to me that the question presented in this appeal is one which must 
be decided entirely on its own merits, independent of prior decisions whose facts are 
different. Of the court cases cited, I consider Cracker Jack Co. v. Blanton Citrus 
Growers, Inc., supra, possibly the closest to the present state of facts since fruit as 
a food, on the one hand, and candy or a similar confection, on the other, was 
involved. 

After carefully considering all of the facts here presented I am unable to 
find any error in the conclusion reached by the examiner. Even though the marks 
of the two parties in this proceeding are substantially, although not entirely, iden- 
tical, the same cannot be said in regard to the goods to which the respective marks 
have been applied by the parties over a considerable period of time. The petitioner’s 
product so far as this record shows may be any common ordinary candy which 
ordinarily is not used as food, but merely as a confection. The respondent’s goods 
on the other hand are citrus fruit and citrus juices used for food and which have 
become generally recognized, for dietary purposes, as a staple food product. It 
seems to me that there would be no likelihood of confusion or deception in the 
minds of purchasers of the respondent’s goods with its mark applied thereto as to 
the source or origin thereof. It has not been shown that citrus juices and candy 
are commonly produced by the same manufacturer, or that they ever have been, 
and the mere fact that the two commodities may on occasion be purchased in the 
same stores is not sufficient, in my opinion, to justify a holding that they are goods 
of the same descriptive properties. 

The decision of the Examiner of Interferences is affirmed. 


GENERAL MILLS, INC. v. THE FRITO COMPANY 
Commissioner of Patents—August 8, 1951 


TRADE-MARKS—CONFUSING SIMILARITY—PARTICULAR INSTANCES 
“Cheee tos” held confusingly similar to “Cheerios,” under 1946 Act. 
TrapE-Marks—Goops oF THE SAME CLASS—PARTICULAR INSTANCES 
Cheese flavored corn product in puffed form held closely related to ready-to-eat 
cereal and crackers. 


Appeal from Examiner of Interferences. 


Trade-mark opposition by General Mills, Inc. against The Frito Company. 
Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Anthony A. Juettner, of Minneapolis, Minn., for opposer. 

Dos T. Hatfield, of Washington, D. C., for applicant. 
KutncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by General Mills, Inc., under the Act of 
1946, opposing registration of application No. 573,939, filed February 16, 1949, 
by The Frito Company, for the mark “Chee®* tos” for “cheese-flavored corn 
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product in puffed form.” Both parties filed testimony and briefs and both were 
represented at the hearing. 

The issue presented in this appeal, as correctly stated by the appellant, is 
whether or not the applicant’s mark so nearly resembles the opposer’s mark as 
to be likely when applied to the goods of the applicant to cause confusion or 
mistake or to deceive purchasers, in accordance with the opening sentence of 
Section 2(d) of the Trade-Mark Act of 1946. The opposer relies upon its trade- 
mark “Cheerios” for ready-to-eat cereal and crackers as shown in its prior registra- 
tions, No. 414,338 and No. 350,691. 

There appears to be no question but that the opposer is the prior user of its 
mark on the goods specified in its registrations and it will only be necessary, there- 
fore, to consider the marks of the parties hereto in connection with the goods upon 
which they are used. 

In regard to the marks, it is the position of the applicant that they do not 
resemble each other in appearance, meaning, or sound to such an extent that 
there would be likelihood of confusion. The examiner, however, considered the 
marks “Chee * tos” and “Cheerios” to be quite similar in sound and that this 
similarity alone is such that their concurrent use upon the specified goods would 
be reasonably likely to cause confusion or deception of purchasers. It appears 
to me that the two marks are not only similar in sound, but that they are also 
quite similar in appearance. 

In regard to the goods, it is the applicant’s position that the opposer’s break- 
fast food or cracker is different in character from applicant’s cheese-flavored 
corn product, which is a “snack,” the goods being differently packaged and sold 
in different types of establishments, and serving entirely different purposes as 
articles of food. Considering obvious dissimilarities in the two marks and the 
differences in the goods, it is the applicant’s position that such cumulative differ- 
ences eliminate not only any likelihood of confusion or mistake, but any possibility 
thereof. 

The facts presented by this appeal have been given careful consideration, but 
I find no error in the conclusion reached by the examiner. It is my opinion that 
the products of the respective parties are so closely related, and that the marks so 
closely resemble each other in sound and appearance that there would be likeli- 
hood of confusion or mistake in the minds of purchasers as to the origin of the 
applicant’s goods with its trade-mark applied thereto. 

The decision of the Examiner of Interferences is affirmed. 


RAYMOND LABORATORIES, INC. v. HELENA RUBINSTEIN, INC. 
Commissioner of Patents—August 9, 1951 
INTERFERENCES—EVIDENCE—GENERAL 


Applicant’s prior use of “Gala Performance” cannot confer priority upon applicant 
in interference proceedings involving mark “Command Performance.” 
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OpposITIONS—PLEADING AND PracTicE—GENERAL 
Opposition must be determined solely upon issues raised by the pleadings. 
Effect of applicant’s prior use of another mark, not covered by the pleadings, held 
entitled to consideration ex parte. 


Trape-Marxks—Marxs Not Conrusinciy SimILaR—PARTICULAR INSTANCES 
“Command Performance,” used on permanent hair waving kits and supplies, held 
not confusingly similar to “Gala Performance,” used on perfume and cologne. 


TraDE-Mark Act or 1946—REGISTRABILITY—SECTION 2 (d) 


TraDE-Marks—REGISTRABILITY—GENERAL 
Concurrent use proceeding pursuant to Section 2 (d) of 1946 Act held inappro- 
priate because application filed under 1905 Act has not been converted to 1946 Act 
application nor restricted as required by Rule 8. 


Appeal from Examiner of Interferences. 

Trade-mark opposition and interference proceedings between Raymond Labo- 
ratories, Inc. and Helena Rubinstein, Inc. 

Helena Rubinstein, Inc., appeals from decision sustaining notice of opposition 
and awarding priority to Raymond Laboratories, Inc. Affirmed. 

Richard Whiting and Oscar W. Giese, of Washington, D. C., for Raymond Labora- 
tories, Inc. 
Richardson & David and Richardson, David & Nordon, of New York, N. Y., for 

Helena Rubinstein, Inc. 

KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining the opposition filed by Raymond Laboratories, Inc., opposing 
registration of application Serial No. 506,964, filed August 6, 1946 by Helena Rubin- 
stein, Inc., for the mark “Command Performance,” for “complexion and face 
powders, compact rouge, cream rouge, eau de parfum, lipstick, nail lacquer, cream 
tint foundation, perfume.” Appeal is also taken from the decision of the Examiner 
of Interferences awarding priority to the party Raymond Laboratories, Inc., in an 
interference involving the application of Helena Rubinstein, Inc., above identified, 
and an application of opposer for the same mark “Command Performance,” Serial 
No. 564,678, filed September 14, 1948, for permanent hair waving kits and supplies, 
including shampoos, waving lotions, creme hair dressings, creme rinses, and papers 
and fixatives, and for beautician’s services in the application and use thereof. 

After the appellant, Helena Rubinstein, Inc., hereinafter called the applicant, 
filed its application for the trade-mark “Command Performance” on August 6, 
1946, the mark was duly published on August 3, 1948. On September 1, 1948, 
Raymond Laboratories, Inc., appellee, hereinafter called the opposer, filed its notice 
of opposition. Promptly thereafter, on September 14, 1948, opposer filed its appli- 
cation for registration of the same mark “Command Performance” and the inter- 
ference was declared on October 6, 1948. Both parties have filed testimony and 
briefs and both were represented at the hearing. The proceedings were heard 
concurrently before the Examiner of Interferences, by stipulation were submitted 
on the same record, and were heard concurrently here. 

The allegations in the notice of opposition, as stated by the examiner, relate 
to the confusion in trade clause of Section 5 of the Act of 1905 as the sole statutory 
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ground for negativing the right of registration claimed by the applicant. Opposer 
alleges prior use of the trade-mark “Command Performance” here in issue. 

The applicant admits that its use of the trade-mark “Command Performance” 
is subsequent to the date established by the opposer, but relies upon use by it of 
another mark “Gala Performance,” for perfume and cologne, prior to the earliest 
date established by the opposer. The opposer objected to evidence relating to the 
mark “Gala Performance” on the ground that it is beyond the scope of the plead- 
ings as well as the issues presented in the present proceedings, applicant not having 
pleaded use of its prior mark “Gala Performance.” 

The applicant submits that its mark “Gala Performance” should be given con- 
sideration at least in the interference proceeding, because pleadings are not required 
in such proceeding. It is contended by the applicant, therefore, that priority of use 
of the mark “Command Performance” is not the principal issue herein, the most 
important issue being the ownership and prior use by the applicant of the mark 
“Gala Performance,” and its effect upon the right of opposer to register the mark 
“Command Performance.” 

In regard to the applicant’s prior use of the mark “Gala Performance” and its 
effect on the outcome of the interference (which involves use by both parties of the 
identical mark, “Command Performance” on goods of the same descriptive prop- 
erties) the examiner held that although no special pleadings are required in trade- 
mark interferences, nevertheless the specific mark as to which the parties claim 
priority, the specific goods upon which the mark is used, and the dates of first such 
use of the mark by the parties hereto are the allegations in the applications of the 
respective parties upon which issues are joined, and a party may not prove prior 
use of a materially different mark, or even the same mark upon goods of different 
descriptive properties from those alleged in its application. 

In regard to the opposition, the examiner discussed the well-recognized rule that 
opposition proceedings must be determined solely upon the issues raised by the 
pleadings, citing The Emerson Electric Manufacturing Co. v. Emerson Radio & 
Phonograph Corporation, 24 C. C. P. A. 1279, 90 F. 2d 331, 34 U.S. P. Q. 55; The 
Crown Overall Mfg. Co. v. Desmond’s, 37 C. C. P. A. 1118, 182 F. 2d 645, 86 
U. S. P. Q. 166; The House for Men, Inc. v. Rawlings International, Inc., 636 O. G. 
1088, 86 U. S. P. Q. 173, and considered, moreover, the admission of such evidence 
a collateral attack upon the registrability of the opposer’s mark, which cannot be 
entertained in an opposition proceeding, citing Societe Anonyme Mido v. Meyer © 
Studeli Societe Anonyme, 581 O. G. 524, 67 U. S. P. Q. 300; Eastman Kodak Co. 
v. Faraday Electric Corp., 613 O. G. 1098, 78 U. S. P. Q. 132; Tinnerman Products, 
Inc. v. Speed Products Company, 70 U. S. P. Q. 39; American Cyanamid Co. v. 
Synthetic Nitrogen Products Corp., 19 C. C. P. A. 1235, 58 F. 2d 634, 13 U.S. P. Q. 
421. It was therefore the examiner’s conclusion that evidence in behalf of the 
applicant pertaining to the use by it of the mark “Gala Performance” may not be 
considered in either proceeding insofar as such evidence may affect the question of 
priority in the interference, or the question of likelihood of confusion as to the origin 
of applicant’s goods with the mark “Command Performance” used thereupon. 
Insofar as the interference proceeding is concerned, it is my view that the 
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prior use by the applicant of the trade-mark “Gala Performance,” (an entirely dif- 
ferent mark from that involved in the interference) cannot confer priority upon the 
applicant in the mark “Command Performance” even though the two marks may be, 
in the mind of the applicant, confusingly similar. The question of the similarity, or 
dissimilarity as the case may be, of the two marks “Gala Performance” and “Com- 
mand Performance” does not, in my opinion, settle the question of priority of use, 
by the parties, of the identical mark “Command Performance.” The examiner’s 
decision in the interference is considered to be correct and will be sustained since 
the applicant admitted that the opposer has established prior use of the mark 
“Command Performance.” It is also my opinion that refusal by the examiner to 
consider evidence relating to the mark “Gala Performance” for the purpose for 
which it was submitted in the opposition was likewise entirely proper. 


The effect of the prior use of the mark “Gala Performance” by the applicant 
on the registrability of the trade-mark “Command Performance” to the opposer is, 
however, a matter which may and I think should be considered and disposed of 
ex parte. As to the question of confusing similarity between “Command Perform- 
ance” and “Gala Performance,” it is my opinion that there is none. The term 
“Command Performance” is one which has a well-recognized meaning, namely, a 
performance given at the order or command of one in authority, commonly by royal 
command, regardless of the nature or quality of such performance. On the other 
hand, the expression “Gala Performance,” also a well-known term, connotes a per- 
formance marked by festivities of some sort, more often one characterized or dis- 
tinguished by its social or artistic importance, rather than by the particular occasion 
therefor. The two terms are such that each should be considered as a compound 
word and not be dissected for purposes of comparison. Applicant uses the mark 
“Gala Performance” in connection with perfumes and cologne of a relatively 
expensive grade, whereas the mark “Command Performance” is used by the opposer 
for permanent hair waving kits and supplies. It is my conclusion that, considering 
the respective uses of the two trade-marks, the mark “Command Performance” 
does not so resemble the mark “Gala Performance” as to be likely, when applied 
to hair waving kits and supplies, to cause confusion or mistake or to deceive pur- 
chasers. 


Applicant suggests that a concurrent use proceeding pursuant to Section 2(d) 
of the Act of 1946 may be appropriate. I consider such a proceeding at this time 
entirely inappropriate because, for one thing, the applicant has not converted its 
1905 application to the New Act and restricted its application as required by 
Rule 8.2, Trade-Mark Rules of Practice. Further than that the matter need not 
now be discussed. 


The decision of the examiner of interferences awarding priority in the inter- 
ference to the party Raymond Laboratories, Inc., and sustaining the opposition is 
affirmed. 
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S. C. JOHNSON & SON, INC. v. GOLD SEAL COMPANY 
Commissioner of Patents—September 14, 1951 


OpposITIONS—PLEADING AND PracTicE—GENERAL 

On facts of record, opposer held to have alleged and shown sufficient interest to 
warrant bringing opposition. 

Notice of opposition held sufficiently to allege damage through probable adverse 
effect on opposer’s good will as dealer in wax products, and descriptive or misdescriptive 
nature of words “Glass Wax,” registration of which would exclude opposer from use 
of commonplace words used extensively in the wax business. 

OpposiTions—Basis oF RELIEF—GENERAL 

It is not necessary that opposer use words “Glass Wax” on any of its goods or 
that opposer’s products be identical with applicant’s goods if words are merely descriptive 
of applicant’s goods. 

TrADE-MarKS—REGISTRABILITY—SECTION 2 (f) 

Descriptive or misdescriptive mark may be registered under Section 2 (f) of 1946 
Act, if it has become distinctive of applicant’s goods. 

On facts of record, held that neither Patent Office nor the parties treated applica- 
tion involved as one under Section 2 (f); and it cannot be so considered here. 

Mark not registrable because of Section 2 (e) may still be registrable under 
Section 2 (f), but where mark is not registrable because of Section 2 (a), the bar 
is absolute. 

Applicant held not precluded from filing new application for registration of its 
mark under Section 2 (f) of 1946 Act. 

TrAaDE-MarKks—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 

“Glass Wax” held not registrable as technical trade-mark on Principal Register 
under 1946 Act because descriptive or misdescriptive of applicant’s product; therefore 
Section 2 (e) requires refusal of registration where, as here, application is not filed 
under Section 2 (f). 

Applicant’s explanation of alleged misuse of registration notice held to emphasize 
argument that “Glass Wax” is not used as a trade-mark but only in descriptive sense. 

OpposITIONS—EvIDENCE—SURVEYS 

On facts of record, Roper poll or survey, placed in record by opposer held clearly 
and completely biased, entitled to no weight and its evidentiary effect has been 
disregarded. 


TRADE-MarKsS—REGISTRABILITY—UNCLEAN HaAnpDs 
General practice of Patent Office has been to refuse registration where applicant 


improperly used trade-mark registration notice, but, as here, to accept explanation 
showing that the use was without intent to mislead the public. 


Appeal from Examiner of Interferences. 

Trade-mark opposition by S. C. Johnson & Son, Inc. against Gold Seal 
Company. Applicant appeals from decision sustaining notice of opposition. Affirmed. 
Thomas L. Mead, Jr., and Francis C. Browne, of Washington, D. C., and Kenford 

R. Nelson, of Racine, Wis., for Opposer. 

Paul, Paul & Moore, of Minneapolis, Minn., and Beale G Jones, of Washington, 

D. C., for Applicant. 

Before Murpuy and Ku1nog, Assistant Commissioners, and Freperico, Examiner 
in Chief: 
This an appeal from the decision of the Examiner of Trade-Mark Interferences 
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sustaining the opposition, filed by S. C. Johnson & Son, Inc., to the registration 
by the applicant, Gold Seal Company, of the term “Glass Wax” as a trade-mark 
for glass cleaner and polish. The application, Serial No. 541,384, was filed 
December 16, 1947, and the applicant seeks registration upon the Principal Register 
of the Act of 1946. 

Both parties took testimony, submitted briefs and were represented at the 
hearing. 

The notice of opposition alleges that the applicant’s mark is descriptive or 
deceptively misdescriptive, and that opposer would be damaged in the goodwill 
it has established in the wax business if the applicant is permitted to register 
the purely descriptive words “glass wax” which are extensively used in the wax 
industry and which opposer has the right to use. The allegation of misdescriptive- 
ness is based upon the fact that applicant’s product, in connection with which the 
mark is used, contains no wax. 

Applicant attacks both the sufficiency of the allegations in the notice of 
opposition and the proofs in support thereof contending that opposer failed to 
allege damage since the notice of opposition contains no allegation relative to 
damage except Section V, which reads in part as follows: 


“That Opposer would be damaged substantially in excess of Three Thousand 
Dollars ($3,000) either in its interest in the goodwill in respect to wax products 
generally, or to its goodwill existing in the manufacture and sale of its own trade- 
marked wax products by the registration of Applicant’s alleged trade-mark. This 
damage would result for the following reasons, among others, individually or in 
combination: 

“(a) If Applicant’s product, a glass cleaner and polish, called ‘Glass Wax,’ 
does not contain wax, the use of the two generic words will have a damaging effect 
on the goodwill attaching to wax products generally and, therefore, on Opposer’s 
wax products specifically. This damaging effect will flow from the fact that con- 
sumers, reasonably relying on the name of the product, are likely to assume that 
the product contains wax, and in fact the purchaser is likely frequently to be 
impelled to make the purchase for that reason. The purchaser’s subsequent realiza- 
tion that the performance of Applicant’s product does not measure up to the 
standards normally to be expected from a wax product, although believing none- 
theless that Applicant’s product does contain wax, is likely to have an adverse 
effect on the goodwill such purchaser feels toward genuine wax products, and, 
therefore, to Opposer’s wax products, to Opposer’s damage, financial and otherwise. 

“(b) The words ‘Glass Wax’ used on Applicant’s product, a glass cleaner 
and polish, are merely descriptive of the goods or product, particularly if such 
product contains wax. The registration thereof would exclude Opposer from the use 
of two words which individually or in the combination as used by Applicant are 
commonplace expressions used extensively in the wax industry. The exclusive appro- 
priation of the words ‘Glass’ and ‘Wax’ individually or in combination by Applicant 
would seriously damage Opposer’s present and future business efforts accordingly, 
to Opposer’s damage, financial and otherwise. 

“(c) The words ‘Glass Wax’ on goods for glass cleaner and polish are, as to 
such goods, on their face, ‘merely descriptive or deceptively misdescriptive of them.’ 
Opposer, as a manufacturer and seller of wax products, and as a person entitled 
to the protection of the laws of the United States would, together with other persons, 
be damaged by the registration of the words ‘Glass Wax’ since such registration would 
be in conflict with the provisions of Section 2 (¢) of the Trade-Mark Act of 1946 
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which reads as follows: ‘No trade-mark by which the goods of the applicant may be 
distinguished from the goods of others shall be refused registration on the Principal 
Register on account of its nature unless it (¢) consists of a mark which (1) when 
applied to the goods of the applicant is merely descriptive or deceptively mis- 
descriptive of them.’ 

“Opposer in its business as a manufacturer and seller of wax products and 
as a person entitled to the protection of the laws of the United States, would be 
damaged by registration in the United States Patent Office of the words ‘Glass Wax,’ 
since such registration would be violative of the applicable law and would, there- 
fore be a denial of Opposer’s rights and protection under the laws of the United 
States.” 


Opposer thus alleges damage to itself by reason, among other things, of (a) the 
probable adverse effect on the goodwill of the opposer, who deals in wax products, 
and (b) the descriptive nature of the words “Glass Wax,” the registration of which 
would exclude opposer from the use of these commonplace descriptive words which 
are extensively used in the wax business. 

Contrary to the applicant-appellant’s argument in the brief to the effect that 
opposer alleges no damage and is therefore a mere interloper, it appears amply clear 
that opposer as a manufacturer and dealer in waxes does allege damage to its 
business and also that opposer alleges sufficient interest to bring the present 
proceeding. It is also apparent from the quoted portions of the notice of opposi- 
tion that the reasons given in support of opposer’s allegation of damage are sufh- 
cient to show that opposer believes that he would be damaged by the registration 
of the applicant’s mark on the application sought, which is enough to satisfy the 
requirement of Section 13 of the Act of 1946 which provides: 

“Any person who believes that he would be damaged by the registration of a 

mark upon the principal register may, upon payment of the required fee, file a 

verified notice of opposition in the Patent Office, stating the grounds therefor, 

within thirty days after the publication under subsection (a) of Section 12 of this 

Act of the mark sought to be registered. * * *” 

Opposer also alleged in the notice of opposition that it has been for nearly 
sixty years prior to applicant’s claimed first date of use of the words “Glass Wax,” 
namely, September 15, 1945, continuously engaged in the business of manufactur- 
ing and selling wax products under its various trade-marks and trade names, 
especially including the designations “Johnson’s Wax,” “Johnson’s Liquid Wax,” 
“Johnson’s Paste Wax,” etc., such wax products having a great variety of uses 
including the cleaning, protecting, polishing and beautifying of items of every kind 
and composition in the home, on the farm and in industry, which business has 
extended to every part of the United States and almost every country in the world, 
opposer being the largest manufacturer and seller of wax products in the United 
States. Opposer, by virtue of its extensive dealings in wax products, surely has a 
greater interest in the present proceeding than would a member of the general 
public. Nothing is found in the case of United Shoe Machinery Corp. v. Compo 
Shoe Machinery Corp., 19 C. C. P. A. 1009, 56 F. 2d 292, 12 U.S. P. QO. 246, 
cited in applicant’s brief which warrants a conclusion contrary to the examiner’s 
holding in this regard. It is not necessary, as applicant seems to contend, that 
opposer use the mark “Glass Wax” on any of its products, or on a product similar 
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to applicant’s, or that any of opposer’s products be identical in kind or composition 
with that of the applicant, if the words “Glass Wax” are merely descriptive or 
misdescriptive of the applicant’s product; Burmel Handkerchief Corp. v. Cluett, 
Peabody & Co., Inc., 29 C. C. P. A. 1024, 127 F. 2d 318, 53 U. S. P. Q. 369; 
Ever-Dry Corporation v. Consolidated Cosmetics, 626 O. G. 923, 82 U.S. P. Q. 
158; Botany Worsted Mills v. Lanolin Plus, Inc., 76 U.S. P. Q. 618. 


Applicant calls attention to section III of the notice of opposition which states: 


“That the value of wax in beautifying, preserving and protecting an ever in- 
creasing variety of materials, surfaces and articles is understood and appreciated by 
the public. This understanding and appreciation arises from the regular satisfying 
use of wax products by many millions of people. The public, especially the American 
housewife, has been taught the merit of wax protection, through costly educational 
services and national advertising in newspapers, magazines, radio, and otherwise, 
engaged in by Opposer and other members of the wax industry at tremendous 
expense to Opposer and others. This work by opposer and others constitutes a 
reservoir of very valuable public goodwill toward wax products. This goodwill is 
continually drawn on by opposer and other members of the wax industry in the 
further manufacture and sale of wax products.” 


39 


Applicant contends that the word “wax” is so indefinite in meaning that it 
cannot be regarded as the repository of “goodwill,” and further that opposer is not 
shown to have advertised “wax” before applicant adopted and used “Glass Wax,” 
opposer having such little regard for the word “wax” that it did not mention the 
word in its advertisements until long after applicant adopted, used and popularized 
its product “Glass Wax.” As to the first contention regarding the meaning of the 
word “wax” applicant refers to the testimony of opposer’s Director of Research, 
Dr. J. Vernon Steinle, a chemist by training, as well as that of Mrs. Anna McElroy, 
a U. S. Bureau of Standards chemist, to show that there is no accepted meaning 
for the word “wax.” Expert opinion as to the chemical constitution of a wax 
(there are a number of waxes and sometimes several are used in a “wax” com- 
position sold over the counter) would be of little or no interest to the average 
customer who uses opposer’s products, for the ordinary customer knows nothing 
of the chemical composition of a can of wax and cares less so long as the product 
satisfies his need. As to the contention that opposer has not advertised the word 
“wax” before applicant advertised and used the term “Glass Wax,” applicant calls 
attention to testimony of the witness Jervis J. Babb, vice-president of the opposer, 
concerning the sales promotion and the advertising of opposer’s leading product 
“Glo-Coat,” to show that the word “Wax” was not used in connection with this 
product. Even though opposer may not have used the word in connection with a 
particular one of its products, the fact remains that opposer has for many years 
been engaged in the manufacture and sale of wax products. Whether opposer 
held the word in “high regard” is of no importance and does not affect the 
opposer’s right to use that descriptive word to properly indicate the nature of its 
product whenever it should see fit to do so. 


It is held that opposer has alleged and shown sufficient interest to warrant 
the bringing of this proceeding. 


In order to ascertain the precise issue with respect to the registrability or 
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which reads as follows: ‘No trade-mark by which the goods of the applicant may be 
distinguished from the goods of others shall be refused registration on the Principal 
Register on account of its nature unless it (¢) consists of a mark which (1) when 
applied to the goods of the applicant is merely descriptive or deceptively mis- 
descriptive of them.’ 

“Opposer in its business as a manufacturer and seller of wax products and 
as a person entitled to the protection of the laws of the United States, would be 
damaged by registration in the United States Patent Office of the words ‘Glass Wax,’ 
since such registration would be violative of the applicable law and would, there- 
fore be a denial of Opposer’s rights and protection under the laws of the United 
States.” 


Opposer thus alleges damage to itself by reason, among other things, of (a) the 
probable adverse effect on the goodwill of the opposer, who deals in wax products, 
and (b) the descriptive nature of the words “Glass Wax,” the registration of which 
would exclude opposer from the use of these commonplace descriptive words which 
are extensively used in the wax business. 

Contrary to the applicant-appellant’s argument in the brief to the effect that 
opposer alleges no damage and is therefore a mere interloper, it appears amply clear 
that opposer as a manufacturer and dealer in waxes does allege damage to its 
business and also that opposer alleges sufficient interest to bring the present 
proceeding. It is also apparent from the quoted portions of the notice of opposi- 
tion that the reasons given in support of opposer’s allegation of damage are suffi- 
cient to show that opposer believes that he would be damaged by the registration 
of the applicant’s mark on the application sought, which is enough to satisfy the 
requirement of Section 13 of the Act of 1946 which provides: 

“Any person who believes that he would be damaged by the registration of a 

mark upon the principal register may, upon payment of the required fee, file a 

verified notice of opposition in the Patent Office, stating the grounds therefor, 

within thirty days after the publication under subsection (a) of Section 12 of this 

Act of the mark sought to be registered. * * *” 

Opposer also alleged in the notice of opposition that it has been for nearly 
sixty years prior to applicant’s claimed first date of use of the words “Glass Wax,” 
namely, September 15, 1945, continuously engaged in the business of manufactur- 
ing and selling wax products under its various trade-marks and trade names, 
especially including the designations “Johnson’s Wax,” “Johnson’s Liquid Wax,” 
“Johnson’s Paste Wax,” etc., such wax products having a great variety of uses 
including the cleaning, protecting, polishing and beautifying of items of every kind 
and composition in the home, on the farm and in industry, which business has 
extended to every part of the United States and almost every country in the world, 
opposer being the largest manufacturer and seller of wax products in the United 
States. Opposer, by virtue of its extensive dealings in wax products, surely has a 
greater interest in the present proceeding than would a member of the general 
public. Nothing is found in the case of United Shoe Machinery Corp. v. Compo 
Shoe Machinery Corp., 19 C. C. P. A. 1009, 56 F. 2d 292, 12 U. S. P. QO. 246, 
cited in applicant’s brief which warrants a conclusion contrary to the examiner’s 
holding in this regard. It is not necessary, as applicant seems to contend, that 
opposer use the mark “Glass Wax” on any of its products, or on a product similar 
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to applicant’s, or that any of opposer’s products be identical in kind or composition 
with that of the applicant, if the words “Glass Wax” are merely descriptive or 
misdescriptive of the applicant’s product; Burmel Handkerchief Corp. v. Cluett, 
Peabody & Co., Inc., 29 C. C. P. A. 1024, 127 F. 2d 318, 53 U. S. P. Q. 369; 
Ever-Dry Corporation v. Consolidated Cosmetics, 626 O. G. 923, 82 U. S. P. Q. 
158; Botany Worsted Mills v. Lanolin Plus, Inc., 76 U.S. P. Q. 618. 


Applicant calls attention to section III of the notice of opposition which states: 


“That the value of wax in beautifying, preserving and protecting an ever in- 
creasing variety of materials, surfaces and articles is understood and appreciated by 
the public. This understanding and appreciation arises from the regular satisfying 
use of wax products by many millions of people. The public, especially the American 
housewife, has been taught the merit of wax protection, through costly educational 
services and national advertising in newspapers, magazines, radio, and otherwise, 
engaged in by Opposer and other members of the wax industry at tremendous 
expense to Opposer and others. This work by opposer and others constitutes a 
reservoir of very valuable public goodwill toward wax products. This goodwill is 
continually drawn on by opposer and other members of the wax industry in the 
further manufacture and sale of wax products.” 


Applicant contends that the word “wax” is so indefinite in meaning that it 
cannot be regarded as the repository of “goodwill,” and further that opposer is not 
shown to have advertised “wax” before applicant adopted and used “Glass Wax,” 
opposer having such little regard for the word “wax” that it did not mention the 
word in its advertisements until long after applicant adopted, used and popularized 
its product “Glass Wax.” As to the first contention regarding the meaning of the 
word “wax” applicant refers to the testimony of opposer’s Director of Research, 
Dr. J. Vernon Steinle, a chemist by training, as well as that of Mrs. Anna McElroy, 
a U. S. Bureau of Standards chemist, to show that there is no accepted meaning 
for the word “wax.” Expert opinion as to the chemical constitution of a wax 
(there are a number of waxes and sometimes several are used in a “wax” com- 
position sold over the counter) would be of little or no interest to the average 
customer who uses opposer’s products, for the ordinary customer knows nothing 
of the chemical composition of a can of wax and cares less so long as the product 
satisfies his need. As to the contention that opposer has not advertised the word 
“wax” before applicant advertised and used the term “Glass Wax,” applicant calls 
attention to testimony of the witness Jervis J. Babb, vice-president of the opposer, 
concerning the sales promotion and the advertising of opposer’s leading product 
“Glo-Coat,” to show that the word “Wax” was not used in connection with this 
product. Even though opposer may not have used the word in connection with a 
particular one of its products, the fact remains that opposer has for many years 
been engaged in the manufacture and sale of wax products. Whether opposer 
held the word in “high regard” is of no importance and does not affect the 
opposer’s right to use that descriptive word to properly indicate the nature of its 
product whenever it should see fit to do so. 


It is held that opposer has alleged and shown sufficient interest to warrant 
the bringing of this proceeding. 


In order to ascertain the precise issue with respect to the registrability or 
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unregistrability of the mark on the application involved, it will be first necessary 
to determine whether the application is an application under Section 2(f) of the 
Trade-Mark Act of 1946. If a mark is considered descriptive or misdescriptive, then 
Section 2(f) provides that it may, nevertheless, still be registered if it “has become 
distinctive of the applicant’s goods in commerce.” However, if the application 
cannot be considered as being an application under Section 2(f) the question of 
whether the mark has become distinctive is not then in issue, and it is conse- 
quently sufficient to dispose of applicant’s right to register the mark, on the applica- 
tion presented, if the mark is found descriptive or deceptively misdescriptive. 


Applicant insists that the application must be considered as an application 
under Section 2(f) of the Act. The application as filed, and in its present 
condition, does not allege that it is filed under Section 2(f) of the Act. While 
it is true that the rule prescribing the contents of an application for registration 
in force at the time of the filing of the application did not explicitly require an 
assertion in the application that it is filed under Section 2(f), as the rule now 
does, the rule contained the following requirement: 

“If the allegation of distinctiveness is not based on substantially exclusive use 
over a five-year period, as specified in the preceding paragraph, but is based on 
other facts and circumstances, proof of distinctiveness must be submitted separately 
and should accompany the application.” 

The proof referred to here is to be filed in the application and such an applica- 
tion is considered and published on that basis. It would appear obvious that if an 
application were filed for a mark not ordinarily registrable, in order to take advan- 
tage of a certain provision of the law, the application certainly should refer to 
that provision. Shortly after the application was filed the applicant petitioned that 
the application be made special. The one-page petition contains the following 
paragraph: 

“For the Commissioner’s information the applicant is seeking registration of 
this trade-mark under Section 2 (f) of the Lanham Trade-Mark Act of July 5, 1946. 
The applicant believes himself to be the first to adopt and use the words ‘Glass 
Wax’ as applied to a glass cleaner and will submit to the Examiner of Trade-Marks 
affidavits from all parts of the United States showing use of the mark and extensive 
advertising of the same through trade channels, newspaper advertising, and radio 
advertising.” 

While this paragraph may have indicated an intention on the part of the appli- 
cant to seek registration under section 2(f), the intention was never put into 
effect since, among other things, the statement in the quoted paragraph that the 
applicant would submit certain affidavits to the Examiner of Trade-Marks was 
never carried out, and nothing was ever presented to the examiner to attempt to 
show a right to register on the basis of Section 2(f). The application was passed 
to publication and was published without any reference to Section 2(f), the 
examiner evidently considering the mark registrable as a technical trade-mark. 
The application still stands as an application to register a technical trade-mark 
without reference to Section 2(f) of the statute. 

Applicant also refers to the following paragraph in the notice of opposition: 

“(f) That applicant has not established and cannot establish that the words 
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‘Glass Wax’ are capable of distinguishing applicant’s goods and therefore are not 
registrable under the Federal Statutes.” 


This paragraph, however, does not indicate that opposer considered the applica- 
tion as one under Section 2(f), since the question of whether a mark is capable 
of distinguishing the applicant’s goods is frequently raised in connection with 
applications for registration of trade-marks not claiming the right to registration 
under Section 2(f). For example see Ex parte Aerojet Engineering Corporation, 
649 O. G. 934, 90 U.S. P. Q. 120, wherein an application for registration of a trade- 
mark not under Section 2(f) was rejected on the ground of incapability of dis- 
tinguishing the applicant’s goods. 

The applicant moved for an extension of time for taking testimony, which mo- 
tion was denied by the Examiner of Interferences on April 19, 1949, on the 
ground that “the applicant, however, is here seeking to register ‘Glass Wax’ as 
a technical trade-mark rather than as a term which has become distinctive of 
its goods within the meaning of Section 2(f) of the Act; and the sole statutory 
issue involved in the case is that of whether, as alleged in the notice of opposition, 
that notation is merely descriptive or deceptively misdescriptive of the goods with 
which used.” From the decision of the examiner, it is apparent that he considered 
the application not to be one under Section 2(f), and that the question of 
proof of distinctiveness to overcome a charge of descriptiveness or misdescriptive- 
ness was not in issue. 

It is accordingly held that the application involved cannot be considered in 
this proceeding as an application for registration under Section 2(f) of the Act, 
and that the question of distinctiveness to overcome a charge of descriptiveness or 
misdescriptiveness is not in issue. 

The principal question, accordingly, is whether applicant’s mark is descriptive 
or deceptively misdescriptive and hence unregistrable on the application presented 
in view of Section 2(e) of the Trade-Mark Act of 1946 which prohibits registra- 
tion of marks on the Principal Register which are “merely descriptive or deceptively 
misdescriptive.” 

The facts appear to show that for many years wax has been known to have 
been used as an ingredient in polishes for glass and similar surfaces as evidenced 
by the granting of patents on wax-containing glass cleaners and polishes, which 
have been introduced into the record by the opposer. 

It has also been established that the Thompson Specialty Company of Spring- 
field, Mass., began to manufacture and sell a pink wax-emulsion window cleaner 
during the middle 1920’s. During 1931 or earlier, Stanley Home Products, Inc., 
of Westfield, Mass., purchased and resold under its own labels and under the 
mark “Stanley Window Clean,” this pink wax-emulsion glass cleaner. This cleaner 
contained carnauba wax and it is stated that the formula originally used was 
never changed. 

In the spring of 1945, Stanley Home Products requested the R. M. Hollings- 
head Corp., of Camden, N. J., to attempt to copy its window cleaner in order to 
provide an additional source of supply because the sales of the Stanley Company 
at that time were beginning to outrun its production. This the Hollingshead 
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corporation did, except that the product which they produced did not contain 
wax. Shortly after this time Hollingshead, through its representative, Mr. Wallack, 
attempted to sell to the applicant here, Gold Seal Company, its copied product 
in the identical form in which it was copied, even including the pink coloring. 
Prior to this time the Gold Seal Company had been in the wax business and had 
been selling in interstate commerce Gold Seal floor wax, Gold Seal paste wax, 
and Gold Seal furniture polish. The Gold Seal Company, through its president, 
Mr. Schafer, bought two carloads of this product and Mr. Schafer began selling 
it with the label “Gold Seal Glass Wax.” 

On November 23, 1945, applicant sought registration of the notation “Gold 
Seal Glass Wax” by filing application Serial No. 492,040. This application defined 
the goods as “wax for glass and kindred uses.” During the prosecution of this 
application, the examiner held that term “Glass Wax” was merely descriptive 
of the goods, stating, “the words glass wax appear to be merely the name of the 
goods. They should therefore be removed from the drawing.” The applicant, 
through its then attorneys, acquiesced in the examiner’s requirement and deleted 
the words “Glass Wax” from the drawing. The prosecution of the application 
continued with the Gold Seal Company seeking to register the words “Gold Seal” 
for goods described as “wax for glass and kindred purposes.” The application was 
published and an opposition (wholly unrelated to the present proceeding) was filed; 
see Lever Brothers Co. v. Gold Seal Co., 624 O. G. 975, 81 U.S. P. Q. 559. 

In December of 1947 a new application was filed by the Gold Seal Company, 
seeking to register the words “Glass Wax,” and in this application the goods are 
specified as “glass cleaner and polish.” It is this later application which is involved 
in the present opposition proceeding. 

The problem here presented is whether, when the mark “Glass Wax” is seen 
applied to a cleaning and polishing composition for glass a person would think 
that the product contained wax, and we believe that this would be the ordinary 
inference made, considering the words used, the nature of the product and its uses, 
and the other products sold in the same places and used for similar purposes. If the 
product actually contains wax, the phrase would then be characterized as descrip- 
tive, whereas if it does not contain wax the phrase would be characterized as decep- 
tively misdescriptive. In either event Section 2(e) requires refusal of the regis- 
tration. 

The examiner in his decision has discussed the question of descriptiveness and 
misdescriptiveness at length and we are in general agreement with his statements. 

The applicant contends that the mark consists in a new combination of the two 
words “glass” and “wax” and that it is not claiming registrability for either of the 
words separately. A similar question to that raised here was decided by the Court 
of Customs and Patent Appeals in the case of In re Bailey Meter Company, 26 
C. C. P. A. 1136, 102 F. 2d 843, 41 U.S. P. Q. 275. In this case the applicant was 
applying for registration under the 1905 Act, of the term “Boiler Meter” as a trade- 
mark for “meters and devices adapted to continuously indicate and/or record in 
comparison and value-determining relation the instantaneous values of the rate 
of flow of two or more flowing fluids of a power producing or utilizing apparatus, 
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and charts for use therewith * * *.” The Court affirmed the Commissioner who 
in turn had affirmed the Examiner of Trade-Marks in refusing registration of this 
mark on the ground of descriptiveness. It was argued in that case that the term 
“Boiler Meter” was a new combination of known words which was not the name 
of any device because it is not found in dictionaries, trade catalogs, trade journals, 
etc. The Court stated that (29 T. M. R. 293) : 


“Words used in combination may not be found in the dictionary, or elsewhere, 
in the precise combination used but it does not follow from this that they are 
not the correct nomenclature for particular things. As the brief of the solicitor points 
out ‘Barn Key’ may not appear in the dictionary but it is the proper name for 
a key to a barn. Mere use of words in combination does not destroy the significance 
in their meaning or their descriptive properties.” 


The Court further stated that: 


“The fact that appellant may have been the first and only one to adopt and 
use the mark sought to be registered does not prove that the mark is not descriptive, 
as appellant contends, basing its argument upon certain affidavits filed in the pro- 
ceeding.” 


After considering carefully all of the relevant testimony and exhibits, and the 
arguments of the parties, it is considered that the mark “Glass Wax” is not regis- 
trable by reason of Section 2(e) of the Act. 

Opposer also urges that the mark should be refused registration on the ground 
that it is barred by Section 2(a) of the Act, which prohibits the registration of a 
mark which “consists of or comprises * * * deceptive * * * matter.” Section 2(a) 
prohibits the registration of a mark which is “deceptively misdescriptive” and it 
would seem on cursory consideration that this is included in Section 2(a) and is 
therefore redundant. However, a distinction must have been intended between the 
two provisions since that of Section 2(a) is an absolute bar to registration, while 
a mark deemed unregistrable under the provisions of Section 2(e) may still be 
registered if it complies with the requirements of Section 2(f). Since the mark 
in this case is not considered registrable by reason of Section 2(e), and since the 
application involved is held not to be an application under Section 2(f), it is not 
considered necessary to determine whether registration of the mark is barred by 
Section 2(a). 

Applicant urges that the examiner erred in admitting, considering, and basing 
his decision upon the Roper poll or survey, placed in the record by the opposer. 
While the decision of the examiner contains a number of references to the poll, 
it is not evident that the examiner based his decision upon the results thereof, nor 
is a consideration of the results of the poll necessary to the conclusions reached. 

In regard to the admissibility of the poll or survey as evidence, most of the 
cases found which have mentioned polls or surveys have either refused to receive 
such testimony or if admitted, have given it little weight or have disregarded it. It 
is not believed necessary to determine in this case whether such a poll or survey is 
broadly admissible as evidence, or whether the poll has been properly introduced 
and supported, in view of the nature of the poll itself. The poll is introduced in 
this case by the testimony of the person at the head of the organization which con- 
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ducted the poll, and a report tabulating the results introduced as Exhibit 62. The 
testimony of the witness merely gives some general information relating to the con- 
duct of the survey and explains the results thereof, which explanation consists 
mainly in mentioning some of the information contained in the report. 


Results obtained by such polls are clearly influenced by various factors, among 
which are the form of the questions asked and similar matters. In this particular 
case the questionnaire and the questions used are so clearly and completely biased 
that the poll is considered valueless for any purpose desired by the opposer. The 
report gives a copy of the questionnaire used in the interviews. The person inter- 
viewed is asked a few preliminary questions relating to housecleaning and then is 
asked if any wax is used on surfaces or objects, following which are a number of 
questions relating to wax and its properties and reasons why wax is or is not used. 
After being thoroughly so primed with wax, the subject is then told in Question 11 
that “glass wax” contains wax or is a wax product, the first part of the question 
reading: 

“Now about another thing—have you heard of a product called glass wax or 
window wax or wax for windows?” 


Then follow a number of questions relating to “glass wax,” and Question 21 asks: 


“As a guess, how much wax would you say there was in glass wax—would you 
guess it as made entirely of wax, that it contained a good deal of wax, only a little 
wax or no wax at all?” 


which question has a built-in bias. 
The poll in this case is held to be entitled to no weight whatsoever and its 
evidentiary effect has been completely disregarded. 


Opposer asserts that the application should be rejected on the ground of fraud- 
ulent use of the trade-mark registration notice. The specimens submitted with the 
application, and exhibits in the record, contain the notation “T.M. Reg. U.S. Pat. 
Off.,” whereas the trade-mark has not in fact been registered. The applicant submits 
that it owns trade-mark registration No. 418,118, for the mark “Gold Seal” with 
an emblem, which mark is used on the cans above the words “Glass Wax,” and that 
the trade-mark registration notice refers to this existing registration. This registra- 
tion is for furniture polish and applicant asserts that the product of the present 
application is frequently used by the public for cleaning and polishing many dif- 
ferent kinds of furniture, and, consequently, applicant was justified in using the 
trade-mark registration notice in connection with the “Gold Seal” mark on the 
product involved in the present application. One face of the cans, photographs of 
which constitute the specimens in the application, shows the trade-mark registration 
notice at the top, the emblem with the words “Gold Seal” beneath, the words “‘Glass 
Wax” in two lines beneath this trade-mark, and three stripes with lines of lettering 
at the bottom, the last one of which reads “Made by the makers of Gold Seal wax.” 
Applicant’s furniture polish can in the record shows the same design but with 
different colors and displays the words “cream furniture polish” in the space where 
“glass wax” appears on the first mentioned can, with some additional differences 
in the wording at the bottom. Applicant’s floor wax cans in the record, one of which 
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has a trade-mark registration notice, also have the same design, with still different 
colors and the words “self polishing floor wax” in the space where “glass wax” 
appears on the “glass wax” can. 

The general practice of the Patent Office has been to reject applications for 
registration when the applicant has improperly used the trade-mark registration 
notice, but to accept explanations showing that the use was without intent to mislead 
the public. Applicant’s explanation is accepted in this case, but it must be observed 
that the explanation emphasizes the argument that the words “Glass Wax” were 
not actually used as a trade-mark on the goods, but were used only in a descriptive 
sense. 

Applicant is not precluded by the decision in this case from applying for regis- 
tration under Section 2(f) of the Act on a new application appropriately worded 
for this purpose, and the decision herein is without prejudice to consideration of 
registrability of the mark on such an application. 

The decision of the Examiner of Interferences sustaining the opposition is 
affirmed. 


CUTLERS’ COMPANY OF SHEFFIELD v. CRIBBEN AND SEXTON 
COMPANY 


Commissioner of Patents—September 21, 1951 


OpposiITions—Proor oF DAMAGE—GENERAL 
Opposer having introduced no testimony in support of allegations in notice of 
opposition, which were denied in the answer, opposer’s record consists solely of its 
United States registration covering goods not related to applicant’s. 
Opposer’s British registration held no effect in present proceeding. 
Opposer held to have failed to sustain burden of proving charge of alleged deceptive 
character of applicant’s mark. 
TrADE-MArRKS—REGISTRABILTIY—DISTINCTIVENESS 
Distinctiveness of mark, under section 2 (f) of 1946 Act, may be established by 
substantially exclusive and continuous use, in commerce, as a trade-mark for five years 
next preceding date of application for registration. 
Examiner of trade-marks may consider whether further evidence of distinctiveness 
is required in addition to five years of such use. 
{RADE-MarKsS—ACQUISITION OF RIGHTS—GENERAL 
Association of two notations “Sheffield” and “Universal,” by applicant on its 
goods, held not to deprive either mark of its capability of indicating origin. 


TraDE-Marks—Proor or Use—GENERAL 
On facts of record applicant held to have established use of its mark since 1931; 
and it is not necessary that a different catalog be issued each year to show continuous 
use of mark. 
Opposer’s British certificate held not competent evidence to prove that its mark 
was actually used anywhere on stoves and ranges. 


Appeal from Examiner of Interferences. 
Trade-mark opposition by The Master, Wardens, Searchers, Assistants and 
Commonalty of the Company of Cutlers in Hallamshire in the County of York 
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against Cribben and Sexton Company. Opposer appeals from dismissal of notice of 
opposition. Affirmed. 

Chauncey P. Carter, of Washington, D. C., for opposer. 

Dawson & Ooms, of Chicago, IIl., for applicant. 

K.ncE, Assistant Commissioner: 


This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the opposition filed by Master, Wardens, Searchers, Assistants 
and Commonalty of the Company of Cutlers in Hallamshire in the County of 
York (commonly called the Cutlers’ Company of Sheffield), against application 
No. 546,666, filed January 10, 1948, by the applicant, Cribben and Sexton Com- 
pany, for registration of the trade-mark “Sheffield” for “stoves and ranges.” The 
applicant seeks to register its mark under the provisions of Section 2(f) of the Act 
of 1946 and in support of its claim of distinctiveness, alleges that the mark has been 
in substantially exclusive and continuous use for a period of five years next preceding 
the date of filing of the application. 


The applicant only has filed testimony; both parties have filed briefs. 


It appears from the record that the opposer is an association incorporated in 
Great Britain by act of the English Parliament passed in the year 1624, and is the 
proprietor of United States trade-mark registration No. 369,861, dated August 8, 
1939 for the word “Sheffield” as applied to a large number and variety of articles 
of manufacture in the nature of machinery, cutlery and certain tools. An official 
copy of the certificate of registration is of record. Opposer is also the owner of a 
British certificate of registration dated July 19, 1920, for the mark “Sheffield” for 
a number of products, including stoves and ranges which are the goods named in 
the application herein opposed. It is alleged in the notice of opposition that stoves 
and ranges, the applicant’s goods, were manufactured in Sheffield, England long 
prior to 1915 and are now manufactured there and sold throughout the world by 
the manufacturers thereof. Opposer also alleges that it is the lawful guardian of 
the right to exclusive use of the name “Sheffield” in connection with “metal goods” 
by manufacturers located in Sheffield, England and its environs and as such guardian 
is damaged by an invasion or threatened invasion of such exclusive right. It is 
alleged that for at least 100 years prior to 1915 the word “Sheffield” was famous 
throughout the civilized world, including the United States, as indicative of metal 
wares of the highest quality made in Sheffield, England, so that to the trade and 
public in the United States, the word “Sheffield” signifies in connection with metal 
wares, goods of very high quality made in Sheffield, England. It is alleged by opposer 
that it has never been possible and it is not now possible that the word “Sheffield” 
could become distinctive in commerce subject to regulation by Congress of metal 
wares produced in the United States and any use of the word “Sheffield” as a trade- 
mark for such wares produced in the United States would not only be likely, but 
would be certain to cause confusion or mistake or to deceive purchasers. Finally, 
it is alleged that the trade-mark “Sheffield” so far as the present applicant is con- 
cerned, consists of deceptive matter and its registration is therefore prohibited by 
Section 2(a) of the Trade-Mark Act of 1946. 
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The sole evidence introduced in this case by the opposer consists of its United 
States registration above mentioned, a certification by the British Patent Office of 
a British registration, and several extracts from the British Trade-Mark Act. The 
extracts show that opposer performed certain functions in connection with the regis- 
tration of trade-marks originating within a certain area in England, but the rele- 
vancy of this fact to the present proceeding is not seen and none has been pointed 
out. The British registration is of no significance, as will be pointed out below. 
Hence, since opposer has introduced no testimony whatsoever concerning the various 
statements made in the notice of opposition, which have been denied in the answer, 
the entire record of the opposer which can be considered consists of its United 
States registration and nothing else. 

Concerning the opposer’s United States registration No. 369,861, relied upon in 
this proceeding and disclosing the trade-mark “Sheffield” as a collective mark for 
certain named machinery, tools and cutlery, the examiner held that this registra- 
tion may be accepted as prima facie evidence of use in this country of the mark 
disclosed only for the goods specified therein since April 26, 1937, the date of filing 
of the application from which said registration matured. The examiner considered 
the goods therein specified to be merchandise which is clearly of a totally different 
character and classification from the stoves and ranges to which the applicant 
applies its mark “Sheffield,” and in no way related thereto, wherefore, such prima 
facie use of the mark afforded by the opposer’s registration is without any effect, 
and can have no bearing on the applicant’s claim of exclusive use of its mark for 
the goods disclosed in its application, namely, stoves and ranges. The opposer, in 
answer to the examiner’s holding, argues that in order to prevail in an opposition 
based on the right of others to use descriptively or geographically the mark sought 
to be registered, it is not necessary to show priority of use or any use at all, but 
merely a right to such use of the mark. While the term “Sheffield” has geographic 
significance, it will be noted that the application here involved was published under 
the provisions of Section 2(f) of the Act of 1946 which provides for the registration 
of a geographical name, provided that the mark used by the applicant has become 
distinctive of the applicant’s goods in commerce. Distinctiveness may be established 
by substantially exclusive and continuous use of the mark as a trade-mark by the 
applicant in commerce for the five years next preceding the date of the filing of 
the application for its registration. The applicant filed an allegation to that effect 
as provided in Rule 8.1. The examiner apparently accepted the applicant’s allega- 
tion as sufficient to establish that fact. However, opposer urges that the applicant’s 
proofs show no use of the mark from 1932 to 1940 and show use in 1931 and 1932 
of the mark “Sheffield” only as the name of a particular model of a range actually 
trade-marked “Universal,” use of the name “Sheffield” being again commenced in 
April, 1940, as the name of a new model likewise trade-marked “Universal.” More 
importantly, it is argued by the opposer that examination of the applicant’s record 
fails to show any proof whatever of the use of the name “Sheffield” by the applicant 
during the critical five years preceding the filing of its application on January 10, 
1948. 
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Considering first the simultaneous use of the mark “Sheffield” with the notation 
“Universal” the examiner held, and I agree with his holding, that the association 
of these two notations “Sheffield” and “Universal” by the applicant on its goods 
does not deprive either mark of its capability to indicate origin. John Wood Manu- 
facturing Co. v. Servel, Inc., 22 C. C. P. A. 1370, 77 F. 2d 946 (25 T. M. R. 407) ; 
American Hard Rubber Company v. Northeastern Plastics, Inc., 642 O. G. 1255, 
87 U.S. P. Q. 384; A. D. Juilliard & Co., Inc. v. American Woolen Company, 609 
O. G. 706, 77 U.S. P..Q. 21. 

Considering next the applicant’s proof of use of its mark, the catalogs and 
other documentary proof submitted as exhibits by the applicant indicate that in 
1931, 1932, 1940, 1949, and 1950, “Sheffield” gas ranges were being offered to the 
public by the applicant. The witness Davis testified that from 1942, when he was 
comptroller of the applicant corporation, up to the present time, the name “Shef- 
field” has been used and is currently used on a model gas range produced by the 
applicant. It is not unreasonable to assume that applicant’s catalogs would be 
reprinted only at such times as a new supply is necessary, or when new model 
ranges are offered to the trade, so that a different catalog each year is not necessary 
to show continuous use of the mark. There is nothing to suggest that the applicant 
changed its models between 1931 or 1932 and 1941, or between 1941 and the time 
the present proceeding was instituted, or even up to the time the 1950 and 1951 
catalogs were issued. On the other hand, a change in design in the “Sheffield” 
model is shown in each of the catalogs offered in evidence. I agree with the exam- 
iner that the evidence is sufficient to establish use of the mark by the applicant 
since 1931. 

As to the opposer’s British registration of the mark “Sheffield” for use on 
stoves and ranges, among other products, the examiner held that this registration is 
without effect in the present proceeding since it affords the opposer no trade-mark 
rights in this country, citing Richter v. Reynolds et al. (C. C. A. 3 Ct.) 1894 C. D. 
260, 67 O. G. 404; Coty, Inc. v. Parfums de Grande Luxe Inc., et al. (C. C. A. 2d 
Ct.), 298 F. 865; Rotary Club of Chicago v. Gallaher, Limited, 151 Ms.D. 951. 
I consider the examiner’s holding in this regard to be correct. Moreover, the cer- 
tificate of the British Patent Office that the trade-mark was registered in Great 
Britain for stoves and ranges is not competent evidence to prove that the mark was 
actually used anywhere on stoves or ranges. 

The examiner found it unnecessary to consider the allegation that the applli- 
cant’s mark consists of deceptive matter as would preclude it from registration 
under the Act of 1946, since there is nothing in the record to support such an alle- 
gation. I am of opinion that the examiner’s action in this regard was also correct. 
Opposer has taken no testimony or filed proof of any character whatsoever to sustain 
the charge of the alleged deceptive character of the applicant’s mark. 

In regard to the claim of distinctiveness of applicant’s mark, opposer urges that 
the Examiner of Trade-Marks should have required actual evidence of distinctive- 
ness in addition to five years use, but has offered no evidence to support this asser- 
tion. The Examiner of Trade-Marks may consider this matter on facts outside the 
record of this case when the application again comes before him. 
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Opposer relies upon a number of cited cases, especially the case of The Irish 
Industrial Development Association v. Barrett, 1913 C. D. 470, 186 O. G. 797, 3 
T. M. Rep. 96, considered by opposer to be particularly pertinent here. In that 
case the evidence showed that the opposer was entitled to use the mark in question, 
had actually used it on goods of the same description sold in the United States prior 
to Barrett’s use, and that Barrett had used and intended to use the mark on goods 
manufactured in the United States for the purpose of deceiving the public. I find 
no such evidence in the present proceeding, and I find none of the other cases relied 
upon by the opposer pertinent to the facts of the present case. 


The decision of the Examiner of Interferences is affirmed. 


CONSOLIDATED COSMETICS v. LUCIEN LELONG, INC. 


Commissioner of Patents — October 3, 1951 


TraDE-MARKS—REGISTRABILITY—DESCRIPTIVENESS 

Where word has at least one meaning which is clearly descriptive of respondent's 

goods, fact that it may have other unrelated meanings is wholly immaterial to question 

of respondent’s right to registration; and it is also immaterial that there are other words 
which others may use, which may be equally descriptive of the product. 


TraDE-MarKs—Worps INCAPABLE OF ExcLUSIVE APPROPRIATION—DESCRIPTIVENESS 


“Solid” held primarily descriptive of stick cologne and obviously misdescriptive of 
liquid cologne and registration thereof cancelled. 


Since “solid” is merely descriptive of form of product which the parties sell, 
petitioner with others has right to apply that notation to its goods. 
Appeal from Examiner of Interferences. 


Trade-mark cancellation proceedings by Consolidated Cosmetics against Lucien 
Lelong, Inc. Respondent appeals from cancellation of registration. Affirmed. 
McKnight & Comstock, of Chicago, IIll., for Petitioner. 

Wilkinson, Huxley, Byron & Hume, of Chicago, Ill., for Respondent. 
KuncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences sustaining a petition filed by Consolidated Cosmetics, petitioner, seeking 
cancellation of the notation “Solid” applied to cologne and registered May 11, 
1948, on the Principal Register under the Act of 1946 by the respondent, Lucien 
Lelong, Inc. 

Both parties have filed testimony and briefs and both were represented at the 
hearing. 

Petitioner alleges that the word “Solid” is either descriptive or deceptively 
misdescriptive of the goods for which it is registered and that the registration was 
fraudulently obtained. The principal issue here on appeal, as correctly stated by 
the respondent in the brief, is whether the notation “Solid” as applied to cologne 
in “stick” form is merely descriptive or misdescriptive and therefore incapable of 
trade-mark significance. 
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As observed by the examiner and as shown by the record, the parties to this 
proceeding are engaged in the same line of business and each is engaged in the sale 
of cologne in the form of a homogeneous body, consisting of approximately 75% 
liquid cologne and 25% soap. The product has appropriately been termed “stick” 
cologne and is one which is capable of retaining its form and shape, but which 
yields its liquid content when rubbed on the skin; when handled it will neither spill 
nor leak. 

The examiner found that the record shows beyond question the word “solid” 
has been used in the trade for many years past, and long prior to any use claimed 
by the respondent, to designate the type of cologne product to which the word 
“Solid” is applied by the respondent, to distinguish such product from liquid 
cologne. The record also shows that the word has been applied to other toilet 
preparations sold in solid form such as perfumes, deodorants, toilet waters and 
brilliantines to distinguish such goods from similar goods sold in liquid form. It 
was thus manifest to the examiner that the word “Solid” is not only merely de- 
scriptive of the form in which cologne products of the character here involved are 
marketed, but also that the word is inherently incapable of distinguishing the re- 
spondent’s goods to the exclusion of like goods sold by others. 

Respondent stated that when selecting its trade-mark for its product the nota- 
tion “Solid” was adopted because it provided a unique and clever play on the 
various meanings of the word, particularly the possible slang use of “solid”, which 
connotes high approval. However, it may be pointed out here that nowhere in the 
record is it apparent in the least that either the respondent intended to apply or 
that the public did apply any such special connotation to the word in connection 
with the product, as distinguished from the ordinary meaning of that term. Even 
though the word “solid” has numerous connotations, some of which are nowise 
descriptive of the goods here involved, nevertheless, as the examiner aptly pointed 
out, since the word has at least one meaning, and incidentally it is the most common 
one, which is clearly descriptive of the respondent’s goods, the fact that it may have 
other unrelated meanings is wholly immaterial to the question of the respondent’s 
right of registration; Ex parte Pillsbury Flour Mills Co., 1935 C. D. 1, 450 O. G. 3, 
23 U. S. P. Q. 168; Ex parte The American Rolling Mill Company, 23 U.S. P. Q. 
176 and 289. I think the examiner is entirely correct. As pointed out above, the 
notation “Solid” being primarily descriptive of the form of the product which the 
parties sell, it is one which petitioner, with others, has a right to apply to its prod- 
uct since it correctly describes the form of the petitioner’s goods. In fact others 
besides the respondent have used the word “solid” in connection with cosmetics 
of various kinds which are characterized by a solid body, including cologne, to dis- 
tinguish them from the usual liquid form in which they are marketed. 

Respondent argues that since cologne is ordinarily a liquid, the word “solid” is 
necessarily misdescriptive of the cologne used in the product which it sells. How- 
ever, while the word “solid” is obviously misdescriptive of liquid cologne, the fact 
is that the product to which the respondent applies its mark is not liquid cologne, 
per se, but is a product in solid form composed of soap and liquid cologne. It is 
also argued that petitioner is not being deprived of the use of the only appropriate 
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word for its product. It is considered immaterial that there are other words which 
others may use, such as the word “stick”, which may be equally descriptive of the 
product as the word “solid”. The only question here presented involves the reg- 
istrability of the latter notation. 

After carefully considering all of the arguments offered by the parties and the 
record here presented, it is my conclusion that the decision of the examiner sustaining 
the petition for cancellation and recommending the cancellation of the registration 
here involved is correct and should be sustained. 


Affirmed. 


BUNTE BROTHERS v. SHEDD PRODUCTS COMPANY, ETC. 


Commissioner of Patents — October 3, 1951 


CANCELLATIONS—DEFENSES—LACHES 
Examiner’s decision reversed, insofar as it holds defense of laches inapplicable to 


present case; and petition for cancellation of 1905 Act registration, issued in 1940, held 
barred by laches though there was no evidence that petitioner had knowledge of re- 
spondent’s use or registration of mark. 


TrapDE-Marxks—CL.ass or Goops—GENERAL 
Nature of petitioner’s goods can only be ascertained from description thereof in 


petitioner’s registration where, as here, petitioner presents no other evidence. 


TraDE-Marks—Goops or DIFFERENT CLASSES—PARTICULAR INSTANCES 
Candy and oleomargarine held to relate to different classifications of merchandise, 


one being a confection and the other essentially a staple grocery item. 


Appeal from Examiner of Interferences. 

Trade-mark cancellation proceedings by Bunte Brothers against Shedd Prod- 
ucts Company (name changed to Shedd Bartush Foods Inc.). Petitioner appeals 
from dismissal of petition for cancellation. Affirmed. 

John B. Hosty, of Chicago, IIll., for Petitioner. 
Harness, Dickey & Pierce, of Detroit, Mich., for Respondent. 
K.uIncE, Assistant Commissioner: 

This is an appeal from the decision of the Examiner of Trade-Mark Inter- 
ferences dismissing the petition for cancelation filed by Bunte Brothers against the 
registration owned by Shedd Products Company (Shedd Bartush Foods Inc., by 
change of name), issued April 16, 1940 under the Act of 1905 for the mark “Mi 
Choice” for use on oleomargarine. 

Respondent only has filed testimony and only petitioner was represented at 
the hearing. 

Petitioner alleges prior use of the mark “Mi-Choice” for candy and relies upon 
its registration No. 115,937, issued March 27, 1917 under the Act of 1905, duly 
renewed, and republished April 26, 1949, under the Act of 1946. Petitioner alleges 
as grounds for cancelation that the goods of the parties herein are of the same 
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descriptive properties and that the marks bear such near resemblance as to be 
likely to cause confusion or mistake or to deceive purchasers. 


There appears to be no question but that the marks are substantially alike and 
one of the two questions presented therefore is whether candy is similar to or con- 
stitutes goods of the same descriptive properties as oleomargarine. The other ques- 
tion involved here, as correctly pointed out by the respondent in its brief, but not 
discussed by the petitioner, is the question of laches pleaded by the respondent as 
an affirmative ground of defense. The latter question will be considered first. 


The defense of laches raised by the respondent was deemed inapplicable in 
this case by the examiner in view of the absence of evidence that the petitioner 
had knowledge of the use of the mark by the respondent or of the petitioner’s 
knowledge of the registration thereof. The examiner held that an implied pre- 
sumption of the petitioner’s knowledge of the respondent’s registration from the date 
of issuance thereof was obviously unwarranted since the Act of 1905, under which 
the respondent’s registration was granted, did not make such registration construc- 
tive notice of the respondent’s claim of ownership thereof, citing the case of Graphol 
Products Co., Inc. v. Willson, 83 U. S. P. Q. 2. However, this decision was 
reversed by the Court of Customs and Patent Appeals subsequent to the examiner’s 
decision, in Willson v. Graphol Products Co., Inc., 89 U. S. P. Q. 382. There the 
court stated as its opinion that the appellant’s 1905 registration constituted con- 
structive notice to the petitioner and that the latter having stool idly by for some 
ten years during the time registrant innocently conducted and built up its business 
was now precluded by laches from obtaining cancelation of respondent’s trade- 
mark. What was stated by the court in that case is deemed applicable to the facts 
here presented and the petitioner in the present proceeding has offered no argu- 
ment to the contrary. The examiner’s decision to the extent that it holds the 
defense of laches inapplicable in the present case is reversed. 


The only other remaining question is whether the goods to which the marks 
are applied are so nearly related that purchasers would be likely to ascribe to them 
a common source of origin when the marks of the parties are applied thereto. As 
stated by the examiner in his decision, the petitioner has presented no evidence 
other than the official copy of its printed registration and, therefore, the nature of 
the petitioner’s goods can only be ascertained from the description thereof con- 
tained in such registration. 


I am in agreement with the examiner that candy and oleomargarine relate to 
different classifications of merchandise, the one being a confection and the other 
essentially a staple grocery item. The recent case of Bunte Brothers v. Frank W. 
Moore, 650 O. G. 939, 90 U. S. P. Q. 266, involved questions of fact somewhat 
similar to those here considered and briefly reviews the decisions herein cited by 
the examiner and those principally relied upon by the appellant. It is considered 
unnecessary to again review those decisions. 


The decision of the Examiner of Interferences is affirmed. 





EX PARTE IGERSHEIM 


EX PARTE IGERSHEIM 


Commissioner of Patents—August 1, 1951 


Trape-Mark Act or 1946—PLEADING AND Practice—SectTion 47 (a) 


TrRADE-Marks—REGISTRABILITY—GENERAL 
Section 47(a) of the 1946 Act provides that applications pending on effective date 
of that Act may be amended to bring them under the new Act; and if such amendments 
are not made, prosecution of such applications shall be proceeded with and registrations 
thereon granted in accordance with Acts under which applications were filed. 
Applicant for registration under 1905 Act, held not to have right to amend, after 
effective date of 1946 Act, so as to transfer application to 1920 Act. 


Petition from Examiner of Trade-Marks. 


Application for registration of trade-mark by Oscar F. Igersheim, doing busi- 
ness as Plastic Fabricators. Applicant’s petition requesting instruction to Examiner 
to enter amendment denied. 

Robert S. Allyn, of New York, N. Y., for petitioner. 
KuncE, Assistant Commissioner: 

This is a petition to the Commissioner of Patents under the provisions of Rule 
27.1 requesting that the Examiner of Trade-Marks be instructed to accept and 
enter an amendment filed in the instant application on October 22, 1949 for the 
purpose of transferring the application from the Trade-Mark Act of 1905 to the 
1920 Act. 

The present application was originally filed under the Act of 1905 on June 21, 
1947, at which time both the Act of 1905 and the Act of 1920 were still in force. 
The applicant’s trade-mark “Catch-all” was refused registration by the examiner 
because it was merely the name of the goods, and as such cannot function as a 
trade-mark. After reconsideration the examiner again refused to register the mark 
under the Act of 1905, whereupon applicant filed an amendment, on October 22, 
1949, seeking to place the present application under the Act of 1920. The examiner 
refused to enter the amendment on the ground that the 1920 Act was repealed 
when the Trade-Mark Act of 1946 became effective on July 5, 1947, and such 
refusal, after further reconsideration, was made final. 

It is the applicant’s contention that upon the date of the filing of this 
application, June 21, 1947, the Act of 1905 and the Act of 1920 were both in effect 
and it therefore had the right to file and to make any necessary amendments under 
either Act. 

Whatever right the applicant may have had under the Acts of 1905 and 
1920 at the time its application was filed, it is obvious from a consideration of 
Section 47 (a) of the Trade-Mark Act of 1946 that the applicant does not now 
have the right to amend the present application to bring it under the Act of 
1920. Section 47 (a) of the Act of 1946 provides that all applications pending in 
the Patent Office at the effective date of that Act may be amended to bring them 
under the provisions of the new Act. If such amendments are not made, the 
prosecution of said applications shall be proceeded with and registrations thereon 
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granted in accordance with the Acts under which said applications were filed, the 
Acts of 1905 and 1920 being continued in force to this extent and for this purpose 
only. The present application having been filed under the Act of 1905, the prosecu- 
tion of said application shall be proceeded with and the registration thereon granted 
in accordance with that Act. Applicant does not now have the right to have 
its application examined under the provisions of the Act of 1920 and the action 
of the examiner from which applicant petitions was entirely proper. 
The petition is denied. 


EX PARTE GOODALL-SANFORD, INC. (2 Cases) 
Commissioner of Patents—August 7, 1951 


TraDE-Marks—ConFuSING SIMILARITY—GENERAL 
(Case 1) In order that there may be likelihood of confusion between marks, 1946 
Act does not require that the goods be of the same descriptive properties. 


TraDE-Marks—Goops oF THE SAME CLASS—ParRTICULAR INSTANCES 

(Case 1) Piece goods entirely of nylon or nylon, cotton, mohair, wool and syn- 
thetic fibers combined in one fabric or combinations of any of such component parts 
made in one fabric, held closely related to threads used for sewing, knitting and weaving, 
under 1946 Act. 

(Case 2) Piece goods entirely of nylon or nylon, cotton, mohair, wool and synthetic 
fibers combined in one fabric or combinations of any of such component parts, held 
closely related to yarn of wool and nylon having a wool plating and a nylon core, 
under 1946 Act. 


Appeals from Examiner of Trade-Marks. 

Applications for registration of trade-marks by Goodall-Sanford, Inc. Applicant 
appeals from refusal of registrations, under 1946 Act. Affirmed. 

Borowsky & Burrows, of New York, N. Y., for applicant. 
Ku IncE, Assistant Commissioner: 

(Case 1) This is an appeal from the decision of the Examiner of Trade-Marks 
refusing to register to the applicant the mark “Nymo” for “piece goods entirely 
of nylon or nylon, cotton, mohair, wool and synthetic fibres combined in one 
fabric or combinations of any of such component parts made in one fabric, and 
sold in bolt.” The application Serial No. 583,750 was filed August 20, 1949. 

Registration was refused in view of prior registration No. 501,095, to Belding 
Heminway Company, registered July 20, 1948, for the identical mark “Nymo” 
applied to “threads used for sewing, knitting, and weaving.” The examiner held 
that concurrent use of applicant’s mark and the registered mark, when applied 
to the closely related goods of the parties, would be likely to cause confusion or mis- 
take or deceive purchasers since a purchaser seeking the mark “Nymo” on the 
goods of the respective parties would consider such goods to be those of the same 
manufacturer or dealer, and not those of two different manufacturers. In support 
of his holding, the examiner cited the case of North Star Woolen Mill Company v. 
Richard ]. Caron, 628 O. G. 1255, 83 U. S. P. Q. 165, wherein the mark “North- 
land” for wool yarn was held confusingly similar to “North Star” for blankets 
and various woolen piece goods. Another decision in point cited by the examiner 
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is Celanese Corporation of America v. E. I. du Pont de Nemours & Company, 33 
C. C. P. A. 948, 154 F. 2d 146, 69 U. S. P. Q. 101, in which it was held that the 
mark “Celdura” for piece goods of cellulose derivatives was confusingly similar to 
“Cordura” for viscose yarns, threads and filaments. It may be noted that the 
marks in the two cited cases were not even identical, as in the present case. 

Applicant argues that the goods associated with the reference mark consists 
of a nylon silk thread used for sewing shoes or sewing underwear, is never used 
for manufacture of piece goods and cannot be purchased at retail. The goods 
in the reference registration is not limited to nylon thread. It is, however, adapted 
for weaving, by which piece goods is produced. As to the manner in which the 
registrant’s threads are marketed, that is something which is subject to change 
at will. 

The applicant states that to follow the decision of the examiner is to gainsay 
the position taken by the Patent Office in Opposition No. 4652 wherein the ap- 
plicant herein opposed registration of the mark “Palm Beach,” contending that 
piece goods and threads possess the same descriptive qualities. The Examiner of 
Interferences there stated that cloth and clothing made therefrom, to which the 
opposer appropriated its mark, was deemed to be not merchandise of the same 
descriptive properties as pure and artificial silk threads. The present application, 
however, was filed under the Act of July 5, 1946, which does not require goods 
to be of the same descriptive properties in order that there may be likelihood of 
confusion. The Alligator Company v. Larus © Brother Company, Inc., 86 
U. S. P. Q. 332. The same remarks apply with respect to the other case referred 
to in the applicant’s brief, namely, Goodall-Sanford, Inc. v. The Landers Corpora- 
tion, Cancellation No. 4817, 89 U. S. P. Q. 69, 187 F. 2d 639, wherein the court 
considered the goods of the parties to that proceeding under the provisions of 
the Act of 1905 and compared the same on the basis of whether or not they 
possessed the same descriptive properties. 

In view of the identity of the registered reference mark to that here sought 
to be registered by the applicant, and the fact that the mark in each instance is 
applied to closely related goods, the decision of the examiner is considered to have 
been entirely correct and it will be sustained. 

The decision of the Examiner of Trade-Marks is affirmed. 

(Case 2) This is an appeal from the decision of the Examiner of Trade-Marks 
refusing registration to the applicant, Goodall-Sanford, Inc., of application No. 
583,752, filed August 20, 1949, for the mark “Ny-Spun,” for “piece goods entirely 
of nylon or nylon, cotton, mohair, wool and synthetic fibres combined in one fabric 
or combinations of any of such component parts made in one fabric.” 

Registration was refused by the examiner in view of registration No. 437,480, 
to Spun Fibers, Inc. for the identical mark “Nyspun” registered March 23, 1948 
and applied to “yarn of wool and nylon having a wool plating and a nylon 
core.” The examiner expressed the belief that concurrent use of applicant’s mark 
and the registered mark when applied to the goods of the two parties would be 
likely to cause confusion or mistake or deceive purchasers since the two marks are 
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identical and the goods on which the respective marks are used are very closely 
related. 

The issue presented on this appeal is much the same as that decided of even 
date involving applicant’s copending application No. 583,750, for the mark 
“Nymo.” There, as here, the mark sought to be registered is identical with that 
of the reference registration relied upon by the examiner. In the present applica- 
tion the goods are described as piece goods which may be of wool and synthetic 
fibres, of which nylon is a given example, and the goods of the registration are 
yarn of wool and nylon. Thus the goods are very closely related, as the examiner 
held. The decisions cited in the present appeal by the examiner and by the applicant 
are the same as those considered in the other appeal, and the remarks concerning 
them need not be repeated here. It is my conclusion that the decision of the 
examiner is correct and that it should be sustained. 

The decision of the Examiner of Trade-Marks is affirmed. 
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